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Appl i cant.
DECI SI ON ON PETI TI ON FOR DI SQUALI FI CATI ON

Drost, Adninistrative Trademark Judge:?

Appl i cant, Finger Interests Nunber One, LTD., has
filed a petition to disqualify the law firmof Akin Gunp
Strauss Hauer & Feld LLP (Akin Gunp), as counsel for
opposer, Finger Furniture Conpany, Inc., in Qpposition No.
91155115, which is pending before the Board. Qpposer has
opposed the petition to disqualify and applicant has filed
a reply.

Part 10 of the U. S. Patent and Trademark O fice
regul ations provides for the filing of petitions to
disqualify in patent and trademark cases. 37 CFR

810. 130(b) (“Petitions to disqualify a practitioner in ex

L Authority to decide petitions seeking disqualification of attorneys in
cases before the Board has been del egated to the Chief Administrative
Trademar k Judge. Delegation of Authority to the Chief Administrative
Trademar k Judge dated February 5, 2002. Under that authority, this
petition was subsequently del egat ed.
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parte or inter partes cases in the Ofice ..will be handl ed
on a case-by-case basis under such conditions as the
Conmi ssi oner deens appropriate”). ?

Facts

On Decenber 19, 2002, opposer filed a consolidated
notice of opposition to applicant’s three applications for
the mark FINGER | NTERESTS.® The three applications were all
based on an allegation of a bona fide intention to use the
mar ks in commrerce.

Applicant’s law firmof record in this consolidated
opposition, Baker Botts LLP (Baker Botts), is also
identified as the attorney of record in those applications.

The conbi ned notice of opposition relied on opposer’s
ownership of Registration No. 2,610,684 for the mark
“@YOUR FINGERS.” In addition, opposer referred to its
ownership of trademark applications for the marks FlI NGERS

(Serial No. 76290186), FABULOUS FI NGERS (No. 76290406),

2 Nong with its opposition, opposer has requested an oral hearing.
Applicant, in its reply, opposes this request. There is no right to an
oral hearing on petitions and, inasnmuch as an oral hearing is not
necessary, opposer’'s request is denied. 37 CFR 8§ 2.146(f).
3 Serial No. 76350770 for “business acquisition and nerger consultation
busi ness consul tation; business nmanagenent consul tation; business
organi zati onal consultation” in International C ass 35.

Serial No. 76351157 for “investnment consultation; investnent advice;
i nvest nent nmanagenent; investnent of funds for others; financial
investment in the field of real estate; real estate investnent; rea
estate nanagenent; real estate procurenent for others; real estate
brokerage” in International C ass 36.

Serial No. 76351158 for “real estate development” in Internationa
Cl ass 37.
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FI NGERS PRI VATE LABEL (No. 76290150), and FI NGERS ASSURANCE
OF QUALITY (No. 76290185).

The consolidated notice of opposition was filed by
Ri chard D. Fl adung of Akin GQunp. Richard D. Fladung is
|isted as the attorney in opposer’s registration and
appl i cati ons di scussed above.

The application that nmatured i nto opposer’s
Regi stration No. 2,610,684 was filed on July 25, 2001, and
it registered on August 20, 2002.

Applicant’s three opposed applications were filed
bet ween Decenber 19 and 20, 2001.

Appl i cant al so sought to have Akin Gunp represent it
in connection with “the formation of an exchange fund and
matters ancillary thereto.” On March 1, 2002, Akin Gunp
sent Finger Interests, Ltd.,% a letter specifying the “Terns
of Engagenent” of this representation.

On March 18, 2002, Richard D. Fladung of Akin Gunp’s
Houst on, Texas, office sent a letter to Janes R Robinson
of Baker Botts, counsel for applicant, stating (p. 2) that
due to opposer’s “val uable narks, we are concerned that
your client’s use and registration of the mark ‘ FI NGER

| NTERESTS nmay harmour client’s rights. Consequently, we

4 Mpplicant alleges that it does business as “Finger Interests, Ltd.”
Applicant’s Petition at 1.
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woul d like to discuss our client’s concerns and possible
wor k- arounds by your client that would be am cable to both
parties.”

Ni ne nonths | ater (Decenber 19, 2002), Akin Gunp filed
a notice of opposition.

On February 11, 2003, applicant, through its counsel
Baker Botts, sent a letter to Akin Gunp. The letter
concluded (p. 2) as follows: “Qur client has asked us to
bring to your attention the representation by your law firm
of Finger Interests, Ltd. [applicant] in another nmatter.

We have not anal yzed whether any issues are raised by that
representation in view of the opposition filed agai nst

Fi nger Interests Number One, Ltd., but trust you will give
this issue due consideration.”

Elliot D. Raffkind, an Akin Gunp partner fromthe
Dal | as, Texas, office, handl ed applicant’s matters.
Raf f ki nd decl aration at 1.

Opposer all eges that, since August 2003, applicant has
not given Akin Gunp any business and Akin Gunp has not
billed applicant for any |egal services. Raffkind
decl aration at 2.

After an exchange of correspondence and emails on the
subj ect of the conflict of interests, on August 29, 2003,

M. Fladung of Akin Gunp notified counsel for applicant
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that Akin Gunp declined to voluntarily wthdraw from
representing opposer. Petition Ex. G

On Septenber 22, 2003, applicant petitioned to
di squalify Akin Gunp as counsel for opposer.

Di scussi on

Applicant seeks to disqualify opposer’s counsel, Akin

GQunp, on the ground that “Akin Gunp is prosecuting this
litigation against its own client, Finger Interests, which
Akin Gunp simnultaneously represents on another matter.”
Petition to Disqualify at 1. Applicant alleges that prior
to filing the notice of opposition in this case for
opposer, “Akin Gunp was representing Finger Interests in
connection with the formati on of an exchange fund and
matters ancillary thereto.” Petition to Disqualify at 2.
Al so, applicant alleges that it was a current client of
Akin Gunp at the tinme the consolidated notice of opposition
to its applications were filed. Because it is a current
client, applicant maintains that whether the matters of the
si mul t aneous representation are related is irrelevant and
that Akin Gunp shoul d be disqualified because the
representation of opposer is “directly adverse” to
applicant’s interests. Petition to D squalify at 9-10.

Qpposer argues that the “test for disqualification

before the PTOis the ‘substantially related test”
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(Opposition at 5), and that the Akin GQunp’ s representation
of applicant “was not at all, much |l ess substantially
related, to the Trademark Dispute.” Qpposition at 10.

The “typical” petition to disqualify a practitioner
concerns a forner client who is alleging that its forner
attorney is now representing an adverse client in regard to
subject matter that is substantially related to the subject

matter of the previous representation. Plus Products v.

Con- Stan Industries, Inc., 221 USPQ 1071, 1074 (Commir Pat.

1984). See also T.C. Theatre Corp. v. Warner Bros.

Pictures, 113 F. Supp. 265, 268 (S.D. N Y. 1953) (“[Where
any substantial relationship can be shown between the
subject matter of a forner representation and that of a
subsequent adverse representation, the latter will be
prohi bited”).

However, here, applicant argues that it is a current
client of Akin Gunp. Applicant does not argue
alternatively that Akin Gunp should be disqualified if
applicant is considered to be a forner client of the firm

The Patent and Trademark O fice Code of Professional
Responsi bility® addresses the question of client conflicts

as foll ows:

® These PTOrules are simlar to the ol der ABA Code of Professional
Responsi bility and decisions interpreting those ABA rules are
particularly rel evant.
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(b) A practitioner shall not continue nultiple

enpl oynment if the exercise of the practitioner’s

i ndependent professional judgnent in behalf of a client
will be or is likely to be adversely affected by the
practitioner’s representation of another client, or if
it would be likely to involve the practitioner in
representing differing interests, except to the extent
perm tted under paragraph (c) of this section.

(c) I'n the situations covered by paragraphs (a) and (b)
of this section, a practitioner nmay represent nultiple
clients if it is obvious that the practitioner can
adequately represent the interest of each and if each
consents to the representation after full disclosure of
the possible effect of such representation on the
exercise of the practitioner’s independent professional
judgnent on behal f of each.

(d) If a practitioner is required to decline enpl oynent
or to withdraw from enpl oynent under a Disciplinary
Rul e, no partner, or associate, or any other
practitioner affiliated with the practitioner or the
practitioner’s firm my accept or continue such

enpl oynent unl ess otherwi se ordered by the Director or
Conmi ssi oner .

37 CFR § 10.66.°

6 The rel ated ABA Mbdel Rule of Professional Conduct is also set out

bel ow.

Model

a) Except as provided in paragraph (b), a lawer shall not
represent a client if the representation involves a concurrent
conflict of interest.

A concurrent conflict of interest exists if:

(1) the representation of one client will be directly adverse to
anot her client; or

(2) there is a significant risk that the representation of one or
nore clients will be materially linted by the [ awer's
responsibilities to another client, a forner client or a third
person or by a personal interest of the |awyer

(b) Notwi thstandi ng the existence of a concurrent conflict of

i nterest under paragraph (a), a |lawer nay represent a client if:
(1) the I awer reasonably believes that the |awer will be able
to provide conpetent and diligent representation to each affected
client;

(2) the representation is not prohibited by I aw

(3) the representati on does not involve the assertion of a claim
by one client against another client represented by the |lawer in
the sane litigation or other proceeding before a tribunal; and
(4) each affected client gives inforned consent, confirmed in
writing.

Rule 1.7 (2003).
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Both parties agree that the PTO rul es govern “conflict
of interest cases for PTO practitioners.” Opposition at 4;
Petition to Disqualify at 4. However, opposer asserts that
“Applicant’s reliance on other provisions, such as the
American Bar Association Mdel Code of Professional
Responsibility and the California State Bar Rul e of
Pr of essi onal Conduct is msplaced in interpreting the PTO s
Code of Professional responsibility, which contains
different text and has been interpreted differently.”
Qpposition at 4-5. The PTO has historically | ooked to how
the courts have addressed issues of conflicts of interest,
especi ally when the PTO and ABA rules were closely

parallel. See Little Caesar Enterprises Inc. v. Donmino’s

Pizza Inc., 11 USPQRd 1233, 1235 (TTAB 1989) (“Deci sions

under those ABA Disciplinary Rules thus offer guidance in
the interpretation of the PTO rules. Sections 10.63(a) and
(b) of the PTO Rules do not allow any conduct that would be
prohi bited by ABA DR5-102(A) and (B)”). Indeed, the TTAB
Manual of Procedure refers practitioners to the Anmerican
Bar Association’s Mdel Rules of Professional Conduct 1.7.
and 1.9 in its section entitled “Adverse Parties
Represented by Sanme Practitioner.” TBMP § 114.08, n.96.

In addition, even when a U S. district court had adopted

the Code of Responsibility of the State Bar of Texas, the
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Court of Appeals for the Fifth CGrcuit held that “we
consider the notion governed by the national profession in
the light of the public interest and the litigants’ rights.
Qur source for the standards of the profession has been the
canons of ethics devel oped by the Anerican Bar

Association.” |In re Dresser Industries, Inc., 972 F.2d

540, 543 (5'" Cir. 1992) (citation omtted). |In fact, the
Court of Appeals went on to hold that the “district court
clearly erred in holding that its local rules, and thus the
Texas rules, which it adopted, are the ‘sole” authority

governing a notion to disqualify.” Dresser Industries, 972

F.2d at 543. Therefore, there is nothing inproper in
considering rel evant case |law of other jurisdictions with
t he understanding that different wording in those standards
of professional responsibility nmay conpel a different
result.

A key threshold issue in this case is whether
applicant is considered a current or former client of Akin
@Qunp. Related to the question of whether applicant is a
current client of Akin Gunp is the test for
disqualification. |[If applicant is a former client, the
test for disqualification is, inter alia, whether the
subject matter of the present representation is

substantially related to the subject matter of the previous
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representation. Plus Products, 221 USPQ at 1074. Qpposer

argues that this is the test for deciding this petition.
Qpposer asserts that “Applicant is no |onger a client
of Akin Gunp. Applicant has termnated its relationship
w th Akin Gunp, having provided the firmwth no work to
performsince a nonth before filing this Petition (August
2003).” Opposition at 12. As support for this argunent,
opposer relies on the declaration of Eliot Raffkind (§ 10),
the Akin Gunp partner who handl ed applicant’s exchange fund
matters, which asserts that Akin Gunp has not billed
applicant for “any |egal services since August of 2003.”
M. Raffkind also clains that applicant has not given Akin
GQunp any busi ness since August of 2003 and the firm*®“is
waiting for notification by [applicant] of where Akin Gunp
shoul d send” applicant’s files. Raffkind declaration,
1 11.
Applicant responds by pointing out that “CQOpposer does
not and cannot deny that when Akin Gunp filed this
opposi tion against Applicant it also was representing
Applicant with regard to one of the services for which
Applicant claimed use of its mark.” Reply at 2. Applicant
al so submts that opposer seeks to avoid “the strict
prohi bition on acting adversely to its current client

because the rel ati onship, unsurprisingly, broke down in the

10
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face of the disloyalty.” [d. W agree with applicant that
the fact that applicant’s relationship with Akin Gunp may
have ceased after Akin Gunp filed a suit agai nst applicant
is not relevant. “For the purposes of determ ning whether
an attorney-client relationship is a former or continuing
one, a court |looks to the time that the conflict arose, not
the time when the notion to disqualify was brought.” |ves

v. Quilford MIls, Inc., 3 F. Supp.2d 191, 202 (N.D.N.Y.

1998). See also United Sewage Agency of Washi ngton County

v. Jelco, 646 F.2d 1339, 1345 n.4 (9'" Gir. 1981) (“This
standard conti nues even though the representati on ceases
prior to filing of the notion to disqualify. |If this were
not the case, the chall enged attorney could al ways convert
a present client into a ‘former client’ by choosing when to
cease to represent the disfavored client”).” In this case,
at the tinme Akin Gunp fil ed opposer’s consolidated notice
of opposition on Decenber 19, 2002, applicant was al so
represented by Akin Gunp. Therefore, for the purposes of
this petition, applicant will be considered a current

client of Akin Gunp.?8

"1t is hardly surprising that the sued client no longer is sending the
firmany business. To require the client to continue to send the firm
busi ness or risk being considered a forner client under these rules
woul d effectively elimnate the distinction between current and forner
clients.

8 Even if the key date was the date of the filing of the petition to

di squal i fy, opposer has submitted little evidence to conclude that
applicant was not still a client of Akin Gunp at that tine. Opposer

11
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The next question concerns the test to be applied when
aclient of alaw firmis sued by another party represented
by the sane law firm As discussed earlier, if applicant
were a former client the substantial relationship test
woul d apply. Regarding current clients, it has been held
that “the | awyer who woul d sue his own client,
asserting in justification the lack of ‘substantial
rel ati onship’ between the litigation and the work he has
undertaken to performfor that client, is |eaning on a

slender reed indeed.” Cnema 5 LTD. v. C nerama, |Inc., 528

F.2d 1384, 1386 (2d Cir. 1976). PTO Rule 10.66(b) sets out
that a “practitioner shall not continue nmultiple enpl oynent
if the exercise of the practitioner’s independent

prof essional judgnent in behalf of a client will be or is

relies primarily on its assertion that Akin Gunp has not billed
appl i cant and applicant has not sent any business to Akin Gunp since
“August 2003.” Raffkind declaration, 7 10 and 11. Applicant’s
petition to disqualify was filed on Septenber 22, 2003. On August 29,
2003, M. Fladung of Akin Gunp sent a letter to counsel for applicant
t hat discussed the potential conflict problem However, that letter
never indicates that Akin Gunp considered applicant a forner client or
that Akin Gunp was waiting for applicant’s instruction on where to
forward its files. Finally, even if the matter for which applicant had
engaged Akin Gunp had ended, the short period of tine between the end
of the engagement and the filing of the petition (approximtely four
weeks) would not be sufficient to convert applicant into a forner
client without sone clear evidence that the rel ationship had

term nated. Manoir-Electroalloys Corp. v. Amalloy Corp., 711 F. Supp
188, 194 (D.N.J. 1989) (“lacono’s relationship with [the law firm

was sufficiently continuous, and the nere fortuity that he did not
require nore extensive and frequent services than he did cannot be the
escape hatch [the law firn] would have it be.” Law firmdisqualified
after sending client a letter urging themto arrange neeting to di scuss
changes in tax laws four years after last work for client). As in
Manoi r- El ectroal | oys, Akin Gunp does not "isolate any point in tine at
whi ch [applicant] becarme a 'former client.'" 1d. at 193.

12
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likely to be adversely affected by the practitioner’s
representation of another client.” Courts have broadly
construed the term “adversely affected” in situations

i nvol vi ng concurrent adverse representation of clients.
“Where the relationship is a continuing one, adverse
representation is prima facie inproper, and the attorney
nmust be prepared to show, at the very least, that there
will be no actual or apparent conflict in loyalties or
dimnution in the vigor of his representation.” C nema 5,

528 F.2d at 1387. See also lves, 3 F. Supp.2d at 202. *“W

t hi nk, however, that it is likely that sone ‘adverse
effect” on an attorney’s exercise of his independent

j udgment on behalf of a client may result fromthe
attorney’ s adversary posture toward that client in another

| egal matter.” International Business Machi nes Corp. V.

Levin, 579 F.2d 271, 280 (3'¢ Gir. 1978). Courts have held
that “a specific adverse effect need not be denonstrated to
trigger DR5-105(B) if an attorney undertakes to represent a
client whose position is adverse to that of a present

client.” United Sewerage Agency, 646 F.2d at 1345.

“[ Rl epresentation adverse to a present client nust be
measured not so nmuch against the simlarities in
litigation, as against the duty of undivided |oyalty which

an attorney owes to each of its clients.” I1d. Thus, in a

13
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case such as this, where alawfirmfiles a suit against a
current client, it is presuned that the representation is
adver se. °

However, courts have recogni zed nunerous factors to
consi der whether a practitioner can represent nmultiple
parties with adverse interests. One inportant factor is
whet her the party who seeks disqualification is a
traditional client or a ““vicarious’ client, e.g., a nenber
of an organi zation or entity that is being represented by
the attorney.” |Ives, 3 F. Supp.2d at 202. Courts
frequently apply the less stringent “substanti al
rel ati onshi p” test when the party noving for

disqualification is a vicarious client. dueck v. Jonathan

Logan, Inc., 653 F.2d 746, 749 (2d Cr. 1981) (“We do not

believe the strict standards of Cinema 5 are inevitably
i nvoked whenever a law firmbrings suit agai nst a nenber of
an association that the firmrepresents. |If they were,

many | awers woul d be needl essly disqualified because the

° It is not clear whether Akin Gunp could establish that, even if the
substantial relationship test applied, it could represent these two
parties. In the terns of engagenent letter with applicant dated
March 1, 2002, Akin Gunp undertook to “advise you in connection with
the formati on of an exchange fund and matters ancillary thereto.”
Applicant previously had filed an application for a service mark for
inter alia, “investnent consultation; investment advice; investnent
managenent; investnent of funds for others.” \Whether “natters
ancillary” to the formation of an exchange fund woul d incl ude
intellectual property matters related to the use of the name of the
fund is not an issue that must be addressed in this petition inasmch
as applicant’s status is that of a current client.

14
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standards of Canon 5 inpose upon counsel who seeks to avoid
disqualification a burden so heavy that it will rarely be
nmet. That burden is properly inposed when a | awer
undertakes to represent two adverse parties, both of which
are his clients in the traditional sense. But when an
adverse party is only a vicarious client by virtue of
menbership in an associ ation, the risks agai nst which Canon
5 guards will not inevitably arise”). 1In this case, there
is no argunment or evidence that applicant was anything
other than a traditional client of Akin Gunp.

In addition, if both clients have consented, courts
and ethical regulations have permtted a lawfirmto
represent multiple clients with adverse interests. 37 CFR

10.66(d); Wrldspan, L.P. v. Sabre Goup Holdings, Inc., 5

F. Supp.2d 1356, 1357 (N.D. Ga. 1998). Opposer argues that
Aki n Gunp obt ai ned applicant’s consent pursuant to the
Ternms of Engagenent Letter. The relevant paragraph is set
out bel ow

During the termof this engagenent, we will not

knowi ngly accept representation of another client to
pursue interests that are directly adverse to your
interests unless and until we have nade ful

di sclosure to you of all the relevant facts,

ci rcunstances and inplications of our undertaking the
two representati ons and you have consented to our
representation of the other client. You agree,
however, that you will be reasonable in eval uating
such circunstances and that you will give your consent
if we can confirmto you in good faith that the

15
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followng criteria are net: (i) there is no
substantial relationship between any matter in which
we are representing or have represented you and the
matter for the other client; (ii) our representation
of the other client will not conprom se any
confidential informati on we have received fromyou;
(ti1) our effective representation of you and the

di scharge of our professional responsibilities to you
wi |l not be prejudiced by our representation of the
other client; and (iv) the other client has al so
consented in witing based on our full disclosure of
the relevant facts, circunstances and inplications of
our undertaking the two representations.

Courts have found that a party can consent to its
attorney’ s adverse representati on of another client.

To satisfy the requirenment of full disclosure by a

| awyer before undertaking to represent two conflicting
interests, it is not sufficient that both parties be
infornmed of the fact that the lawer is undertaking to
represent both of them but he nust explain to them
the nature of the conflict of interest in such detai
so that they can understand the reasons why it nay be
desirable for each to have independent counsel, wth
undi vided loyalty to the interests of each of them

Uni t ed Sewerage Agency, 646 F.2d at 1345-46, quoting,

In re Boivin, 533 P.2d 971, 974 (O. 1975).

Qpposer argues that “Akin Gunp notified Applicant that
the |l egal representation provided to Applicant and Opposer
were not substantially related.” Opposition at 18.

Qpposer refers to two paragraphs to support its argunent
concerning its notification of applicant. The first
paragraph from M. Fladung reports that “lI notified
[applicant] that Akin Gunp believed the matters handl ed by

Akin Gunp for [applicant] were not substantially related or

16
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are non-related to the matters handl ed by Akin Gunp for
[ opposer].” Fladung declaration, § 8. M. Raffkind
declares (f 7) that the “matters handl ed by Akin Gunp for
[applicant] are not substantially related or are non-
related to the matters handl ed by Akin Gunp for [opposer].”
Despite these general statenents in the declarations that
the matters were not substantially related or non-rel ated,
it is far fromclear what infornmation was presented to
applicant in order for it to make an informed consent. In
an emai |l dated August 27, 2003, applicant wote to Eli ot
Raf f ki nd as foll ows:

Regar di ng your representation of Finger Furniture, who

is suing us (Finger Interests) on a trademark issue,

what is the status of the conflict of interest this

raises as set forth in our engagenent letter.

W have discussed this on ...two previ ous occasi ons,

and | have |l eft recent phone nessages with you

regarding this issue. The |ast response that |

received formyou on this issue was probably back in

| at e June when you nentioned that you were checking

with the ethics departnent. What response have you

received fromthat departnent?

The response applicant received from M. Raffkind that
sanme day sinply reported:

Sorry | have not gotten back to you. | have spoken to

our ethics folks on several occasions (including

yesterday nost recently), but at this point have not

gotten guidance for me to get back to you. | have

stressed the need to do so quickly as possible and
will let you know as soon as | hear fromthem

17
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M. Fladung’s letter of August 29, 2003, does not set
out how Akin Gunp had conplied with its requirenents under
its Terns of Engagenent letter or that it fully disclosed
“the relevant facts, circunstances and inplications of our
undertaking the two representations” in order that
applicant could nake an informed consent. Naked assurances
that the matters are “not substantially related or are non-
rel ated” do not amount to “full disclosure ...of all the
facts, circunstances and inplications of our undertaking
the two representations.”

It is not clear how opposer maintains that it obtained
applicant’s consent pursuant to the terns of this
agreenent. There is no indication in M. Fladung' s letter
of August 29, 2003, or Eliot Raffkind s email of August 27,
2003, that Akin GQunp believed that applicant had already
consented to the representation of adverse clients under
the Terns of Engagenent letter. It is not tenable for a
law firmto sue its client and then rely on the firns
response to the petition to disqualify as a neans of
advising its client that the client had consented to the
representation of an adverse client. Therefore, based on
the record in this case, Akin Gunp has not denonstrated
that Akin Gunp has conplied with the Ternms of Engagenent

| etter and that applicant has consented or is bound to

18
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consent to the adverse representation. See Manoir-

El ectroal |l oys, 711 F. Supp. at 195 (“l need not reach the

i ssue as to whether lacono could have consented to the
concurrent representation ...because [the law firm has not
met its burden of proving full disclosure was nade and
| acono’ s consent was obtai ned”).

Third, another factor that tribunals consider in
di squalification cases is the question of how the conflict

arose. In Gould, Inc. v. Mtsui Mning & Snelting Co., 738

F. Supp. 1121, 1127 (N.D. Ohio 1990), the court did not
order disqualification in part because “the conflict was
created by Pechiney’'s acquisition of |Gl several years
after the instant case was commenced, not by any
affirmati ve act of Jones, Day”). Akin Gunp’s actions in
the instant case are not as innocent as counsel in Gould.
There has been no intervening nerger of clients and Akin
GQunp is not involved in defending a long-tine client from
an unexpected lawsuit. Rather, Akin Gunp has initiated a
trademar k opposition for one client against another client.
Therefore, this factor does not support opposer’s argunent
that its counsel should not be disqualified.

Opposer makes an additional argunent agai nst
di squalification. Qpposer argues that “the activities of

Akin Gunp | awyers who are not ‘practitioners’ before the

19
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PTO are not a matter of concern to the PTO but rather are
governed by the Rules of Professional Conduct pronul gated
by the highest courts of the states in which they are

| icensed. Therefore the pertinent question here is whether
M. Fladung, who is a practitioner before the PTO should
be disqualified because another lawer in his firm
represented [applicant] on a matter having nothing to do
with the present Qpposition proceeding.” Qpposition at 12
n.3. PTOrules set out that: “If a practitioner is
required to decline enploynent or to withdraw from

enpl oynent under a Disciplinary Rule, no partner, or

associ ate, or any other practitioner affiliated wth the
practitioner or the practitioner’s firm may accept or
continue such enploynment.” 37 CFR 8§ 10.66(d). Wen
conflicts are considered, they are considered in the
context of the practitioner and the practitioner’s firm
not just against those nenbers of the firmthat are

° The reach of

practicing before the relevant tribunal.?
conflict of interest rules cannot be avoided by a law firm

enpl oying attorneys fromnultiple jurisdictions so that it

10 Regardi ng opposer’s assertion that its representati on woul d not be a
conflict of interest under the Texas Rul es of Professional Conduct, it
is nmerely opposer’s opinion. It is noted that the Fifth Crcuit has
concluded that “the Texas rules are drawn to all ow concurrent
representati on as the exception and not the rule.” Dresser Industries,
972 F.2d at 545 n. 12.
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can argue that no single jurisdiction's ethics rules can be
used to determne conflicts anong the different attorneys
inthe firm?

OQpposer’ s renai ni ng argunent concerns |aches and its
argunent that applicant “waited over seventeen (17) nonths
to object to Akin Gunp that an alleged ‘ethical conflict’
existed.” COpposition at 12. First, it should be noted
that opposer filed its consolidated notice of opposition on
Decenber 19, 2002.'2 On February 11, 2003, within two
nonths of the filing of the notice of opposition, applicant
rai sed the issue of a potential conflict with Akin Gunp.
Petition Ex. D. The record contains evidence of two enmails
(both on August 27, 2003) and several pieces of
correspondence (Applicant’s counsel’s letter of August 22,
2003; Applicant’s letter of August 28, 2003; and Akin
Qunp’s letter of August 29, 2003) on that subject. Opposer
also maintains that in a letter dated March 7, 2003, it

notified applicant that the matters were not substantially

11 Akin Gunp’s conpl ai nt about the applicability of the PTOrules to
Texas practitioners is sinply the consequence of engaging in litigation
in different forums. |If it would Iike disqualifications to be

consi dered only under the rules of the Supreme Court of Texas, it would
have to confine its practice to the Texas state courts, because even
the U S. district courts in Texas nmust apply rules that are not linited
to the Texas rules. Dresser Industries, 972 F.2d at 543.

2 prior to this date, there was no litigation betwen opposer and
applicant. Opposer adnmits that “[t] here ensued extensive negotiations
bet ween the parties” prior to the filing of the consolidated notice of
opposition. (Qpposition at 3.
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related or were non-related. Fladung’ s declaration, { 8.
However, as l|late as August 27, 2003, M. Raffkind, who had
represented applicant in the exchange fund matter, said
“Sorry | have not gotten back to you. | have spoken to our
ethics fol ks on several occasions (including yesterday npst
recently), but at this point | have not gotten guidance for
nme to get back to you.” Fromthe record, it seens that
Aki n Gunp knew about the conflicts issue since shortly
after it filed the consolidated notice of opposition, and
that a period of discussion ensued prior to the filing of
the petition for disqualification. This proceeding is
still inits early stages with only the notice of
opposition, the answer, extensions of time, the petition to
di squalify and rel ated papers of record.

It has been held that “[njere delay or |aches is not

normal ly a defense to disqualification.” EZ Paintr Corp.

v. Padco, Inc., 746 F.2d 1459, 223 USPQ 1065, 1067 (Fed.

Cr. 1984). See also British Airways, PLC v. Port

Aut hority of New York and New Jersey, 862 F. Supp. 889, 900

(E.D.N. Y. 1994) (“[L]aches is generally not a defense to a

notion to disqualify”), quoting, Baird v. Hilton Hotel

Corp., 771 F. Supp. 24 (E.D.N. Y. 1991). However, courts
have found | aches when petitions to disqualify have cone at

the eve of trial after years of delay. Redd v. Shell Gl
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Co., 518 F.2d 311, 315 (10'" Cir. 1975) (noving party waited

until the eve of trial and could not adequately explain why
it had waited so long in bringing its notion). Courts have
recogni zed that the delay in filing a petition to
disqualify can result in the objection being waived.

It is well settled that a former client who is
entitled to object to an attorney representing an
opposi ng party on the ground of conflict of interest
but who knowingly refrains fromasserting it pronptly
is deened to have waived that right. The record in
this case is clear that Trust Corp. knew of the
Jardine firms prior representation of Wagner for
approximately two years and six nonths before
objecting or filing a notion to disqualify. Moreover,
it is undisputed that early in the pretrial stages of
this action, the Smth firm after receiving the
Wagner file, told the Jardine firmthat it would be
contacted if there were any objections to its
continued representation of Piper. However, no

obj ections were comuni cated until February, 1982,
just prior to the scheduled trial date. Under these
ci rcunstances, we hold that Trust Corp.'s failure to
object within a reasonable tinme, coupled with the |ong
delay in filing a nmotion to disqualify, constitute a
de facto consent to the Jardine firm s continued
representation of Piper and a waiver of its right to
obj ect.

Trust Corporation of Montana v. Piper Aircraft Corp.,

701 F.2d 85, 87-88 (9'" Cir. 1983) (citation omitted).
Qobviously, the facts in the present case are not
simlar. The petition to disqualify was not filed on the
eve of trial. Indeed, it was filed at the earliest stages
of the opposition. QOpposer was also put on notice within

two nonths of filing the conbined notice of opposition that
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appl i cant had a question about whether Akin Gunp could
represent both parties. The petition to disqualify was
filed shortly after a period of unsuccessful negotiations
between the parties. Therefore, opposer’s argunent that

| aches bars the petition in this case is not persuasive.

Concl usi on

PTO Rul e 10.66(b) specifies that: “A practitioner
shall not continue nmultiple enploynent if the exercise of
the practitioner’s independent professional judgnment in
behal f of a client will be or is likely to be adversely
affected by the practitioner’s representation of another
client.” Disqualificationis viewed in the context of the
firmbecause: “If a practitioner is required ...to w thdraw
from enpl oynent under a Disciplinary Rule, no partner, or
associ ate, or any other practitioner affiliated wth the
practitioner or the practitioner’s firm may accept or
continue such enpl oynment unl ess otherw se ordered by the
Director or Comm ssioner.” 37 CFR 10.66(d). Wen a firm
seeks to nmaintain an action against a current client, the
sued client has established a prima facie case that it wll
be adversely “adversely affected.” At this point, it is
i ncunbent on the practitioner resisting disqualification to
rebut this prima facie case that the client will be

adversely affected. In this case, opposer and its counsel
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have fallen short of showing that applicant will not be
adversely affected. COpposer’s argunents that applicant has
unjustifiably delayed, that it has consented, and that the
subject matter of the representations are not substantially
rel ated do not overcone the presunption that applicant wll
be adversely affected.

Even keeping in mnd that petitions to disqualify are
viewed with disfavor and are a drastic renedy, it is stil
apparent that disqualification is appropriate here.

Deci si on

OQpposer’s petition to disqualify the Akin Gunp firm as
counsel for opposer, in QOpposition No. 91155115 is G anted.
cc:

Ri chard D. Fl adung

Akin Gunp Strauss Hauer & Feld LLP
1111 Loui si ana Street, 44'™"™ Fl oor
Houst on, TX 77002

M chael A. Hawes

Baker Botts LLP

One Shell Pl aza

910 Loui si ana
Houston, TX 77002
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