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......................................... 903.09, 1302.10, 1455
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Record room.........ccoeeevieiieiieece e 905.03
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Review by eXaminer...........occoeeeveenieneenieeiennenns 1302.01
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........................................................................ 1302.01
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Alternative phrase in claim (See also Indefinite claim)
................................................................... 2173.05(h)
Amended application...........cccoeceeierienieneeeee e 203.03
Amended application, inspection for transfer........ 903.08(c)
Amendment (See also Reply) .....cccovvvevieriieiiiiiiieies 714
Accidental entry..........coooeeveiiiiiiiiinee e 714.21
Adding excess claims .........ccccoeeeerienieneiienee 714.10
After abandonment ...........cccccveveiiiiiinnnne.n. 711.02,714.17
After all claims allowed..........coceverieiiiiiininicncnnns 714.14
After allowance
Approval ..o 714.16, 1002.02(d)
Canceling claim .......c.cccceeveveninicncnienceenicienene. 714.16
Claim copied from patent................ 714.16(a), 2307.03
Entry in part ......ccoeeveeieeienieneee e 714.16(e)
Examiner’s action ........... 714.16, 714.16(d), 714.16(e)
Excess Claims........cceeeeveerciienciienieeeie e 714.16(c)
Formal matters ..........cccocevvevuennennen. 714.16, 714.16(d)
Handling.........ccoevvevieriieecieneee e 714.16(d)
Mailed before allowance..........c.ccoceverereneenene. 714.15
Motion under Rule 1.633(c)(2) ...cccvevvveevennnne 714.16(b)
................................................................ 2363.03
Patentability pointed out ..........ccoeevreiereenreene 714.16
Reason for adverse action ................ 714.16, 714.16(d)
Renumbering claims .........cccocevvveviieieeeennenns 714.16(e)
Secrecy order application......................... 130, 1304.01
After eXaminer’s aNSWeT ........coceevueeeereeneenieenieneenne 1210
After appeal, before examiner’s answer ................... 1207
After Board decision........................ 1002.02(d), 1214.01
......................................................... 1214.06, 1214.07
After death of attorney or agent............ccecevereeeennne. 406
After final rejection ................. 706.07(f), 714.12, 714.13
Examiner determines compliance with 1.121....714.18
After final rejection, entered in part........c..cccceueee. 714.20
Amendment Of ........cocoooeeieiiiniiineee 714.24
Applicants Must SIZN .......cceeeeeieierierieereene 714.01(a)
At alloWance.........c.eeveererierieneereee e 714.15
Attorney not of record ..........ceeveeriennn 405, 714.01(c)
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Amendment--Amendment

Sec. No.
Basis in disclosure ..........cccoceevveeveenennnenne. 608, 706.03(¢c)
......................................................... 2163.03, 2163.07
Before first action........... 608.04(b), 714.01(e), 714.03(a)
Board rejection avoided ..........ccooeveniieniieiieiens 1214.01
Brackets required .........cccoeeeerienienieieeeeeeeenn 714.22
By replacement paragraph or section .............cc.c....... 714
............................................................. 714.22,714.23
By substitute specification ..........c.coccevvevevecienienieennen. 714
Canceled matter restored..........ccceevereervennennen. 608.01(s)
Canceling all claims................ 706.07(h), 711.01, 714.19
Canceling appealed claims................ 1215.01 to 1215.03
Claim added, terminology basis...........cceeuee..... 608.01(0)
......................................................... 2163.03, 2163.07
Claim numbering............. 608.01(j), 1302.01, 1302.04(g)
Claims
Added in excess of filing fee.... 607, 714.10, 714.16(c)
Clean version............... 714,714.13,714.16, 714.22(a)
Marked-up VErsion..........ccceeevereeseenieeieseeneeeneeenns 714
Complete reply required............ceeveeneeee. 714.02, 714.04
Consolidating pending claims........................ 714,714.13
......................................................... 714.16, 714.22(a)
COPICT COPICS...uveneeeeereieeeeeeeieeneeseeeteeeeeaesneeneens 714.07
Copying patent claim (See Claim presented
corresponding to claim of patent)
Crossing mailing of allowance.............ccceeeruenee. 714.15
D-10 notice preceding .........cceeeveveeneeneerieeiesiesieenene 130
Date of receipt......ccoeceeeveriveiennnne 505, 710.01(a), 714.18
Date stamp
Office date .......cccoevvveverveieennnne 505,710.01(a), 714.18
TC receipt date ......covvveeeeienienieieeeeeeeee 714.18
Declaration .........coceeeeeeieeieniereereee e 602.01
Defective, directions for entry.................. 714.20, 714.23
Delivered to wrong Technology Center ................ 508.01
Directions for entry ........c.ccccevvevveeieeenenne. 714.22,714.23
Discharged attorney or agent...........cccceceeeeeriereennee 714.19
Disapproval of preliminary amendment............ 714.03(a)
.................................................................... 1002.02(d)
Disapproval of second or subsequent reply....... 714.03(a)
DiISCOUItEOUS.....cvvvvvvieiieeieeeeeeeeeeeeee 714.19, 714.25
Drawing.......ccccceeeeveeneeenne 608.02(p), 608.02(q), 1302.05
In reissue application..........ccceeeeveeniereeeeeneeenne 1413
Drawing, diSposition ...........cceecvevverreerrerseerenenne. 608.02(x)
Drawing, new matter..............ccoeeverveennnnn. 608.04,714.19
DUuplicate .......ccceeeeeeieeiee e 719.01(a)
Easily erasable paper forbidden ............... 714.07,714.19
Entered in part........cccoeoeevieiienieieee e 714.20
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Sec. No.
Entered in part, after allowance, 37 CFR 1.312
..................................................................... 714.16(e)
ENtry o, 714.18, 719.01(a)
Entry denied......cccocevevveieiennnne. 714.17,714.19, 714.21
Appeal Case.......ccevieriieiiiieceee e 1207, 1214.07
Defective directions ...........cceeeeeeerieneencenieneenne 714.23
Drawing COrrection ...........ccevvevuverereeeneennnne 608.02(x)
Drawing new matter..........cceevvereververeerieervennenns 608.04
LASE oottt 714.19
Paper nUMber .......ccccvevieiieiieieeeeeeeeee e, 714.21
Period for reply expired ........cccooeveeniiniennnene 714.17
Preliminary amendment............... 714.01(e), 714.03(a)
Second (or subsequent) supplemental reply.. 714.03(a)
Substitute specification unnecessary.....714.19, 714.20
Unduly interferes with preparation of Office action
............................................................. 714.03(a)
Entry directions ..........cccceeeeeeveneeenen. 714,714.22,714.23
Entry inadvertent .............ccoevvevieieecienienieeeenee. 714.21
Entry in ex parte reexamination .............cceeeeeveeenenne. 2234
Entry in inter partes reexamination..............ece....... 2670
Entry of amendment filed in connection with motions in
INEETTETENCE ... e 2364
Examiner’s (See Examiner’s amendment)
Excess claims added ...........ccceevevrennnne 714.10, 714.16(c)
Facsimile......cccoviiiieiiiiiiee e 502.01
Fees, additional..........cccccevievienieniiieieieee 710.02(c)
File wrapper endorsement ............cc..c....... 714.18, 719.01
Filed with application............cceecveeveecveneenieennen. 601.01(a)
Formal matters, compliance with ...............c.......... 714.02
Fully responsive.........ccooeeeevenieneenceeeecceen 714.02
Heading ......coovveiieiieeieeee e 502
Immediate inSPECtion..........cceevereereeeverrerieeeeennn. 714.05
Improper signature...........cceeeveecveeveennennen. 714.01(a)
............................................ 714.01(c), 714.01(d)
Ratification........cccecvveeveeeciieicieeenens 714.01(a), 714.08
Inaccurate ........ccccvveeveeeiiecieeie e 707.07(h), 714.23
Incomplete reply......cceeveeverivevennnns 711.02(a), 711.03(a)
........................................... 714.02 to 714.04, 2266.01
.............................................................. 2666.30, 2671
Time for completing...........cccceeueenee. 710.02(c), 714.03
.................................................. 2266.01, 2666.30
Increasing claims in excess of fee under 37 CFR 1.312
......................................................... 714.10, 714.16(c)
Ink, not permanent............ccccceeeevenienieneeneeeene, 714.07
Inspection by eXaminer...........ccccoceeeverenenierennne 714.05
Interference........coooveveereieceeeeeeee e 2364.01

Inventorship (See Correction of inventorship)



INDEX

American Inventors Protection Act (AIPA)--Anticipation rejection

Sec. No.
Jurisdiction of application not with examiner ....... 714.16
................................................................ 714.19, 1305
Late oo 710.02(d), 711, 714.17
Literature citation in specification..................... 608.01(p)
Manner of Making..........cccecvevverieviercienieereeneeeeenens 714
Motion under 37 CFR 1.633(¢)(2), Application in issue
...................................................................... 714.16(b)
Name change on file wrapper.......... 605.04(c), 719.02(b)
New matter.......c.cceveverenennene 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of ......... 714.01(e)
............................................................. 714.03, 714.22
Nonentry (See also Amendment: Entry denied).... 714.19
Notentered.........oooveeeveveeeecieeeeeeeeeeeneeen. 714.19, 714.21
Not fully responsive........ccccveeveeverennnne. 714.02 to 714.04
................................................ 2266.01, 2666.30, 2671
Not fully responsive, time to perfect reply........ 710.02(c)
............................................. 714.03,2266.01, 2666.30
Oath, Original..........ccccceevieiiinierieieeee e 602.01
Objectionable remarks ...........cccceeveneenne. 714.19, 714.25
OFf ClaIMS ... 714
Of Specification .........ccceeveeieeieniereee e 714
Office date stamp ..........cccceeuveneenne 505, 710.01(a), 714.18
Paper nUMbET ........cocveiieiieiecieeeeeeeee e 714.18
Patentability pointed out.............cccueenne.ne. 714.02, 714.04
Period for reply ends Sunday or holiday ............ 505, 513
......................................................... 710.01(a), 710.05
Permanent ink required ..........c.ccceeruennenee. 714.07,714.19
Petition NON-entry.........coceeeveeienienieerieeienenens 1002.02(c)
Plant application.............cceecveeeerieecieeieneesieeseene e 1610
Post Office address, Applicant...........cccccceereeeenee 605.03
Preliminary..........ccocceverenernene 506, 714.01(e), 714.03(a)
Canceling all claims.............ccoeuvenenne 601.01(e), 711.01
Denial of entry......c.cccevvveeveevennnnns 714.01(e), 714.03(a)
Excess Claims.......ccoeeevuveeiieeieeeieeeeceeennn 506, 714.10
Filed with application ............cccceeceeceeienennnene. 714.01(e)
Manner of making ..........ccceeeeveereeneeneneenne. 714.01(e)
New matter added........... 601.01(a), 608.04(b), 702.01
PG-Pub application...........cceeveeveveenieenieeieeeenennn, 1121
Referred to in oath/declaration .............. 601.01(a), 602
To lessen filing fee .........coceevireiiiiniiiniiieeceee 607
Ratification
Signature defective .........cceeververieerieecienneeen, 714.01(a)
Telegram........cccvevveeierierieeieeie e 714.08
Receipt ...oovvveiieieiieiecceceeee 501 to 505, 511, 512
Received after allowance ....................... 714.15,1303.01
Reexamination ..............cccceeeeeeuneen.. 2250, 2666.01, 2672
Reinstatement of canceled matter.......................... 714.24

Sec. No.
REISSUE....eeviiiiiiciiecee e 714, 1453
Requirements Of ..........cocveeiiiiiienieeeceee 714.02
Residence change .........ccoccevvevieniiecieeienies 719.02(b)
RESPONSIVE. .....eeeieiieiiieieeieeeeeee e 714.02, 714.04
Return, after entry on file wrapper..............co......... 719.01
Ribbon COPY..uveevieiiniiiieiieeee e 719.01(a)
Rule 1.312 (See Amendment: After allowance)
Second (or subsequent) supplemental reply ..... 714.03(a)
Several filed on same day..........ccccceevvvevvieciieeennnne 714.18
Signature improper ............cceeveeneene. 714.01(a), 714.01(c)
..................................................................... 714.01(d)
Signature MisSSING ......cceeveeeereereeneeneeeeeeeenes 714.01(a)
Signature required...........ccoeevereeerveriieneeneenenn 714.01(a)
Signed by applicant, not by attorney or agent of record
............................................................. 714.01(d)
Signed by attorney or agent not of record..405, 714.01(c)
Statement of allowability by Board...................... 1213.01
Supervisory primary examiner .... 714.13, 714.16, 714.18
Supplemental ..........cccoccveevieviieiiiiiiiieeee e 714.03(a)
Support by original claim ........cc.ccocceevenienennen. 608.01(1)
Telegram........coooveveeieeierieeeeee e 714.08
Telephone number ...........cccccveeeveeeneeennnnne. 713.01, 714.01
Unduly interferes with preparation of Office action
..................................................................... 714.03(a)
Unmatched with application file............cccoceeeene 508.03
UnSigned.....c..coevereeereeienienieneneecneeeeeeeenne 714.01(a)
Ratification of .......c..ccevvevivennnen. 710.02(c), 714.01(a)

American Inventors Protection Act (AIPA) (See Statutes:
Public Law 106-113)

American National Standards Institute (ANSI)........... 608.02
Amino acid sequence (See Biotechnology; Nucleotide
sequences)
Analogous Art .......cccceeevenennene 904.01(c), 1302.14, 1504.02
...................................... 1504.03, 2131.05, 2141.01(a)
Analysis of Claims .........cocceeviiiiiiiniieeeee 904.01
Answer, Examiner’s (See Examiner’s answer)
Answer all matters traversed ..........cceeevverereenennen. 707.07(f)
Answer on remand..............c...ccue.n. 1211, 1211.01, 1211.02
Antecedent lacking (See also Indefinite claim) .......... 706.03
............................................. 1302.01, 2173.05(e)
Anticipation rejection ............ 706.02(a), 707.07(d), 1504.02
....................................... 2131,2132,2133,2136
Affidavit to OVercome.........cceceeueeueeienienierenennnn 2132.01
AnNalogous art.......c.ceeeeeeieneenieneneeaenne 1504.02, 2131.05
Definition of .......coceeiieiiieeeee e, 2131
GENUS-SPECIES ...veenerneeenieetieieeieeiesee e neeenee e 2131.02
Generic chemical formula............cocooveninencnenne. 2131.02
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A.P.C. publications--Appeal

Sec. No.
Meaning of
“BY Others” .....occeeieeieeeeee e 2132
“In thiS COUNTIY™ .o.veeeieieeiecieeeee e 2132
“Known or used” .......ccccevevereeneernenne. 2132, 2133.03(a)
“Patented in this or a foreign country” ................. 2132
Multiple references, when permitted................... 2131.01
One year grace period .........cceceeveereeieneenieeneeeenenn 2133
On sale (See On sale)
Ranges claimed ..........cccccvevevieniecienieceeeee 2131.03
Rejections based on publications and
PALENES 1ottt 2133.02
Primafacie case ........ccooveenveeneccneeeee 2132.01
Public use (See Public use)
Secondary considerations, evidence of ............... 2131.04
A.P.C. publications (See Alien Property Custodian (A.P.C.)
publications)
Apostille (See also Oath; Declaration)........... 301, 409.01(b)
........................ 602, 602.04, 602.04(a), 604, 604.04(a)
Apparatus, Process or product and.... 806.05(¢) to 806.05(g)
APPEAl ..ot Chapter 1200
Abandonment ............cocceeiirieiieiiee e 1210
Actions subsequent to examiner’s answer................ 1210
Administrative handling..............ccoocevienievieniennnn, 1204
Affidavit after appeal .................. 1207, 1208.03, 1211.02
Affidavit after Board decision.............. 1214.01, 1214.07
Amendment after examiner’s ansSwer-....................... 1210
........................................................................ 1211.01
Amendment before examiner’s answer.................... 1207
Amendment for purpose of ...................... 714.12,714.13
Amendment makes application allowable................ 1207
Answer, Examiner’s (See Examiner’s answer)
BIief .o 1206
In ex parte reexamination............cceeeerveeveeneennennn. 2274
In inter partes reexamination ................ 2675,2675.01
IN TEISSUC .t 1454
By patent OWNer .........cooveeviiiiieiniiiieeieeieeeeee 1205
Cancellation of withdrawn claims............c.......... 1214.05
Civil lHHZALION ..eovvieviceiecieeieceeeeeeeee e 1216.02
Claims copied from patent, time limit............... 710.02(c)
Claims included...........cooovvviiviiiiiiiiiieees 1205, 1206
Composition of the Board ...........ccccoeeevvenienennnnen. 1203
Concurrently with interference..........c..cc.c...... 1210, 2315
Concurrently with prosecution before examiner-...... 1210
Conference .......uvvveevvevvcueeeieeeeeieeeeeeeeeenns 1208, 1302.14
In inter partes reexamination...................... 2676, 2677
Correspondence address for litigation......... 501, 1216.01
COUIT ittt 1216
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Sec. No.
Court, Federal Circuit........ccccooveuvveviveeeeeieeeeenen. 1216.01
Of an inter partesreexamination ................ 2682, 2683
Decision by Board .........cccccevveviienircierienieeeeee 1213
Of an inter partesreexamination ................ 2681, 2682
DiISMISSAL .o 1215.04
Examiner reversed.........oocoeeevienienieiienienieneene 1214.04
Examiner sustained...........ccccceeveveeviienieecrieeieenns 1214.06
EXaminer’s answer ..........ccceuevenenenenereneeeeneennens 1208
Failure to prosecute appeal..........cccceeveervenriennnn. 1215.04
Fee (See also Fee)..ooovvvvniinienieiieieciiennene 1205, 1208.02
From Board decision .........c.ccccceeveenenee. 1216 to 1216.02
Hearing .......cooveieieeeeeeeeee e 1209
Inter partes Reexamination ...........c.ccceeeeee. 2674 to 2680
Flowcharts........coeceeeeieninencinccieeee e 2601.01
Introduction ..........cooceeviiiieiiiieeeee e 1201
JULISAICHON ..o 1210
Matter subject t0......cceevvveruereereennen. Introduction, 706.01
Multiplicity rejection..........ccceeeververeerreenennn. 2173.05(n)
New ground of rejection by Board ...................... 1214.01
New ground of rejection by examiner prohibited in
E€XAMINET’S ANSWET ..eeeeeeiineeieeeeeeieiinnes 1207, 1208.01
New matter affecting claim ...........ccccceeeeeeenen. 608.04(c)
NOHICE OF .. 1205
Order for compliance..........cceevveeververeeneenieenens 1210.01
Oral hearing.......ccoceeoveveenienieieeececeeee e 1209
Reexamination, X Parte..........ccocceeveveenvenveennne 2276
Reexamination, inter partes..............occecvevevennennnn 2680
Patentability report case.........coccveeververierieennnns 705.01(a)
Primary examiner’s attention..............ccccceevveevernnnnne. 1004
Procedure after Board decision.................. 1214, 1214.01
...................................................... 1214.03 to 1214.07
Protestor participation...........cceceevveevveeveneveneeennns 1901.07
Publication of Board decision............cc.cccceeueenenee. 1213.03
Real party in interest.........cocvevveeveeeeeneenieennens 1206, 1208
Rehearing by Board..........ccccceeeeenne. 1214.01, 1214.03
Reexamination, €X Parte.........cccceeeeeevieeveeenieeeceeenns 2273
Reexamination, inter partes...............coue..... 2674 to 2680
Remand by Board................... 1204, 1208.03, 1210, 1211
.......................................... 1211.01, 1211.02, 1211.03
..................................... 1212, 1213, 1213.02, 1214.01
..................................... 1302.14, 2143.03, 2274, 2275
............................................... 2314, 2358, 2681, 2682
Remand by Federal Circuit.........cccccevevereenriennnnne 1216.01
Remanded application made special...................... 708.01
Reopening of prosecution after appeal ................ 1208.01
........................................................................ 1208.02
Reopening of prosecution...........cccceceevereeenieennen. 1214.07



INDEX

Appealable matter not petitionable--Application

Sec. No.
Reply brief to examiner’s answer........................ 1208.03
Requirement by board to address matter.................. 1212
Secrecy order application..............ccecueneeee. 130, 1304.01
SIR application.........ccceeevereerienieeieeiesiieieeee e 1105
Statement of allowability by Board..................... 1213.01
Supplemental appeal brief.............c.cccoevviniennnnnn. 1208.02

Supplemental examiner’s answer.... 1208, 1211, 1211.02
Suspension pending civil action or federal circuit appeal

inrelated Case........ooveiereneniiiieee 1213
Suspension pursuant to 37 CFR 1.56(d)................... 1213
Time for filing brief ..........cccoooiiniiieee 1206
Withdrawal...........cccoeneeneee. 711.02(b), 1215.01, 1215.02
Withdrawal of final rejection ............cccoecveeevennene 1208.02
Withdrawal, partial.............ccccverurnnenne. 1214.05, 1215.03

Appealable matter not petitionable...................... 1002, 1201
Appendix, computer program listing................ 608.05, 1121
Appendix, multiple claim sets..........ccecceveerieneenenene. 1121
Applicant (See also Inventor; Pro se applicant).............. 605
Abandonment notification...............cceeeverueennenne. 711.04(c)
Administrator or executor ......... 409 to 409.01(%), 605.05
Age, special Status........ceeeeveeriereee e 708.02
Citizenship ....oceeiieieeiec e 605.01
Common, at least one.......... 201.03,201.11, 706.02(f)(2)

............................................. 706.02(k) to 706.02(1)(3)
Comments on statement of reasons for allowance

........................................................................ 1302.14
DiSCOUIESY....veevrevieieeiesreeeeee e 714.19, 714.25
Health, special status..........ccceeeevevenienienieeeenee 708.02
HEir oo 409.01(a), 409.01(d)
International application...........cccceceeeeeeenncee 1805, 1810

.................................................... 1817.01, 1820, 1821
JOINt ..ot 201.02,201.03, 2137.01
Mailing address.......coocveeierierrieiieienieieee e 605.03
Name change.........cccoeeveevvervenreennnn. 605.04(c), 719.02(b)
Other than inventor ............... 409 to 409.01(f), 409.03(b)
Post Office address.........oceeveeierieiienieeeeeee 605.03
PoOWer to INSPECt ......ceevvvevieieeieeiesieeeeie e 104, 106
Reply (See Amendment; Reply)

Requirements .........ccceeeeeeerierieneeneienceneeene 2137.01

ReSIdence .......oeveeieiieiieieeeeeee e 605.02

Self prosecuted application ................... 707.07(j), 713.01

Signature .........ccceveeveeenene 605.04(a), 605.04(e), 605.04(f)

Small entity Status .....c.eecveevereerieeieiieeieseereenens 509.02

SOLE et 201.01
Application

Abandoned (See Abandoned application)
Abstract of the disclosure............ccoevevvenrennnnne. 608.01(b)
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Sec. No.
Acceptance of 37 CFR 1.47 ..o 409.03(h)
Acknowledgment............cccoevievieiiniinieeeee e 503
Address mMiSSiNg.......ccveeeververierieiieieereneeseeee e nenes 403
Allowable except as to form..................... 706, 710.02(b)
Allowed
Definition .......ccooeeieeiiiienieeecee e 203.04
File wrapper data..........cccoeveereeeenieneeeeeee, 1302.09
Ordering ......ooovveveeieeieeieeeere e 1306.03
RejJection ......cceevvevrieiieiecieieeeeeeenn 706.05, 1308.01
Suggesting claim for interference .................... 2305.04
Amended definition ..........ccooceveenieniiiinenee 203.03
APS e 902.03(e)
ATTangement .........c.eeveeeerieerieseeseeneeenneenns 601, 608.01(a)
Design application................... 1503, 1503.01, 1503.02
Assigned (See also Assignee; Assignment)
AALCCESS ettt e 106
AIIOWANCE ...t 307
Conflicting subject matter-........ 706.02(f)(2), 706.02(k)
.. 706.02(1) to 706.02(1)(3), 706.03(k), 822, 2302
Inventor deceased.........ccccveevierieenieeniennnnnn. 409.01(e)
Assignment for examination
Office of Initial Patent Examination ....................... 504
Assignment to examiner for examination......... 903.08(b)
Assignment to Technology Center
for examination ..............cceeeuee. 504, 903.08, 903.08(e)
Background of the invention .............c.ccceceeuen. 608.01(c)
Best mode........occvevvecieiienieeeeen. 608.01(h), 706.03(c)
Brief description of the drawings ...................... 608.01(f)
Brief summary of the invention........................ 608.01(d)
British English spellings..........ccoceiiiiiniinencene. 608.01
Certified COPY ..cecveverrineriieireeieieteenceese e 608.01
Claim omitted ........ccoveeveeierieiieieeie e 601.01(e)
Claim terminology.......c..cccevvevveerveeeeseeseeenenn, 608.01(0)
Claims.....cccoouevenenenene 608.01(i) to 608.01(n), 706.03(k)
Clarity and completeness, examiner’s action......... 707.07
Classification in Technology Center................. 903.08(b)
Common ownership............. 324, 706.02(f)(2), 706.02(k)
.............................................. 706.02(1) to 706.02(1)(3)
........................................................ 709.01, 822, 2302
Completeness................... 201.03, 201.06(c), 506, 601.01
.................................................... 601.01(g), 608.01(p)
Conlflicting, same applicant ..............ccoeeeeee. 709.01, 804
.................................................................. 822, 822.01
CONLENL ..ot Chapter 600
Continuation (See also Continuation).................... 201.07
Continuation-in-part
(See also Continuation-in-part)............c..eceeeeeene. 201.08
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DeSIZN ..t 1504.20
Continued prosecution (CPA) (See also Continued
prosecution application (CPA))
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Continuity between applications..............cceeevenee.. 201.11
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.................................................................. 202.03
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English [anguage .........cccccveeveeienieniieeeeee e 608.01
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EXamPIES...cccviiieiieiieiieie e 707.07(1)
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Publication (See Pre-Grant Publication (PG-Pub))
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............................................................... 708 to 708.03
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INQUITIES .ottt 203.08
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Table submitted on compact disc............c.c...... 608.05(b)
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Title of invention, change ........ 606.01, 1302.01, 1302.04
Transfer procedure.........ccooceveevvereeiinienieee 903.08(d)
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......................................................... 706.07(g), 803.03
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Utility (See also Patent) ..........ccoocvevieienienieieieee 201
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Disqualifying as prior art, commonly owned............. 718
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Arrangement, papers in file wrapper ..................... 719.01(a)
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Artifacts in [IFW application ............cceceeevvecvieeenreennnne 608.02
Asexual plants (See also Plant patent)............. Chapter 1600
Assigned application
ANOWANCE ..ot 307
Conflicting subject matter...............ccoeu... 706.03(k), 822
.............................................................. 2302, 2315.01
Inventor deceased ..........ccevvvevrieiieeeieenieene, 409.01(¢e)
Nonprovisional application claiming benefit of
provisional application .............cceeceevverirenennnnns 306.01
Provisional application ............ccccceeeveeiereenieenenen. 302.03
THIE TEPOTT ..ottt 320
Assignee (See also Assigned application; Assignment)
Access to an application ...........cceeeeeveereereeeeenne. 104, 106
AdAIeSS ..ot 302.05
Affidavits under 37 CFR 1.131 ....cccooiiiiiiiens 715.04
Certificate of correction..............cc....... 307, 1480 to 1485
Change of inventorship, consent............. 201.03, 1412.04
Common................. 706.02(£)(2), 706.02(k), 706.02(1) to
.................... 706.02(1)(3), 709.01, 822, 2302, 2315.01
Consent in reiSSUE......c.vvvevvveeeeennen.. 1410.01, 1443, 1451
Double patenting, same assignee...... 706.03(k), 804, 822
Duty of disclosure..........ccocceveverienienieieeieeeeen. 2001.01
Entire interest, control ................... 106, 301, 324, 402.07
FOreign.....occvieieeiieiieieeeee e 302.04
Interfering applications, same assignee.................. 709.01
.............................................................. 2302, 2315.01
Intervention.............cccoceveeeiieeeceecene. 106, 324, 402.07
Multiple ASSIZNEES .....ccvereeereereeeeriieneieieeie e neeeneens 324
Part INterest......ceovevverererieiiceieieee e 106.01
Patent 1SSUES 10 .o..evveruereerieeiieieiee e 307
Permitted to take action under 37 CFR 3.73(b).......... 324
POWer t0 INSPECE ...uveeeeiieiiieieee e 104
Printed on PG-Pub........cccccoininininiiiiiiiinience 1121
Revocation of power of attorney ................... 324, 402.07
Small entity.....ccceeeeieieieeree e 509.02
ASSIZNMENE ... Chapter 300
ALCCESS ettt 301.01
Allowance of application...........cccceecvrecvenverieesieenenen. 307
Assignment identification requirements................ 302.03
Automated Patent and Trademark Assignment System
.......................................................................... 502.01
Change of NaME.........cooveiiieiieiieeeeeee e 314
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Conflicting statements of ownership under 37 CFR
3.73(0) e 324
Continuing application ..........c.ccoceeeeeevenenne. 201.12, 306
COPY - 301.01, 302.01
Corrections in recorded assignment ..............cccueennenn. 323
Cover Sheet.......ooievieriiiiiiieeceeee e 302.07
COITECHIONS ....vveeevieeeeeeeee e 317.02, 323.01
Date of recording..........ccecveeveeierieneenieeee e 317.01
Effect of recording .........cccoevveevieciiecienienieieeeeen, 317.03
Facsimile submission...................... 302.09, 502.01, 1730
Foreign language translation ...........c.cccceeeerienenee 302.02
INAEXING ..evviieiieeeiee e 315
International application...........ccceeevverenincncncnennen. 301
LACENSES...ccoiiiiiiieiieeeeeeeeeeeee e 301, 313
Mailing address ........ccoeeeveereriienieneeeeee 302.08, 501
IMIEIZETS .vvieeeieeeiie et ette ettt sttt e st etee st eearee e 314
Multiple assiZNees .......cceoveeerieriereeieeieeeeeieeee e 324
Nonprovisional claiming benefit of provisional ... 306.01
Not endorsed on pending applications ....................... 303
One of several overlapping
applications.......ccceeeveeeeieieieeene 709.01, 715.01(b)
Parent application............ccoeceerverierencrennenne. 201.12, 306
Part interest ........cccooevereniennenn 106.01, 301, 706.02(1)(2)
Patent.......ccoveieinieee e 301, 302.03
Patent and trademark assignment system.............. 302.09
Pending applications ................ 301, 302.03, 706.02(1)(2)
.................................................................. 706.02(1)(3)
Plural items ......c.coeeeveeienienienieninenceeecceeene 301.01
Printing on patent..........cocceveeveienieneeneniene 307, 1309
Proof of ..o 706.02(1)(2)
Provisional application.............ccceevveveeerennen. 301, 302.03
Recording ......cccooeveeeieieieieeee e 301, 302, 313, 314
............................................. 706.02(1)(2), 706.02(1)(3)
Recording fee ......ocvevveieniieriieiecieceeee e 302.06
Records not kept in application file.................... 303, 320
Search ro0m ........ccceeierieiieiiee e 1730
Security INtErests . ..ocverrereerireeeeiereerieenenns 302.07, 313
TItle TEPOTLS ..ottt 303, 320
Transfer of rights from/to small entity .................. 509.02
Translation .........ccceeeeierenenenineeee e 302.02
Assignment Division..... 320, 605.04(c), 719.02, 1121, 1730
Administrator and executor authority
checked......oovieiiiiiieeceeeeeee e 409.01(b)
Allowance and iSSUE.........eecuereereenrerieeiereeieene 1302.11
Certified Abstract of Title ........cccceceeieiinincnincnenns 320
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ASSOCiate attOTNEY......eevveeieeieeieniierieeieeie e 402.02, 406
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Associate of unregistered attorney............cceceeeeecvereennen. 402
Atomic Energy Act of 1954.......... 120, 706.03(a), 706.03(b)
Atomic energy application...........cceevveeeeeeieneenreesieenennnens 150
Attorney or agent
Appointment by assignee of entire interest................. 106
ASSOCIALC. ... 402, 402.02, 406
Associate of unregistered...........occveevieienieniecienienen. 402
Compliance with duty of disclosure............c.c.......... 2004
Conflicting parties having same ............cccceeererueneenne. 404
Continuing application ............ccceceevvevereeennenne. 201.06(c)
Change of correspondence address........................ 601.03
Correspondence With ...........ccoecverieriiecenciennennen. 402, 403
Correspondence with associate............ccecveeveenenne. 403.01
Death ..o 406
DiSCOUIESY -.nvvenierieiieie et 714.25
Duty of disclosure..........ccccveevvevenerenen. 2001.01, 2002.01
Duty to inform patent owner of inter partes
TEEXAMINALION ...ttt 2622
Excluded from practice..........cccceeverienienennencneee, 105
INSPECHION ..t e 104
Interfering applications................. 402.08, 2305, 2309.02
International application.......... 402.09, 1807, 1808, 1820
Interview......cooveeverienenenene 408, 713 to 713.10, 1302.14
Limited reCoOgnition .........ccceceeeeereeeenieieieneeeenes 402.01
More than one for same applicant ....................... 403.02
Name on Patent........ceecueerviieriieeriiieriee e 1309
Name on reexamination certificate............ccccoeruenee 2287
NOt OFf TECOTA....vvviiiiieeeeic e 402, 405
Notarizing 0ath ..........ccoeeevieiieiire e 604.06
Office cannot aid in selection of ...........cccoeeeereereenen. 401
Petition to reinstate ........c.ccoeveverereeeeneenenn 1002.02(m)
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Registered........ooveieienieiieeeeeceeeee e, 401, 402
Request for limited recognition..........c..c..c..... 1002.02(m)
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Same in conflicting cases ...........ccceeeeueenee. 2305, 2309.02
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SIGNAtUIE OF ..ot 402
SUZZESIEd ...vvierieiieiieieee et 401
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INtErVIEW ..o 105, 713.05
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Withdrawal after patent granted........... 2223, 2623, 2501
................................................................... 2560, 2623
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Authentication of e-mail sender .........c..ccccecveveenennnne. 502.03
AuthorIn program (See also Sequence rules)................ 2430
Authority of administrator or executor................... 409.01(b)
Authority of Director, Delegation of ........................ 1001.01
Authority of Director, Statutory ........cccceeeeveevveneeeenne. 1001
Authority to inspect pending application ............c.cccoc.... 103
Authorization
Credit card payments..........cceeeeeveeeeeeeneenieesneevenenens 509
Deposit aCCOUNtS .......eevieiirierieiieieeieee e 509.01
Internet e-mail .........ccooveiieiiiiieeee 502.03
Power of attorney .......oceeevevverieiieicceeeiecee e 402
AUthorship.......coovvevieiieieeieeeeee e, 715.01(c), 716.10
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........................................................ 804.02, 2129
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..................................................................... 608.01(c)
BaCeria.....eoueeiieeieieieeee e 1601
Bar, Statutory (See Statutory bar)

Base claim canceled..........ccccovvieviiiniiecieeiieee 608.01(n)
Base claim rejected.......cocovvvieieecieiierieeeeee 608.01(n)
Benefit of domestic priority (See also Cross-noting)..201.11
Adding benefit claim after filing .........c.ccoceecenenene 201.11
Correcting benefit claim after filing ...................... 201.11
Correcting benefit claim after patenting ................... 1405
Deleting benefit claim after filing..........c.ccoceeenene 201.11
Benefit of foreign priority (See also Foreign application).....
.................................................................. 201.13
Correcting benefit claim after patenting ......... 1402, 1417
Benelux Designs Convention (See also Treaties)

........................................................... 201.13,1504.10

Best mode........coveevieiieiieniieins 608.01(h), 2165 to 2165.04
Affidavit or declaration .............cccceverenencncecnee. 715.10
Compared to enablement ...........ccceeeeereeerveneeennne 2165.02
COMPULET CASES...cuveenvreneeeneeeiientienieeeeeeeeneesreeneens 2106.01
Considerations relevant to .........c.ccecevvereeereeneene. 2165.01
Evidence of concealment...............ccoo... 2165,2165.04
Form paragraphs used to reject .........ccceeeenee 706.03(c)
Requirements for rejection for lack of ................. 2165.03

Bibliographic Information ...........cccccevvevvvecienveniennnnn. 601.05

Biological material ...........c.ccoennee. 2164.06(a), 2402, 2403

Biotechnology (See also Nucleotide sequences)

............................................................... Chapter 2400

Deposit of biological material ............cccoeceevienrennne 2403
Deposit TULES ....c.vveiieeieeiieeieeee e 2402
DepOSIt tEIM ..c.eveeveeieceieiecieee et 2408
Enablement.........cccoovevvieiinienieieieeeeeen 2164.06(a)
Examination of applications ...........cccceeeeveeerceiennne 2411
Form paragraphs.........cccoooeviiiiiiiiieeeeee 2427.01
PatentIn computer program ............cceecveeveeenveeneennne 2430
Process Claims ........ccceeeveeverieniiecieiie e 706.02(n)
SAMPIES ..ot 2410
Sequence rules (See also Sequence rules) ...... 2420, 2421
Special status for small entity applications............ 708.02

Blue slip (See Form letters and forms: Issue Classification
(Blue slip) PTO-270)
Board of Patent Appeals and Interferences (BPAI)
(See also Appeal; Interference) 706.03(v), 706.03(w)
707.06, 707.07(f), 708.01
711.02(b), 2284, 2300.01
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In inter partesreexamination...................... 2682,2683
Constitution and duties..........cocceveverervereenienenennenn. 1203
Decision
Dissemination of ..........cccceceverieieienenenenencne 1720
Generally .....ccooeeveiiieiieere e 1213
Publication of ........ccccoovvvviiiiieiiieee, 1213.03, 2681
Treatment Of ........cccooevinininieniiciecceeee 1721
Duty of disclosure to .........ccceeveveeviercrereerieennene. 2001.03
Hearing........ccooveviieeiieiecieceeeee e 1209
Interference
Declaration of ........cccoooeiieiiiiiee e 2311
Final DeCiSION .....c.ccccevuererenenerceieieieniencnienens 2358
Jurisdiction.................. 706.01, 706.07(c), 1210, 2300.01
May require appellant to address matter .................. 1212
New ground of rejection by.......ccceceeveieienennnne 1214.01
In inter partesreexamination...................... 2681, 2682
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Recommendation by..........cccceveriiinenieieieeeee 2359
Reconsideration by........cocceeveereerenienieneeeeeeeee 2358
Rehearing by ........ccoccveueee. 1002.02(f), 1214.01, 1214.03
Inter partes reexamination.............c.cceueuee. 2682,2683
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Statement of allowability by ........cccceeeeeieienenns 1213.01
Books in library.........cccceeeveiieienienieeeeee e 901.06(a)
Borrowed publications ............c..ceeue.n. 901.06(a), 901.06(b)

Borrowing references from examiner’s search files... 901.08
Box, Mail (See Correspondence; Mail Stop)
Breadth, Undue (See Undue breadth rejection)

Brief, filed on appeal........cccooieiiniini, 1206
Ex parte reexamination ..........cc.ceceeeeevenienenencnennns 2274
Inter partes reexamination ................... 2662, 2665, 2675

DefeCtiVe. ... 2675, 2675.02

Brief description of the drawings (See also Specification)

...................................................................... 608.01(f)

Brief summary of invention .................... 608.01(d), 1302.01

British English spelling.........ccccccovevevieniiciieienienens 608.01

British specification, provisional.............ccccceceeeeeeenee. 201.15

Broadening claims in reissue........ccoceeveereeneeneeenenne. 1412.03

Browser executable code in specification .................. 608.01

...................................................................... 608.01(p)

Budapest Treaty (See also Microorganisms; Treaties)

......................... 901.05(b), 2402, 2404.01, 2405, 2408
................................. 2409, 2410.01, 2410.02, 2411.01
DEPOSItOTICS ..ot 2405

Bulletin, Classification (See Classification; Orders)
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Canceled matter, before papers executed ................... 608.01
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Central Facsimile Number...........ccccooevenininencniienn 502
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Patent Legal Administration (OPLA))...... 103, 2224, 2226
..................................... 2228, 2229,2232, 2624, 2626
.................................. 2627, 2628, 2631 to 2638, 2641
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................................................................ 2307.05
Duty of DiScloSure to ..........ccoeeeeveeneenieeienieeiene 2001.03
Mailing address ........ceveereieneeiierieniee e 501
Statutory DASIS ....veeveeverrerieeieeie et 1001

Commissioner initiated reexamination (See Director
initiated Reexamination)
Commissioner for Trademarks

Petitions decided DY ......ocvevvveciveiiiieieeee 1002.02(1)
Commodity Control List (CCL)......cccooveviireierieriieiiennenne 120
Common applicants......... 715.01(a), 706.02(£)(2), 706.02(k)

....................... 706.02(1) to 706.02(1)(3), 709.01, 2137
Common knowledge, use in rejections..................... 2144.03
Common ownership ......706.02(k), 706.02(1) to 706.02(1)(3)

............................................................................. 2137

Conflicting claims ..........ccceveveerenennnne. 303, 706.02(£)(2)

....................... 706.03(k), 709.01, 804, 822, 2302

Common representative for international application ... 1807
Communication with suspended or excluded attorney or

AZETNE cuvieiiieeieeeitieeteesrtestee sttt e sbeesebeesabeentbeenabeennaeennneens 105
Communications, official mailing address for ............... 501
Communication via Internet............cccoeeereeveeniennne 502.03
Companion case, retention label ...........cc.ccceeeenenine 1302.07
Comparative tests (See also Affidavits, traversing rejections

(37 CFR 1.132)) et 716.02(b)
Complete application ........ 201.03, 506, 601.01 to 601.01(g)
Complete British specification............c.cccoevevvenreene 201.15
“Comprising” as transitional phrase......................... 2111.03
“Comprising” in Markush claim ............cc........... 2173.05(h)
Compact disc submissions ................ 608.05, 2421.04, 2425

Amendments t0 ........coeeeevveeeiiiiieeeeiee e, 608.05, 2426
Computer programs...........eceeeereeereeeeenns 608.05(a), 2425
Requirements ..........cceevvevveerieeciennenieneeeeee e 608.05
Sequence Listings.......c..cccevvvereerieerieieeneenneenneenn, 1823.02
................................................ 2420, 2422.03, 2424.01
Tables....ccveveirieireenne 608.05(b), 1823.02, 2424.01
Computer generated iCONS........oecveveereerereereeenne. 1504.01(a)

Sec. No.
Computer programs or software
Adequate disclosure............cocceveerieiieienieneeen. 2106.02
Affidavit practice........coocvevverererierieeieieeienieenens 2106.02
Best MOde ...c..covevuieieiiiieneeee 2106.01
Deposit of listings........ccceveeveeiereennens 608.05, 608.05(a)
Enablement.........c.ccooooeiiiiiiiiniieeee 2106.01
Patentable subject matter..........ccocceevveierienieniene 2106
Printed in PG-Pub......ccccocoviiiiiiiiiiniincceee 1121
Undue experimentation..............eeueevereerreenneeeenns 2106.02
Written description ...........cceevvevveeveeienieenveenenenns 2106.01
Concealment.........ccoeeveevvrerieenieeneeennen. 608.01(h), 2138.03
Conception.........cceeveeeereennene 715.07,2138, 2138.01, 2138.04
Concordance, International and United States classification
.................................................................. 903.09
Concurrent Office proceedings.........ccooveveereenerieneenne. 2282
Conduct of ex parte reexamination proceedings............ 2254
Conduct of inter partes reexamination proceedings......2654
Confidential citation of prior art.............c.cceeuenn. 2202, 2203
Confidential material .............ccccceeevennnen. 121, 724 to 724.05
Confidential material submission ....................... 121, 724.02
Confidential party of interest...........ccoccevverveennne 2202, 2203
Confidential status of application............... 101, 706.02(£)(2)
Same applicant.................... 706.02, 706.02(c), 706.03(k)
............................................. 709.01, 804, 822, 822.01
Rule 1.53(d).cveeveeeieieeeeeseeeee e 201.06(d)
Confidentiality, pending applications................ Chapter 100
Confidentiality of international applications ................... 110
Confirmation NUMDET .........cccoevierierenineninineeeereeeenee 503
Conflicting applications, same assignee .............c..evennees 303
................................... 706.02(£)(2), 706.02(k), 709.01
....................................... 715.01(b), 804.03, 822, 2302
Conflicting applications, same attorney.......... 2309.02, 2305
Conflicting oaths or declarations.............ccecveevereeennen. 201.03
Congress, Inquiry on status of application by member of
............................................................. 203.08(a)
Conservator, Authority recorded .........cccocevvereennnnee. 409.02
Conservator, Legally incapacitated inventor .............. 409.02
“Consisting essentially of” as transitional phrase.....2111.03
“Consisting of” as transitional phrase..................... 2111.03
“Consisting of” in Markush claim ...................... 2173.05(h)
Constitutional basis for patents..............cc........ Introduction
Constructive election (See also Election of species)
.................................................... 818.02(a), 818.02(c)
Constructive notice to patent owner of request for
reexXamination ..............ccceeeeeeueeeeeneeeennns 2230, 2630, 2654
Constructive reduction to practice..........cceeceveeereeenen. 715.07
Consular certificate..........ccoevenenenenerieeienienienenenen 604.04
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Consular certificate, Foreign executor or administrator--Continued Prosecution Application (CPA)

Sec. No.

Consular certificate, Foreign executor or administrator
.................................................... 409.01(b), 409.01(d)
Consular certificate, Omission of...........ccccceeueennen. 604.04(a)
Consular offiCer......c..coceviririeieiiiniiencneeceeen 604.04
Content of ex parte reexamination request ................... 2214
Content of inter partes reexamination request.............. 2614
Continuation..........ceeeeeeveeeneenns 201.06(c), 201.07, 601.01(a)
Assignment carried from parent.................... 201.12, 306
Continued prosecution application (CPA)......... 201.06(d)
COPENACNCY ...ovveeieiieiieie ettt 201.11
Cross-reference to prior application...................... 201.11
Definition .....c.oeceeeeeeieieeeeeeeeeeee e 201.07
DESIN .ttt 1504.20
Effective filing date...........cccoevvevievieciieieeieeeene 201.11
File wrapper continuing (FWC) ........cccceoeenne. 201.06(b)
File wrapper/history notation .............cccceeeeveeuenee 202.02
Final rejection on first action ...........cccceevueeneene. 706.07(b)
Identification on letter of transmittal.......................... 506
Inspection of parent.........cccocvevveeeveeeeeieneenieereeveeenns 103
Inter partesreexamination of............ccceeevveevveeennns 2611
International application............cceeceevereeneeenne. 1817.02
International application as parent .......... 201.11(a), 1895
Inventor, at least one in COMMON .............ccveeeneenne 201.11
NEeW MAtter.....cccvevveereereirereeieeieenenns 201.07, 608.04(b)
Oath....ooeiieee e 602.05(a)
OWNEISHIP ..ot 201.12

Parent application data in specification.... 201.11, 202.01
Parent application data noted in file history/wrapper

........................................................... 202.02, 1302.04
Reference to parent application............cccceeeeeennee 201.11
Reference to parent application inadvertently omitted

........................................................................ 1302.04
REISSUE ..o 1414, 1441, 1451
RESLIICHION ... 819
Rule 1.53(D) .eveverveiciniciiincinenccrcrccreeene 201.06(c)
Rule 1.53(d) .ooveveveeeenieeeenccseeccecee 201.06(d)
Rule 1.60 application, Former.............c............ 201.06(a)
Rule 1.62 application, Former............c.ccc....... 201.06(b)
Terminal disclaimer, effect in ........cccccoevvveeiveeeenns 1490
Time for filing.......cccoveeiiieieeee e 201.11
When patented, opens parent application to public

INSPECLION ..ttt seae e e sseeee s 103
Written description requirement............c.cccceeenee... 201.11

Continuation-in-part.........c.cceeeereevennennen. 201.08, 601.01(a)
Assignment from parent does not apply.........ccceeeee 306
COPENAENCY ...c.eeeeieiieiiee et 201.11
Cross reference to parent application .................... 201.11
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Sec. No.
Definition.......ccooeeiieiiiieiieeeeee e 201.08
Design application ...........ccceeeeeveenieneecieeieneenene 1504.20
Effective date.........ccoceveverennnnne 201.11, 706.02, 2133.01
File wrapper continuing procedure................... 201.06(b)
File wrapper/history notation..............ccccceervvennnen. 202.02
Filed by asSignee ........cccceeoeereenieniieienieeeeeeee e 324
Identification on letter of transmittal ................c......... 506
Inspection of parent ..........ccceecveeeeneenierieesienie e 103
Inter partes reexamination of ...........cccecveeeveevenreennen. 2611
International application.............ccceevevvverrienreennenne 1817.02
International application as parent.................... 201.11(a)
Inventor, at least one in common............c............. 201.11
OWNEISHIP. ..cuvieiieieeie e e 306
Reference to parent application ............cceevenenee. 201.11
Rejection over published priority document........ 2133.01
Rule 1.53(B) .veeeeenieieieieeeeeeeeeee e 201.06(c)
Rule 1.62, Former..........ccceeevieviveecieeieeeeenne 201.06(b)
Time for filing ........cccovevevierieiieeeee e, 201.11
When patented, opens parent application to public

INSPECLION. ..t 103
Continued Prosecution Application (CPA)......... 201, 201.06
..................................................................... 201.06(d)
Amendments before first Office action ............ 714.01(e)
Application NUMDET ..........cooveviieiieieerieieeie e 503
Assignee right to take action............ccceceveereecennenen. 324
Certificate of mailing or transmission ............ccc.c....... 512
Complete non-provisional application................... 601.01
..................................................................... 601.01(a)
Continuation-in-part not permitted........................ 201.08
Continuity with parent..........cccceeverieninnenienene. 201.11
Correspondence ............coeeereeeerenenenennennes 502, 502.01
Cross reference to previous application....202.01, 202.02
Design application...........ccccceeveenenee. 201.06(d), 1502.01
Eliminated for utility and plant applications..... 201.06(d)
Express abandonment of prior application ............ 711.01
..................................................................... 711.02(b)
Fees
As of the filing date...........cceevveevevcvereennnnen. 2164.05(a)
Reissue application .........ccceceeevveeceeicieeecreesveennee. 1415
FOreign priority.......cccceeveeveenienrienieneenceee e 201.14
Improper CPA treated as RCE .......... 201.6(d), 706.07(h)
Information disclosure statement in parent.... 609, 707.05
Inter partes reexamination of ............ccocveeeveeierieennen. 2611
Patent term........coovvvvveeiieiiiiiieeeeeeeeeeee e 1303, 2701
Plant application, no longer available............... 201.06(d)
PriOTity .ccceeeeieeeieieee e 1302.04
Published as PG-Pub ........ccccccvinininininiiiiiceicee 1120



INDEX

Continuing application--Correspondence

Sec. No.
REISSUC ...conieiiiciieiie e 1430
Restriction requirement in prior application............... 819
Suspension of aCtion .........cccevvereerieerierceeniereeeeeeenne 709
Terminal disclaimer, effect in .........c....ccoeveveeenenenn. 1490
Utility application, no longer available.............. 201.06(d)
Continuing application.................. 201.11, 1302.12, 1302.04
Specific reference........coovvevereeeiiereeieeeeeeeeeeee 201.11
Continuing data (See also Cross-noting).................... 202.02
Continuity between applications .............eceeevervvenens 201.11
Control of inspection by assignee ..........cccoccevverveeveennenne 106
Convention, International (See also Treaties) ............ 201.13
Converting nonprovisional and provisional applications
.................................................... 201.04(b), 601.01(c)
COPENACIICY ...evvieieiieiieieeie ettt eee e sre e eeee e 201.11
Copending application, reference brought up to date
.................................................................... 1302.04(f)
Copending U.S. application
Common ownership .........cocceeveeevecieevennennen. 706.02(1)(2)
Design application.............cceeevereerreerveseeseennenn 1504.20
Different inventive entities...........cccecevvernennne 706.02()(2)
................................................ 706.02(k), 706.02(1)(3)
Duty of disclosure in.........ccceeeeeieneeneenennnnne 2001.06(b)
Terminal disclaimer practice..........ccecvvevervenreenennen. 1490

Copied patent claim (See Claim presented corresponding to
claim of patent)

COPICT COPICS. ..uvrenrrenerenierieeteeieeieeseeeseeeneeeeesneeneeeeeens 714.07
Copies of prior art with reexamination request
EX PArte.....oooieiieeeeee e 2218
INLEN PANTES.....eoovieiieieeiecee et 2618
Copies of published applications..........cccccocerereereecncn. 1128
Copy of foreign application, certified ...........cccccc...... 201.14
Copy of printed patent in reexamination
EX Parte....c.cocieiieieeeee et 2219
INLEN PANTES. ... .oovieieeieeie ettt 2619
Copying ex parte reexamination file by public............. 2232
Copying inter partes reexamination file by public........ 2632
(070757 14 111U 608.01(v)
Relationship to design patents...........ccccververreennennen. 1512
Correction of drawing ...........cccceeeeeeuenee. 608.02(p), 1302.05
Annotated sheets ..........ccoceeevveviiciiiicrieeee 608.02(v)
Approval by eXaminer...........cccceeeeeveereeneeenenne 608.02(x)
Corrected stamp no longer required.................. 608.02(0)
Deferrable........cccovveviveeerienieiieiens 608.02(b), 608.02(p)
Marked-up COPY -.eveevermeemieienieniesieeeeeiceieie e 608.02(v)
NEW MAEr ...coouviiiiiiriiirieenieeeceee e 608.04
NOt apProved.......ooveveeriereere e 608.02(x)
Order for.....cvvvieieeec e 608.02(x)

I-21

Sec. No.
Required by drafting..........ccocceveeniiiiniinenens 707.07(c)

Correction of inventorship
Application ........ccecceevvereenieeieeie e 201.03, 605.04(g)
Consent 0f aSSIZNEE .....c.ccvervieriieierieeienieieeeeeee 201.03
Continuing application ............cceceeeveecvereerreennennnn. 201.03
During ex parte reexamination .............cccceeeueenee 2250.02
During inter partes reexamination............. 2658, 2666.03

In a patent

By a certificate of correction ................. 1412.04, 1481
By filing a reissue application ............... 1402, 1412.04
MiSJOINAET....c..eiiieieiiiiiencecec e 1412.04
PTO procedure..........coeeeeiueenereiiesieseeeeee 605.04(g)
Correction of name................... 201.03, 605.04(b), 605.04(c)
Correction of patent...........cceeevvevenieneenieennnns Chapter 1400

By reexamination (See Reexamination, EX parte;
Reexamination, Inter partes)
By reissue (See also Reissue application).... 1401 to 1470

Certificate of correction.........c..ceceeeveveeuennene 1480 to 1485
Statutory disclaimer (See also Disclaimer; Terminal
AiSClAIMET) ..ot 1490
Correction of PG-Pub. .......cccoeiiiiiiiiieieeee 1130
Correction of reference citation................ 707.05(g), 710.06
Correspondence (See also Mail stop)
Address Of PTO .....oooioviiiiiieeeeee e, 501, 502
Address in secrecy order applications ............c.cc....... 120
Address of patent OWNer...........cceeovevvereeiienieneeene 2622
Address, official mailing ...........ccccoeevevvenienineeeen. 501
Address, when power is to a law firm ..........c.cccccee.e. 403
ASSOCIALE AtLOTNECY....cuveeeveeeiereiereeieeie e eeee e e 403.01
Boxes (See Mail stop)
Continuing application ............ccceceevverereeennenne. 201.06(c)
Crossing in Mail..........cceeeerienierenienieseeeeeee e 714.05
Duplicate filings .........ccceevrevennns 403, 502.04, 714.01(a)
Electronic mail........ 502.03, 713, 713.01, 713.04, 713.05
Facsimile tranSmisSion ..........ccccceeeeeeerierieneenenennns 502.01
Identifying with issue batch number (no longer required)
........................................................................ 1303.01
Maintenance fee..........oceveeeerienierenenene e 2542
Plural attorneys ........ccceevevereeneneeieeeceiee e 403.02
Post Allowance..........c..oeeeevveveieveeeiieieiiieeeeeeene 502, 1306
Published application..........cccceevveiereenienieeeieeeee 1134
Receipt and handling ...........cccoevevirieennnnen. Chapter 500
Reexamination, €X Parte........c.ccceeeververeenveevenenenne. 2224
Reexamination, inter partes..............ccceeeevevevenennnn. 2624
Signature requirements ...........cceceeeeeeeereereeneeennens 502.02
Third party, application published...........c.ccceee.... 1134
With whom held ........ocoooiiiiiininin, 403
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Counter-terrorism inventions, special status--Death of attorney

Sec. No.
Counter-terrorism inventions, special status .............. 708.02
Counting aCtioNS.........ceevueeruresieeieeieeiesieeseenie e e eee e 1705
Countries for foreign priority .........cceecvveeereververeiennnnne 201.13
CoUNtry COAES ...oovvieniiiieiieiieie ettt 1851
COUPONS ..ottt et ere e seee e eseenneas Introduction
Court decision
Certificate Of ......ccoooivierieiereeeee e 1216.01
Citation Of ....cceoeviiieieicieeeee 707.06
Dissemination of .........cccceoeverinineniieieeenenee 1720
Entry in patent file..........c.ccovveviecieiienieieeeeen, 2207
Treatment of ........ccooeeiiiiiiiieeeee, 1721
Unpublished decisSions ..........cccceveereereenercenceeene 2677
Court of Appeals for the Federal Circuit (CAFC)
..................... 711.02(b), 1002.02(k)(1), 1002.02(k)(3)
...................................... 1214.06, 1216, 1216.01, 2358
Appeal to, from an ex parte reexamination.............. 2279
Appeal to, in an inter partes reexamination
................................................................... 2682, 2683
Court ordered inter partesreexamination ................ 2686.04
Court papers, service on Director.........cccceecveveereeeennee. 1216
Cover sheet — provisional application .................. 201.04(b)
Credit Card Payment Form PTO-2038 reproduced......... 509

Criteria for deciding ex parte reexamination request .... 2242
Criteria for deciding inter partes reexamination request

.................................................................................... 2642
Cross appeal to the Board of Patent Appeals in inter partes

TEEXAMINALION ...vviieieiiieieierceeeree e 2674
Cross appeal to the Federal Circuit in inter partes

TEEXAMINALION ...cvveveneeierreeieiereeceiereee sttt 2683
Cross-noting

Data of parent application on file wrapper/history
........................................................... 202.02, 1302.09

Data of provisional application in specification.. 1302.04
Data of provisional application on file wrapper/history

.......................................................................... 202.02
Data of related application brought up to date

.................................................................... 1302.04(%)
Data of related application in specification........... 201.11

........................................................... 202.01, 1302.04
Foreign application cited in an application oath

............................................................. 201.14, 202.04
Foreign application, file wrapper/history .............. 202.03
In original patent file of reissue application.......... 202.05
Reissue applications..........ceceeveeveeneniennennee. 1451, 1455
Specific reference........cooovevvveiieenienieeeeeee 201.11
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Sec. No.
Cross-reference
Addition of patent..........cocceeveeiirienienenee e 905.02
Another application (See also Cross-noting)......... 202.01
...................................................... 608.01(p), 1302.04
Art COlECHION ... 903.02(c)
At allowance........ccoevevveeeieviiieiiieeieenns 903.07, 1302.04
CREING et 707.05(e)
Establishing new..........ccccoeveviveeiencienieiee e 903.06
Noted during examination .............ccceceeeveeevennen. 903.07(a)
OFAEIING..c.veevieiieiieeieeeecie ettt 903.06
Required for all claimed disclosure................... 903.07(a)
Crossed Mailings ........ccceeeeriereerienienieneeeee e 714.05
Customary meaning of claim term.................. 2106, 2111.01
Customer numbers..........cc......... 403, 711.04(c), 2515, 2540
Change of address..........ccceeverieneenceneeenieeeee 601.03
Customer Service Center ................... 104, 508.04, 608.02(z)
.................................... 714.13, 1430, 1470, 1730
Customer Window ...................... 103, 501, 502, 505, 714.13
....................................... 905.02, 1430, 1470, 2422.09
D
D-10 NOtICE ..ot 130, 1304.01
D11 NOtCE ..ottt 1103
Damage, Proof of irreparable ............cccccoceneennee 409.03(g)
Databases (See Electronic databases)
Date
Amendment ............cooeeeeiiieiiiiiiiiiieeeeeee, 505,511, 512
............................................ 710.01(a), 710.05, 714.18
Citation of foreign patent................. 901.05(a), 901.05(b)
(0703117757 115 ) 1 USRI 201.13
Filing .coooveviniininincicee 201.11, 502, 503, 505, 506
...................................................... 506.02, 1002.02(b)
Filing, Refusal to accord.............coeevreurennns 506.02, 2133
Foreign application (priority) ...... 201.13,201.14, 201.15
INVENtION....cctiitieeieeieieieeee e 2137,2138
Maintenance fees due .........ccccoeverenineninenceienne 2506
OffICe ACtION ... 707.11
Office stamp ......ccoceeveeerceneeenne 502, 505, 506, 714.18
Reference.......ccceevveevennen. 706.02, 707.05(e), 707.05(f)
................................................. 715,715.01, 715.01(c)
Technology Center stamp.........c.ccceevereeereercverenenne. 714.18
Date no longer entered on drawing........................ 608.02(0)
Date of execution of oath...........ccccoeoeiiniinnnnnne, 602.05
Date stamp, Technology Center ...........ccccceveeveeennee. 714.18
Death of attorney ......c.eeveveeeriieieee e 406



INDEX

Death of inventor--Deposit account

Sec. No.
Death of inventor (See also Administrator or executor)
........................................................... 409 to 409.01(f)
Deceased inventor
Allowance not withdrawn.............cccoecevevenienn. 1303.03
Legal representative as applicant............ 409.01(a), 1820
Proof of authority of .........c.cooceviiiniien 409.01(b)
Legal representative refuses to sign .................. 409.03(c)
Deceptive intent (See also Fraud; Inequitable conduct)
Biotechnology process .........ccccveeververeervennennnn. 706.02(n)
Foreign filing licenses............ccccevervvennnnen. 140, 706.03(s)
INVentorship ......cccevveeevieeiieiieiececereee e 201.03
REISSUC ..ooeieiieeeeeeeeeeeeeee e 1402, 1414, 2012
Decision
By Board of Patent Appeals and Interferences......... 1213
........................................................................ 1302.14
Dissemination of...........ccocceveiiienieniincienceene 1720
EX parte reexamination..........ccccccveeeveeneeesieesneenns 2277
Inter partes reexamination.............coceeeeunee. 2681, 2682
Reconsideration of ...........ccoccveveninienenenenene 1214.03
Treatment Of .......cccoovieiiiiniie e 1721
By classification examiner ............c.cccceeveeeneenne. 903.08(f)
(@5 17215 (o) s FE SRR P RTRUSRURN 707.06
Ex parte reexamination rehearing request................ 2240
Governs examiner’s action............c.eeevervvennen. Introduction
LASted. ..cueeeeeieeieeeeeeeeee e Appendix 11
On interference MOotion ..........ccoeeeveereerovereeneeneenne. 2340
Ordering ex parte reexamination.............cccceeevenene. 2246

Ordering inter partes reexamination (See
Reexamination, Inter partes: Decision on the request
for reexamination)

Public availability.........cccoceereriirieriereeeeeeeeee 103
Publication of .........ccceeeeeieieniiiinineneceee 707.06
Declaration (See also Oath)...........cccooevevierieviieieeienn, 602
After appeal......c.ocveeierieiiiie e 1211.02
Amendment............cooeiiiieieieieee e 602.01
Attached to specification...........cccceeeeevvererennne 605.04(a)
Change of inventorship ...........ccocveeveeierieneennennn. 201.03
Copies, filing Of......c..ccveviirieiieieeieeeceese e 602
Copies from prior application ..........c..cceceeeenee. 201.06(c)
Date of eXecution .........cceceeveenerieiienienceceee 602.05
DefectiVe ..o 602.03
Delayed filing.......cccccvevierieneeieeiereee e 506
Executed before alterations made...................... 605.04(a)
Facsimile tranSmission..........ccocovveeevvereeenneen. 502.01, 602
Foreign priority applications listed........................ 201.14
......................................................... 201.14(c), 202.04
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Sec. No.
International application......... 1820, 1893.01, 1893.01(a)
....................................... 1893.01(a)(1), 1893.01(a)(2)
............................................ 1893.01(a)(3), 1893.01(e)
................................................ 1893.03(a), 1893.03(b)
............................................... 1893.03(g), 1895, 1896
Inventor refuses to sign or cannot be found................ 603
MINOL, DY it 409
Non-English........cccccoeviiriiiniiieieece e 602.06
Plant patent application ...........ccccceeeveevvereereenreennenne 1604
Refers to preliminary amendment.............. 601.01(a), 602
Reissue application.........c.cceceevereenenne. 706.03(x), 1414
.................................................... 1414.01, 1444, 1455
Signed before alteration..........c.ccceevvveevervenennnne. 605.04(a)
SUDSHIULE ...ttt 602.02
Declarations, conflicting...........ccoceveeneenenieeneencennen. 201.03
Declassified matter ..........cceceeveveencieenieenieeeieeieens 707.05(%)
Dedication to the public.........ccccoeverierieireree 715, 1490
Defective oath.........ccceveeieiiininininincrceccceeeeen 602.03
In reissue application..........ccevveevveeveriereenieereeeeenne 1414
Defects, correction of, in request for ex parte reexamination
............................................................................. 2231
Defects, correction of in request for inter partes
TEEXAMINALION ..evvinvinreiieiieieeiieitetete ettt 2231
Defense, applications affecting................ 115, 120, 130, 140
Defensive publication citation ...........cccccevverreenne 711.06(a)
Defensive publication program............ccccceeveeveeeeenen. 711.06
Deferral of examination..........c.ccoeeevenenenenenceeeneenenn 709
Definition of class........cocevverieienieieninieneneneneeeenee 902.02
Delegation of Director’s authority...........ccccvevvvenenn. 1001.01
.............................................................. 1002, 1002.02
Demonstration at interview..........ccoeceeevereereeneeneennne. 713.08
Denial of request for reexamination ............... 2247,2247.01
.............................................................. 2647, 2647.01
Department of Energy (DOE)........cccocvvevevveniiennns 115, 140
..................................................... 150, 151, 706.03(b)
Department of Commerce, Organization Orders
30-3A CIted ..o 510
30-3B Cited ..o 510
Dependent claim..........ccoveeeiieiiiiencieeiieeniieeieeeen 608.01(n)
Objected to when base claim is canceled.......... 608.01(n)
...................................................................... 707.07())
REISSUE.....ceuiiiiieniieieeeeetccceer e 1455
Treatment in inter partes reexamination ............. 2660.03
Dependent claim, objected to when improper ....... 608.01(n)
.................................................................. 706.01
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MANUAL OF PATENT EXAMINING PROCEDURE
Deposit account--Description

Sec. No. Sec. No.
Deposit aCCOUNT.......c..evierieiieierie et 509.01 Budapest Treaty deposit.........cccceeveeerceneennene 2404.01
Authorizations..........cceceeeeeereeneenenee, 509.01, 1302.04 Continuity 0f aCCESS ....eevvrevrrireieiieieeieeeenee. 2404.01
Extensions of time..........ccceecvevierieneenierieenene. 706.07(f) Deposits certified as available..............cc...... 2404.01
International applications................. 1847, 1850, 1875.01 Health, safety restrictions...........coccecevereeeennene 2404.01
ISSUE fe€....evvveieeiiiiieeeeeeeeeee, 1303, 1306, 1308.01 Indicia of “known and readily available™......... 2404.01
Maintenance fee .........cocceveeveeieniennnens 2510, 2515, 2522 Material capable of self-replication..................... 2403.01
OVErdraWwn........cecueeieeiiiieeeeseee e 509.01 Direct self-replication ...........ccoccevvevveeeneeennen. 2403.01
Petition fee ......ccvveevveieieeeeee e 711.03(c) Indirect self-replication.............ccecvevverveneeennene 2403.01
Refunds ....cc.oovveeeiiiiieeece e 509, 607.02 Need for a deposit........cceecveeveeieneerieereneeene. 2402, 2404
Replenishment.........ccooeevvieeiieienienieieeieeieseens 509.01 Plant material...........ccocoviviiiiinieniceeceeeeee, 2403.02
Mailing address .........ceceeveererenenene e 501 Plant Patent Act, Relation to..........cccceeceereeneennen. 2403.02
Deposit Account Division ..........cccceeevvereiieneenieennne 509.01 Reference to deposit in application............ 2404, 2404.03
Deposit of microorganisms (See also Biotechnology) Implication, presumption ....................... 2404, 2404.03
.................................. 1605, 1823.01, 2402 to 2411.05 Requirements of 35 U.S.C. 112 .............2164.06, 2404
Deposit of correspondence..........ccceeeeeeereerieneseeseseneenne. 502 e 2404.03
Depositions Replacement or supplement of deposit..................... 2407
Evidence.......ccooevieiieiieeeeeee e 1901.02, 2013 After a patent has issued .........cccceevereereenenen. 2407.02
L0 €:1111 11 1<) R 1701.01 Exemption from replacement...........c...cecuene.. 2407.05
Deposit rules (See also Biotechnology) ........... Chapter 2400 Failure to replace.........cccovevveeveeienveneeieenenen, 2407.03
Acceptable depository .........cccooerererenieieieieeene 2405 In a pending application/reexamination proceeding
Background information ............cccecceeveiienceneenne 2401 e 2407.01
Biological material, definition..........c..ccccceeveeennnenne. 2403 Reason for replacement............ccceeveceveeenneenen. 2407.04
Biological material, made or isolated without undue Replacement not recognized .........c.cccevvvenennen. 2407.06
EXPErimentation..........cceeveveeerueerveeeeaeeneennenns 2404.02 Treatment of replacement, presumption of identity
Budapest Treaty (See also Treaties).........cccceeeruennee 2402 e 2407.04
Budapest Treaty depositories ..........coceveeeeceereenrennens 2405 SEEAS...cvitirieriieiieeeteee e 2403.02
Depositories, Current list of Budapest Treaty .......... 2405 Term of depoSit.......ccveeverierieiieieeie e 2408
Effective date .......coeeeveeeiieieeiecieeee e, 2401, 2402 Budapest Treaty term........ccoccvevvereeeeeeriereeieeeenne 2408
Examination procedures...........cccceeveeeverveneenneenennn. 2411 Enforceable life of patent...........cccoecvevveneenennnnnne. 2408
ATEEr Srant ......oooeeveieienienieieeeeee e 2411.04 Time for making original deposit.........c.ccceceevuerneenee. 2406
Application in condition for allowance except for Assurance regarding deposit before payment of issue
dEPOSIL...eeiereriieieiiieeeereeeee e 2411.03 00 i 2406, 2411.03
Certificate of correction...........ccceeveeeeeenennene 2411.04 CorTObOTAtiON. ....eueeeeeieieie st 2406.02
Content of application regarding deposited material Description in application specification........... 2406.01
................................................................ 2411.05 During application pendency .............ccccen.e......... 2406
Need for 37 CFR 1.312 amendment................ 2411.03 Loss of U.S. filing date in other countries........ 2406.03
REISSUC. ...ccuviiiiiieniiciieectcccc e 2411.04 New Matter.......coceevieiiriinienieiieieereneeneene 2406.01
Rejections based on deposit issue.................... 2411.01 Patent Cooperation Treaty applications . 1823.01, 2406
Responses from applicant..........c.cccceeeeenieienee 2411.02 Post-issuance deposits.........coceeveereerreerceneenieeeenns 2406
Furnishing of samples ........ccccoceieiniiniiniiencee 2410 Viability of deposit........ccceveeerienieniniiniinieeeene 2409
Access to deposits.......cccevevererinereeienieieiens 2410.01 Viability statement...........ccceeeveveneninrcnenenneennenn 2409
Certification of accessibility of deposit............ 2410.02 35 U.S.C. 112 requirements.................. 2402, 2403, 2404
Conditions of deposit........cccecververeerreerieeeenen. 2410.01 Deputy Director of Patents and Trademarks
Exception to removal of restrictions................ 2410.01 e 1002.02(0), 1203
Restrictions removed upon grant..................... 2410.01 Derogatory remark regarding prior art.................... 608.01(r)
Known and readily available biological material Description
........................................................................ 2404.01 Basis for claim............. 608.01(0), 706.03(c), 2161, 2163
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INDEX

Design application--Design application

Sec. No.
Computer programming ...........c.ceeceereerveeruereenne 2106.01
Detailed......coeviieciieieeeeee e 608.01(g)
International application..........cocceverererceienicnennenn. 1823
Design application............cccveververeereeenenenene. Chapter 1500
Analogous art..........cceeevvevvieieeieniennnns 1504.02, 1504.03
ANLICIPALION...c.vvieiieeiieeiee et 1504.02
Application, elements of ...........coccoeviriniinieiiene 1503
Articles, design comprising multiple .............. 1504.01(b)
“Average obServer” test .......oovvevvrrcrerrereenreenennns 1504.02
Benelux Designs Convention (See also Treaties)
........................................................... 201.13,1504.10
Characteristic feature ............c.......... 1503.01, 1504.01(a)
ClalM..coeeeiiiiieneeeeeccecee e 1503, 1503.01
Combining references ...........ccveeveeververreevenenenne. 1504.03
Commercial SUCCESS ........cevuieuirienieniieierieneee 1504.03
Computer generated 1CONS........ccceeveereeneeenenne 1504.01(a)
Continuation application ............ccecceeeeereereeeenne. 1504.20
Continuation-in-part (CIP) application ............... 1504.20
Continued Prosecution Application (CPA)......... 1502.01
Convention, International...................... 201.13, 1504.10
Copending applications............ccccceue... 1504.06, 1504.20
Copying, evidence of, to rebut obviousness........ 1504.03
Copyright, Relationship t0 ........ccceceeevevverieneenennen. 1512
DefiNition .....ccevveruererieieeeeee e 1502
Description........ceeeeveerieeienienieceeeee 1503, 1503.01
Disclaimer.........ccccceeeveereennene. 1503.01, 1503.02, 1504.04
Disclosure........c.coeeveevenennn 1503.01, 1503.02, 1504.04
Divisional application ............cccecueenenen. 201.06, 1504.20
Double patenting...........ccceeeeevevereenieeveennenns 804, 1504.06
Drawing ......ccccceeeeeueneee 1503, 1503.01, 1503.02, 1504.04
Broken lines...........cccoouee... 1503.01, 1503.02, 1504.04
COlOT ittt 1503.02
Trademarks ........cccoeverininininieeeeece e 1512
Embodiments, alternate or multiple .................... 1503.01
..................................................... 1504.01(b), 1504.05
Enablement..............ccoooeeeiiiiieiincn. 1503.02, 1504.04
European Community Design treaty ................... 1504.10
Examination ...........cccceeeeuveeennnen. 1504, 1504.01, 1504.02
................................................. 1504.03, 1504.04
Expedited Examination........ 502, 1002.02(c)(3), 1504.30
REISSUC....eeueieieieeteeeee e 1457
Expert teStimony .........ccceeveveeeveenveneeieeieneeeens 1504.03
Feature emphasized............ccoovvevievencieiieneee, 1503.01
Fee, filing ...ccccovieiiieee e 607
REISSUC....eeeieieieeeieee e 1457
Fee, 1SSUC ..o 1306
FONt, tyPe c.vveeveeeieeieeee et 1504.01(a)
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Sec. No.
Foreign priority.......c.ccccceenuenee. 201.13, 1504.02, 1504.10
German application...........ccoeeeevveneeieeeennene 201.14(b)
More than six months before U.S. filing.......... 1504.02
Functionality..........ccoeverieevienienienieeee e 1504.01(c)
Obviousness and .........c.cceeveeeeeeiienienenenenens 1504.03
Hague Agreement (See also Treaties) ....201.13, 1504.10
Hidden end use .......coceeveeeievieiieeeeee e 1504.01(c)
Hidden feature .........cccccoeneee. 1504.02, 1504.03, 1504.04
Icon, computer generated............ccoecvvevernrennen. 1504.01(a)
Indefiniteness.........cccouvvenne.. 1503.01, 1503.02, 1504.04
Library collections relating to............cceeeeneeene 901.06(a)
Modification, description...........cceceeveecereeveneeennen. 1503.01
Multiple embodiments.............cceecververirereeiennnnns 1504.05
Multiple parts of article ..........ccceevecreevererennen. 1504.01(b)
New matter ......... 1503.01, 1503.02, 1504.01(a), 1504.04
Object, Design for........ccoevevieiieiiiieieceeeee 1502
ODVIOUSNESS. ...eeeeeieeieiieieeieeteenieeeeeee e sneeneeens 1504.03
Obviousness-type double patenting..................... 1504.06
Offensive subject matter..........c.cceevveeverenenen. 1504.01(e)
Ornamentality lacking ..........ccccoocevvininneenen. 1504.01(c)
Patent Cooperation Treaty .........cccccevueuee 1501, 1502.01
Patentability ............... 1504.01, 1504.01(a) to 1504.01(¢e)
.......................................... 1504.02, 1504.03, 1504.04
Petition, Special Status ...........ccccvveveennes 708.02, 1504.30
Petition to accept color drawings
or photographs ........cccceeveveeveeneennne. 608.02, 1503.02
Photographs .........ccceveevivecieeieeieieenene 1503.02, 1504.04
Preamble........coeveeieieniininiienceeeee 1503.01
Priority under 35 U.S.C. 119............... 201.13,201.14(b)
......................................................... 1504.02, 1504.10
Priority under 35 U.S.C. 120 .........c..c..... 201.11, 1504.20
References supplied.......c.ccccevvereeerennnnnne. 707.05(a), 1513
Quayle aCtioN.......cveoeevieiieiieieeieee e 1504
Registration abroad.............cccovevrennnnne 1504.02, 1504.10
Reexamination, inter partes..............cccoeeevevevenennnn. 2611
REISSUC....uveiiiieeeeeeeeeeee e 1457, 1512
Request for Continued Examination (RCE) ........ 1502.01
Request for Expedited Examination..................... 1504.30
RESHICHON. c..eeieiieiceeee e 1504.05
REISSUC ....viiiiiieiieieeeee e 1457
Rules applicable..........cocceroiiiiiinieeeeeeeeee 1501
Scope of claim.......ccceecvevverienieieeee, 1503.01, 1504.04
......................................................... 1504.05, 1504.06
Search .......ccoeeeieiiniiieceiee, 1504, 1504.02, 1504.03
Secondary considerations ...........ccceeeeeeereeneeennne 1504.03
SIMUIAtION. ...t 1504.01(d)
SPecification.......c.cecveeverierierieeie e 1503.01
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Design patent series--Disclosure

Sec. No.

Use of Copyrights iN........cceeeeeieeenieienieiese e 1512

Use of Trademarks in ...........ccooceeveenieiieienienns 1512
Statutory bar, foreign application.......... 201.13, 1504.02
Statutory subject matter...........cecceeeveeueenee. 1502, 1504.01
Surface ornamentation ................ 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surface treatment or indicia ..........cccccvevveerernennee. 1503.02
Term of oo, 1457, 1502.01, 1505
TIE e 1503.01, 1504.01(a)
Amendment Of ........ccoooiniiiiiiiien 1503.01

Use of Trademarks in ...........ccooeeeveenieiieienieenns 1512
Trademark, relationship t0 ........ccceceeeeevveneeneenennen. 1512
TYPe ONLS woovvieiiiciecieeee e 1504.01(a)
Utility patent, relationship t0 .......ccccooceevienienene 1502.01
Visual characteristics .........cooceeerereeeeieienesese s 1502
Written description lacking ................. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Design patent series (See also Patent)...........ccccueennene. 901.04
Designated office ......cccceveeveeciinienieeeene 1801, 1893.01(a)
Designation fee - PCT.......cccoocveieiieiiieeee 1817.01(a)
Designation of states ..........ccceceveereennee. 1817.01, 1817.01(a)

Detailed description (See Specification)

Determination of public use or on sale.... 706.02(¢c), 2133.03
Digest (See Cross-reference: Art collection)

Dictionary as a source for the ordinary and customary

meaning of a claim term..................... 2111.01, 2173.05(a)
Diligence
Charts for priority.........cccceecveviereeceneeneerieeeeees 2138.01
Filing application ..........c.cccceveeenieencnieiee 2138.06
Filing reiSSUC ......evueeeeieiieieeieeieceeee e 1403
Interference practice..........occvvvereeveercververneenennn 2138.01
Of actions during regulatory review.................... 2757.01
Reasonable ........cooeveeieienieiiiccceeeee, 2138.06
Shown in 37 CFR 1.131 affidavit......... 715.07, 715.07(a)
To overcome a 1ejection..........ceceeeeereereeeneeeennne. 2136.05
Director of Technology Center ..................... 402.06, 708.02
....................... 714.01(a), 714.13, 714.25, 715.08
................... 720.01, 804.04, 1002.02, 1002.02(c)
.................... 1206, 1207, 1208.01, 1214.04, 1308
.................... 1308.01, 1901.06, 2248, 2249, 2265
................. 2274, 2283 to 2286, 2301.01(b), 2303
.......... 2303.01, 2305.04, 2306, 2307.02, 2307.03
.................... 2309.02, 2648, 2667, 2682, 2686.01
Functions........cccovvveiieieneieee 1002.02(c), 1003
TC 1600......ciiiiieieieieieeeeeee e 1002.02(c)(2)
TC 2900.....ccciiiiiieinienenenenns 502, 1002.02(c)(3)
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Sec. No.
TC 3640 ..o 710, 1002.02(c)(1)
Director of the USPTO
Action requiring attention of
Failure to identify claim as copied from a patent

................................................................ 2307.05
Authority and functions................ 706.03(b), 708.01, 709
....................... 711.02, 714, 719.01, 1001, 1002, 2203
................................................................... 2242,2284
Publication of confidential decisions ...................... 103
Withdrawal from iSSu€.........cccevveeviieierierieieeneas 1308
DECISIONS ..o Introduction
Mailing address ........cccevvereeienierieeeeeee e 501
Notices (See also Publication)......... Introduction, 707.06
Orders (See also Publication) .......... Introduction, 707.06
Director initiated reexamination................cceuuu.... 2212, 2239

Disbarred attorney (See Attorney or agent: Suspended or
excluded)

Disciplinary proceedings .........ccoeeveveereerieeceercveneeneennens 402
Mailing address ........ccoevveeieriereeiieieeiesee e 501

Disclaimer (See also Terminal disclaimer)
Co-author of publication...........cccceevvreerrennnnne 715.01(¢c)
Copy required in reexamination

EXParte.....ccoieeieieeeeeeeeeee e 2214
INLEN PAITES.....coieiieieeeieeee e 2614

Defensive publication ..........cccceeeevevoinienieneeeene 711.06
Design application.................. 1503.01, 1503.02, 1504.04
FOIrmS ...oveoiiiiiiiiiicccc e 1490
Interference........ccccooeeveeeveveeeenn. 2305, 2305.04, 2307.02
ProCeSSING...c.veiviiiiciieciieieee et 1490
REJECHON ..o 706.02(k), 710.02(d)
STAULOTY ..o 1490
Terminal .......cocceeveveeieienienne 706.02(k), 804.02, 1490

Disclosure (See also Duty of disclosure; Specification)
ADSIACE ..oovieiieiieiececeeee e 608.01(b)
Amendment ........cccevveiiiiiiiiiiiiiieeeeeeies 608.04, 1302.02
Amendment, Preliminary...........cccoccvrevnennens 608.04(b)
Best Mode (See also Best Mode)............ 608.01(h), 2165
Chemical compound............ccceveeeveeiereenneennnne. 608.01(p)
Claimed .....ooeeieieieee e 901.03
Common, parent and continuing applications ....... 201.11
Completeness. ........oevueeeeeeeneeerieeieeeeennens 608.01(p), 2164
Computer programming Cases ............coeeververvennes 2106.02
Correspondence with claims................. 2163.05,2173.03
Design application.........ccccceceeveenerneneenne. 1503, 1503.01
Detailed description...........cceceeveeneerieeirneeneenns 608.01(g)
DOCUMENL ... 1706
DUty of oo Chapter 2000



INDEX

Disclosure document program--Double patenting

Sec. No.
Enablement (See also Enablement)...........c............. 2164
Foreign application............cecceevereeiienieneeeee 201.15
| 53070) § 1 U R 2144.01
Incomplete................ 608.01(p), 706.03(c), 2161 to 2165
Incomprehensible...........ccooevevienierieciieieeieeeeenn 702.01
Incorporation by reference (See also Incorporation by
TEfETeNCE) .vveeiiieiieeiee e 608.01(p)
Insufficient ..........ccecvveneennen. 608.01(p), 702.01, 706.03(c)
Later filed application ............ccoeceevvverreecvenenennen. 608.01(p)
Operability ......c.ccocevereeieieieienen 716.07,2164.08(b)
Original claim .......c.ccoceeeieiienieenne. 608.01(1), 2163.06
Preliminary amendment ............c.cccoceeveeneenennne. 608.04(b)
Related applications .............cceeuenenee. 608.01(p), 1302.04
Requirements for...........ccvvvveeeieniieciieiecieeeeee e, 2161
Reservation clause..........ccccovvevveeceeeeenieenieennane, 608.01(e)
Restricted to claimed subject matter ................... 1302.01
Secrecy order, Material subject t0.........ccecveeeereennenne. 120
Specification (See also Specification)................... 608.01
Sufficiency for continuity..........ccoceevveevirivereennns 201.11
SUfficiency Of.......cocvevieiiiriiieeee e 716
Support for claims .........cceeeeeririerierieeee e 2163.01
Trade Name.......ccceeeeveeeviieeiieeie e 608.01(v)
Trademark .........cccoevveviirciiiieiee e 608.01(v)
UtHEY cveeieeieeecceeeeee 608.01(p), 706.03(a)
Written (See also Written description)..................... 2163
Disclosure document program ............cocceeveveeereeneeennnn. 1706
Evidence under 37 CFR 1.131 ..ccccoceiiiiiiiiiiinnne 715.07
DISCOUIESY...vvevieireiieieeeieniieieeieeee e 714.19, 714.25
Dismissal of appeal .........c.ccceviecrircieiienieieeee e 1215.04
Disposals counted...........ccevererriinieniieieieiee e 1705
Distinct, definition.............cccoooeeviiieeiieieeieeeeee e 802.01
Distinct inventions .............ccccev...... 802, 802.01, 803, 806.05
Apparatus and product made...........cccccveurnnnnne. 806.05(g)
Process and apparatus for its practice................ 806.05(e)
Process and product made.........c..ccocceveenrennnne. 806.05(f)
Divisional application ............ccecceeeuereenen. 201.06, 601.01(a)
Assignment carried from parent application ......... 201.12
............................................................................... 306
Continued prosecution application (CPA)......... 201.06(d)
COPENAENCY ...c..eeruieiieiieiieieeierce e 201.11
Design application..........cccceveeeeeeernenne. 201.06, 1504.20
Drawing, Transfer of...........cccocvveeiienienieeen, 608.02(i)
Effective date .......ccoceeievienieeniieccee 201.11
Filed by asSignee........cccooevereneneeieieeeee e 324
File wrapper continuation (FWC) ..................... 201.06(b)
File wrapper/history notation ................. 202.02, 1302.04
Inspection of parent application .........c..cocceerererenee. 103
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Sec. No.
Inter partesreexamination of ............cccveeevieveieennnnne 2611
Inventor, at least one in common............c............. 201.11
NEW MALET ...oeveiiiiiiiieiiiicreencceeeereere e 201.06
Oath ..o 201.06(c), 602.05(a)
Ownership carried from parent application ........... 201.12
Parent application data notation in specification ...202.01
Patented, Opens parent application to inspection ....... 103
Reference to parent application............... 201.11, 1302.04
REISSUE.....coovviieeiiieceeeeeeeeees 1414, 1440, 1450, 1451
Rule 1.53(D) .coveeieieieieneieeeeceeeee e 201.06(c)
Rule 1.53(d) c.covevveiiinieiiineccccceee 201.06(d)
Rule 1.60, Former..........ccoceeeveeviieecieeie e, 201.06(a)
Rule 1.62, FOrmMer........cccoeevvvverienieieeieeieeenns 201.06(b)
SIGNATULE....cvvieierieiieie ettt 201.06(d)
Time for filing ......ccooeveerieiieeee, 201.11
Written description requirement...............cccceuee.e. 201.11
DNA (See also Biotechnology; Nucleotide sequences)
....................................................... Chapter 2400
Enablement..........cccooeveninenininineeeeeee, 2164.08
Searching .........ccoeeeveeieeieiieieneseee e 901.06(a)
Sequence listing........coceeeeeeverueneenuennns 2422,2424 2431
Special status for recombinant...........c.ccecceeeeeneene. 708.02
DOCKEE TEPOTT .....vieereeeieiieiieie ettt 1704
Doctrine of collateral estoppel (See Estoppel)
Doctrine of dedication to the public ..........cccoceerienienne 715
Doctrine of equivalents............... 2138.05, 2173.05(b), 2186
Doctrine of segregable parts........c.ccevvevevevereennnne. 1504.05
Doctrine of unclean hands.........c.ccocooeveninenencenenenee. 2010
Document, DiSCIOSUIE ......cc.eevvvvviiiiiieeeieeeeeee e 1706

Electronic (See also Electronic publications) ... 707.05(e)

DoD Directive 5230.25......ccoiiiieieeeeiereee e 120
DoD Security Areement ...........cc.eveereerueeeververeeneeennenns 120
Domestic repreSentative ..........cceeeveeeveevereereerueernennnns 302.04
Double correspondence .............ccceeeveeveeenennen. 403, 714.01(a)
Double inclusion in claim.........c.cccceeevieiieenneennne 2173.05(0)
Double patenting ..........cocceveveeeecveneenienenenennens Chapter 800
Avoiding rejection........... 706.02(k), 706.02(1)(3), 804.02
BaSiS .ot 804
Between one or more applications and a published
APPLICALION ..o 804
Claimed subject matter ..........ccccceevenererenienennne 806.01
Commonly owned cases, treatment ....................... 804.03
Copending applications ..............cc.ceeuneene. 706.02(k), 804
Definition.....cc.cevieiiiiiereee e 804
Design applications/patents .............ccccee...... 804, 1504.06
Different inventive entities .................. 706.02(k), 804.03
Distinct and independent inventions...................... 804.01
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MANUAL OF PATENT EXAMINING PROCEDURE
Drafting notation--Drawings

Sec. No.

DomiNation........ceceeierierieneeneee e 804
International applications ............cccceeveerevieneeneeenne 804
ODVIOUSNESS LYPE -vevveereeieniieieereeeieneeeneeeeeeeesnsenenens 804
Design application ...........ecceeeveevereeneeniennennenn 1504.06
Plant applications ...........ccccceeveerieerieeienneneeseeneenns 1601
Reexamination ..........ccccoeeeevvvveeeeeeiinnnnens 804, 2217, 2258
REJECHION ..ot 804
NONSLALULOTY ..ot 804
ODVIOUS ..ttt 804
Prohibition, 35 U.S.C. 121 ..cccoiiiiiiieieiene, 804.01
Provisional..........cccccceee. 706.02(k), 706.02(1)(3), 804
Specification, US€ of .........cccevieriereiireceeee 804
SEAtULOTY .ot 804, 804.03
Rejection nullification............ccceevevveviieeeeeenieennen. 804.01
Restriction previously required................... 804.04, 1003
Same asSIGNEE .......cceeeeeereereenerieeeeeeceeeeeene 706.02(k)
.................................................................. 804.03, 822
Same inventor ..................... 806.04(h), 806.04(i), 806.05
.................................................................. 822, 822.01
Species and genus .........cceceevueeenenee. 806.04(h), 806.04(1)
Subject matter not patentably distinct ..............c.c....... 804
Submissions to TC director...........cceceeeeereereeennnnne 804.04
Terminal disclaimer effect .........cccccevvereeennnen. 706.02(k)
.............................................. 804.02, 1451, 1490

In a reissue application ..........ccceceeeeeeeiieieneneneene 1451
Drafting notation...................... 608.02, 707.07(a), 707.07(c)
Drafting stamp (no longer required)...........cc......... 608.02(0)
DIrawings ......cceccvevveeveeeeieeienienieieeieeeesnessneneens 507, 608.02
Amendment...........ccveeeeeienienreenenen. 608.02(p), 1302.04
In ex parte reexamination ...........cccceeeeveeeveenee. 2250.01
In inter partes reexamination................co.v...... 2666.02
In reissue application...........cceeeeerverieereerceeneenennn, 1413
Prior to publication of PG-Pub ...........cccceevuennn.ne. 1121
Amendment, Direction for .............cccoeevevurennnnn. 608.02(q)
Amendment, Disposition of orders for.............. 608.02(x)
Amendment support by original claim.............. 608.04(a)
Annotated sheets .........cccceevvennnnen. 608.02(v), 608.02(w)
Brief description..........ccccvevvievieienieneeieeieenn, 608.01(f)
Canceled figure ..........cooevenerineiieieeeee 608.02(t)
Canceled sheet.........coooveiiiieiieciieieeiecieeee, 608.02(t)
Canceled sheet, patent..........ccccoeeeeierieneecinnnenne 608.02(1)
Canceled sheet, transfer.............cccoeevvvvenveniennnen. 608.02(i)
COlOT i 608.02, 1503.02
Colored plant.........cccceeeeieiieienieieeeeeee e 1606
Complete illustration...........ceceeveveeceeceeneennen. 608.02(d)
(07030110] (51153 1 <11 USRI 608.02(e)
Computer LiStS .....cvevverieriieireieeeeeeeeeee e 608.05

Rev. 2, May 2004

I-28

Sec. No.
CONSISTENCY . ettt 608.02(e)
Content Of .....cccveeviieiieeie e 608.02(d)
Correction (See also Correction of drawing).... 608.02(p)
........................................................................ 1302.05
Incorporated into PG-Pub ...........cceevennenne. 1120, 1121
Reversed figure numbers ...........ccoceveeneenennen. 1302.04
Date no longer entered on back ...........ccccenee. 608.02(0)
Delivered to wrong Technology Center................. 508.01
Design application .............ccceeveevveevenreennens 1503, 1503.01
......................................................... 1503.02, 1504.04
DiSClOSUIE........eeuiieiiiiiiiiecee e 608
Divisional application............cccceecuenneee 608.02, 608.02(i)
Drafting criticism included in first Office action
.................................................... 707.07(a), 707.07(c)
Drafting notation .........ccocceeveeneenenieienceneeeene 608.02
Drafting stamp no longer required.................... 608.02(0)
Examiner determines completeness.................. 608.02(e)
[lustrates claim ..........ccceeeeveverieneenesieseeeene 608.02(e)
Informal (no longer used).........cceeevennenee. 507, 608.02(b)
Interference prints..........ccccoeeeeeeneeneecienieenens 608.02(m)
International application ...........cccceeeevieneeniereeneenne. 1825
Kept in application............ccoeeeveenieneeienieennnns 608.02(c)
00 ] USSR 1302.05(a)
Mail section stamp no longer used ................... 608.02(0)
Modification illustrated ............ccceeeeeeereeeveennnen. 608.02(f)
Marked-up copy....ccceevereereeriereenne. 608.02(v), 608.02(w)
Necessary for filing date...........cccoeeveeverneennen. 506, 608.02
New drawings required..........ccecververeervernennen. 608.02(a)
New, handling.........cccccvevievivecieniienieneeieeeen, 608.02(a)
New Matter .......cceeeveeereeeieeeieesveeenenn 608.04, 706.03(0)
New, when required.........cccoveeevierieieeieneenen. 608.02(a)
NOt 1eCeIVed.....vvriereieiieiieie e 608.02(h), 1825
NOt TEQUITEd....veevieiieieeieciereere e 608.02
Not returned........cccocveeveevvieieeienieneeeeve e, 608.02(y)
ODJECHION ..t 608, 608.01
........................................................ 608.02, 608.02(b)
....................................... 706.03(0), 1503.02, 1504.04
Official Gazette figure..........cccvevvevvevvevvieriereenene 1302.09
Omitted drawings ........cceeceeveeeeneeneeneeneeeeae 601.01(g)
Patented file.........cooeeiieniiiiii 905.03
Petition to transfer from another application ..... 608.02(i)
Photographs ........ccceeeveciercvenieeeeee 608.02, 1503.02
Placement in file wrapper...........cceevevverveennenne. 719.01(b)
Plant application .........cccceeeeeveeninienenieneene. 1603, 1606
Print (See also Print of drawing) ....608.02(m), 608.02(n)
Prior art.......cocceevveiieiieeceeee e 608.02(g), 2125
Provisional application .............cceccvervvevververerennennn. 608.02



INDEX

Drawing correction--Election

Sec. No.
Reference characters ..........coeeveeveieeneeenieennnne. 608.02(e)
Reference characters, change ............ccccoeceeneee. 608.02(w)
Reissue application..........ccoeceevvervenieesvennennen. 1411, 1413
No longer transferred from original patent........... 1413
Removal from Technology Center..................... 608.02(c)
Replacement drawings for publication in PG-Pub ... 1121
Replacement.........ccoceeveeiieiinieiienieeee e 608.02(h)
Reversed figure numbers..........cccccevveriveieneennns 1302.04
Review by Office of Initial Patent Examination (OIPE)
............................................................................... 507
Required by eXaminer ............ccccoceeeveeieeenienenenne 608.02
Requirements ..........ccceeeerveeneeneniesie e 608.02
REtUIM.cveieiieieeeeeeee e 608.02(y)
SeCtion lINES .....ecveeeiereieieeiieieceeeie e 608.02(f)
Security Markings..........ccoceeeeeeienienierese e 121
SUDSHIULE . ..o 502, 608.02(h)
Sufficiency, determined by examiner................ 608.02(e)
SYMDOIS....ceiiiieiieiieieeeeeeee e 608.02
Trademarks........coceveriiinieieee e 1512
Unacceptable........ocooeveeieieneieeceeceeeeeeen 608.02(b)
Drawing COrrection. .........cceveereeeueeeeneeeneeennnns 507, 608.02(p)
Annotated sheets ...........cceeevveenenns 608.02(v), 608.02(w)
Approval by eXaminer...........cocceeeververeeeneeenenne 608.02(x)
Marked-up Copy ...ooeververreeriernennen. 608.02(v), 608.02(w)
NEW MALET ... 608.04
Order for.....cooieeeieeieece e 608.02(x)
PG-Pub...coooiiiiiiiiiiiiiccee 1120, 1121
Replacement sheets .........ccoceveviereenenenenee. 502, 608.02(h)
Required......cccoovevvvvievieieennne, 507,707.07(a), 707.07(c)
Dual correspondence............ceceeeveevenieneennen. 403, 714.01(d)
Due Care ShOWING ......cccovveeeieriieiieieeeeeceeeee e 2734
Duplicate amendments (See also Amendment)......719.01(a)
Duplicate claims..........ccoeevevierieriierrieieeeeeieseeneen 706.03(k)
Duplicate foreign patents ...........ccoevevveeveereereenreenenns 903.03
Duplicate papers for plant applications............... 1603, 1605
........................................................... 1606, 1609
Duty of candor and good faith.....2001, 2001.03, 2733, 2762
Compared to duty to disclose material information
........................................................................ 2001.04
Information discloSure ............coceveeieieienieneseceee 609
Reexamination ..........cccoeeeevienieiieienie e 2280
Duty of diSclosure .........ccceevveeveecierveneenieenene. Chapter 2000
After patent grant ...........occeeeeeveeveeneeecieneenieeiens 2003.01
Aids to coOMpliance........ceceevereerieneenieee e 2004
ChecKIist....coveeieieeeee e 2004
Compared to requirement for information ........ 704.12(a)
............................................................................. 2005
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Sec. No.
Compliance With..........ccoeceeiieiiniiniineeeceeee 2004
Continuing applications............ccceceeenen. 2001.04, 2004
Copending applications ..............c......... 2001.06(b), 2004
Copied claims .......cceevveveeieeieriieieeee e 2001.06(d)
Duration Of........ccocvvvevviiiiiiieeeeeeee, 2001.04, 2003.01
Foreign applications .......c..cceceveereencencneene. 2001.06(a)
Information material to patentability ....2001.04, 2001.05
Litigation information...........c.cccceeveeververnnnne. 2001.06(c)
QUESLIONNAITE.....c.vvievieerieeieeeiee et 2004
Reexamination
EX Parte.. .o 2014, 2280
INter Partes......cooeveeveeieeeeereeeeee 2003.01, 2684
Reissue application..................... 1406, 1414, 1418, 1448
.......................................................... 2001.06(c), 2003
Sources of iNformation .........c..cceceveeneeneeneneenne 2001.06
To whom owed ........ccooieiiiiiiiiieeecce 2001.03
Violation Of.......coecieiieiiieeee e 2010
Claims invalidated .........ccccoceovenenininnncnieene. 2016
Protest ..ooveveenieiieieetecce e 2013
Reexamination ...........ceceeveenieieniieiienienceeeee 2014
REISSUC ...t 2012
Rejection of claims in reissue application............. 1448
WHhO has ...c.oviiiiiiieieeece 2001.01
E
Easily erasable paper .......... 608.01, 714.05,714.07, 714.19
Effective date
Declassified matter ..........ccccevvvevieecieecreneeneenne. 707.05(f)
Reference patent.................. 706.02, 706.02(a), 707.05(e)
............................................ 707.05(f), 715, 901.05(b)
Effective filing date
Continuing application ..................... 201.11, 706.02, 708
Continuation-iN-Part ...........ccereereerrerveereenreenens 2133.01
Foreign priority effect........ccccecovveeninnenn. 201.15, 706.02
International convention (See also Foreign application;
[ (o 1 <L) TS 201.13
Provisional application ............cceccveeveeiereeniennennn. 706.02
Publication.........ccccevevueeviieiicieceeieere e 715.01(¢c)

Eighteen-month publication (See Pre-Grant Publication
(PG-Pub))
Election (See also Restriction;

Election of SPECies)........ccevvvereerreeieeeenreennenn, Chapter 800
Action on nonelected claims..........ccoceeereeiennnenenne. 819
After multiplicity rejection ...........ceceeceerneenee. 2173.05(n)
ATFEer 1eStriction ......cocvveeeiierieeeeeee e 818
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Election of species--Entry of “Contents” of file wrapper

Sec. No.
Applicant must make............cceeveerieeeneenreennennn 818.03(e)
Between applications, Conflicting claims.................. 804
.................................................................. 822, 822.01
CONSIUCHIVE ..o 818.02(a), 818.02(c)
In reissue application...........cceeevereerreerveeeeneennenn, 1450
Fixed by action on merits..................... 818.01, 818.02(a)
Implied ....cooeeeiiieeeeeeee e, 818.02(a), 818.02(c)
INtErference ........cocevvereeeereeiiicicicrcc e 820.02
Old combination..........ccceevveverieneneneneneeieeenenes 820.01
Optional cancellation .............ccoecvevvvevveerennennen. 818.02(c)
Original presentation........cc..ceceecvereeneeneneennne. 818.02(a)
SHIft..eceieieee e 819.01, 820
Treatment of nonelected claims
............................................. 706.03(m), 821 to 821.03
In reissue application ..........cceeeveerveeneeerveeneeeenne, 1450
With traverse .....covvveveeiieiciieeieeeeeeieeeeee e 818, 818.03
....................................... 818.03(b), 818.03(c), 821.01
WithOUt traverse........coceeueeveierieneneneneeeeeeeene 821.02
Election of species
AcCtion after ......eevveeeieeiieece e 809.02(c)
Allowable generic claim lacking....................... 809.02(a)
BaSiS...eiieieieiee e 808.01(a), 809.02
Canceling species claims......... 818.02(c), 821.01, 821.02
Design application...........c.eceeevereereerreseenreennenn 1504.05
Implied ..o, 818.02(a), 818.02(c)
Reissue application..........cceecveveerienieneeiceeeecene 1450
Requirement ..........cccceevvveieerennnennen. 809.02(a), 809.02(b)
Requirement, prior to search...........c.c.ceeuvennnne. 808.01(a)
Species claims lacking .................... 809.02(d), 818.02(b)
Withdrawal of nonelected species..................... 809.02(c)
Electronic access to published applications .................. 1128
Electronic databases (See also PALM; PAIR)

................... 706.02(e), 719.05, 901.06(a), 902.03(e), 1730
Cassis CD-ROM........ccccovveiieiiiieiicieeeeceenn 902.03(d)
Chemical abstracts ServiCes........cooeeeeeeeeeeneenennn 905.06
Derwent’s World Patents Index (WPI) ................. 905.06
L)1 Lo ST 905.06
e-Official Gazette — Patents (€OG:P)..........cccu....... 1703
EAST .o 719.05, 902.03(e)
Full-text patent database...........ccccererererieereeiennne 1730
INPADOC ..ottt 905.06
Lexus-NEXUS .....ccoceereeriiriinienienieneene e 719.05
Official Gazette NOtICES ..........ceverveveirciicricieiene 1703
Patent Grants Database ...........ccocevvvveeeiiiinnns 1703, 1730
Questel-Orbit......c.ccceveeeiieiiiecieeieeeeee, 719.05, 905.06
TESS (Trademark Electronic Search System)

................................................................... 1703, 1730
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Sec. No.
WEST ..o 719.05, 902.03(e)
Electronic Business Center (EBC)..........cccoeevveiiirecnnnnn. 1730
Electronic document .............cceeveveeeeeerveneenieenene. 707.05(e)
Electronic filing system (EFS)............ 503, 507, 511, 608.01
....................................... 609, 1121, 1132, 1133, 1730
Computer Readable Format (CRF) Sequence Listing
...................................................... 511, 1730, 2422.03
Electronic funds transfer to replenish deposit account
.......................................................................... 509.01
Electronic Information Disclosure Statement (e-IDS).....609
Electronic mail............. 502.03, 713, 713.01, 713.04, 713.05
Electronic publications
Availability as prior art...........coceeeveninenieneneeneenens 2128
Citation of ....cc.eeveeiiiiieieceeeee e 608.01, 707.05(e)
Hyperlinks t0 ......ccccoevenieneeienieneeen. 608.01, 608.01(p)
Search for......ceevieiciiieieceeee e 904.02(¢c)
Employee number.............c......... 711.04(b), 905.03, 905.05
Employees of Patent and Trademark Office,
property interest in Patent...........cceeeerveecveeceereerreerneenn 309
Enablement..........ccccceveviieniieniieie e 706.03(c), 2164
Burden on the examiner............ccccceeveeveerereiennenne 2164.04
Commensurate in scope with claims ................... 2164.08
Critical feature not claimed......................... 2164.08(c)
Inoperative subject matter...............ccueneene. 2164.08(b)
Single means claim ..........cccceevereeerienrnennne 2164.08(a)
Compared to Uty ....ccerveeverereneeceieicicicneenne, 2164.07
Design patent application ..................... 1503.02, 1504.04
Duty or disclosure of information relevant to......2001.04
Evidence of .......cccooieieiininiieee 2164.05
Examples of enablement issues ............ccccceeueennen. 2164.06
Form paragraphs used to reject..........ccceeeennens 706.03(c)
Reduction to practiCe..........oovveveerveeceeneeneeenieennnns 2164.02
Relationship of predictability ............ccceeevrevennns 2164.03
Specification must be enabling
As of the filing date.........ccceoceeeeiiencenenne. 2164.05(a)
To persons of ordinary skill ........................ 2164.05(b)
Test of enablement...........ccccocevereiieiiencncnenenne, 2164.01
35 U.S.C. 112, sixth paragraph limitations.....2181, 2185
Energy, Department of ..........c.ccocceevenenenne. 115, 706.03(b)
Energy, related applications, special status................. 708.02
English language faulty, new specification ........... 608.01(q)
English language required ..........c.cccevvvennennen. 302.02, 608.01

Enrollment and Discipline, Office of (See Office of
Enrollment and Discipline)

Entity, small, claiming status as (See Small entity status)

Entry of amendment (See also Amendment).............. 714.18

Entry of “Contents” of file wrapper............cceeverveennen. 719.01



INDEX

Entry on face of file wrapper--Examiner

Sec. No.

Entry on face of file wrapper......719.02, 719.02(b), 1302.09

Environmental Quality Program ...........cccoccovvenrenne 708.02

Equity (civil action)

Under 35 U.S.C. 145 ....ooiiiiiiiiiceee 1216, 1216.02
Under 35 U.S.C. 146...cooviiiiiiieieee, 1216, 2358

Equivalents in art...........cccceeeveeveereenreennnns 904.01(b), 2144.06

Erasable (specially coated) paper.........cccceeeevueeeennne 608.01

Erasure in specification, before allowance............... 1302.01

Erasure in specification, before execution.................. 608.01

Errors (See also Correction of patent)

Correction of patents..........cccceeveevreeveennenns Chapter 1400
Deceptive intent ..........ccceeeeveereecienieneennen. 140, 2022.05
REISSUE c..coveiiiiiieiiicriccceeceecene 1401 to 1470
Title dOCUMENtS........coveiiiiiiriiiieceieeeeceee 323
Withdrawal from iSSU€ .........ccoocevirininieieeee e 1308

Essential material ...........ccccceeviienieeniierieeieeeeene 608.01(p)

Establishing subclasses .........ccccoeoeveeneeienieneenen. 903.02(¢c)

Estoppel

Abandonment.............ccveeveeierienieneee e 711.03(c)
Collateral........cooeeieieieeee e 2012.01
In ex parte reexamination ............cccceeeveereveeeneenne. 2259
In inter partesreexamination...............ccccccevennne. 2659
Defensive publications...........cccceeeereververeeenieennenne. 711.06
Different inventive entities and commonly owned
APPLICALIONS ... 804.03
Interference ..........cocveeeeeenee. 715,2138.01, 2358, 2363.03
Reasons for allowance.........c..cocceevereeienicnennenn 1302.14
Reissue proceedings .........cooeveveereeeneeeneeneeneennnnns 2012.01
Statutory, inter partes reexamination....................... 2601
................................................................... 2612,2614
Terminal disclaimer ...........ccocveeinienieneeeeeee. 804.02

European Community Design treaty (See Treaties)

European Patent Convention (See Treaties)

European Patent Office (EPO)....... 120, 609, 901.05, 905.06
............................ 1801, 1819, 1823.02, 1840, 1840.01
....................... 1843.02, 1847, 1850, 1851, 1857, 1860
............................ 1865, 1865.01, 1893.03(g), 2422.04

AAAIESS. ..o 1865

As a PCT Chapter I international searching authority
........................................................................ 1840.01

As a PCT Chapter II International Preliminary
Examining Authority.......c.ccoceeveverieienicniennne 1865.01

Evidence, of public use or on sale......2133.03 to 2133.03(b)

Evidence submitted with protest.........c..ccccceveenennee. 1901.02

Examination guidelines for applying reference

under 35 U.S.C. 102(€) ..ccvvevvrerrieereesireeeneens 706.02(f)(1)
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Sec. No.
Examination of application...........ccccceeeveenenne. Chapter 700
Confidentiality during............cccceeeeeeeeneneeneeeeeeen, 101
Deferral of ......occvveieeieieeeeeeeeee, 709, 1002.02(d)
Order of ..c..oovevininencrecicceees 707.02, 708 to 708.03
Piecemeal.........ccocovvviiniiiieiieies 707.07(a), 707.07(g)
PUIPOSE .o 701
REISSUC.....cveiviieiiriiiecneerceeecne 1440, 1443, 1445
Request for STR ......oovieiiiiecieceeeeeeeeee e 1103
Secrecy order application ............cccceevveeveeieeeeneennenns 130
Statutory authority .........ccceeveeveereeriieie e 701
SuSPEnsion Of.........coeerieriiiiiiierereeee e 709
Examiner
ACHON .ttt 707
ACtion COUNEd. ....c.evuereieeiriieiieieieie e 1705
ALFIAAVIE oo 2144.03
Assignment of application for examination...... 903.08(b)
Assignment of ex parte reexamination...................... 2236
Assignment of inter partes reexamination................ 2636
ASSISEANT ..o 707.01, 707.02
Citing prior art in an issued patent inappropriate......2203
Classification (See also Classification examiner)....... 903
Consultation with Reexamination Legal Advisor (RLA)
................................ 2633,2671, 2676, 2679, 2686.01
DISPOSALS....ccviiriiiiiieciieie ettt 1705
Duty of candor and good faith to...........cccccceee. 2001.03
Employee number................... 711.04(b), 905.03, 905.05
Expressing opinion of validity.........c.cccccovevenenienne 1701
NAME .ot 502, 707.09, 1302.13
New action indicated by primary.............cccceenn...e. 707.01
Previous action by another examiner
Allowed claims ........ccoceveevieiieiieieeieeeeeene 706.04
INEEIVIEW ..ot 713.01
Search........coceiieiiieieee e 704.10
Primary
Actions requiring personal attention ..... 707.01, 714.16
........................................................ 715.08, 1004
Name on file Wrapper ........occeeevevverveneenieenenns 1302.13
Pursuit of bounties prohibited .............cccocverrerirennnne 1701
Reasons for allowance...........ccoceveeneenienienienen. 1302.14
RESIZNS .o, 708.03, 1702
Resigns, old cases special.........cccocevienienieineene 708.03
Suggestion of allowable claims ......................... 707.07()
Supervisory (See Supervisory patent examiner)
Telephoning attorney ...........cceeeeeeeeeeiennnne 408, 1302.14
Testimony as patent eXpert........ccceeceereeereeeeennenns 1701.01
Time and Activity Report........ccooceevveiennennen. 1704, 1705
Time reporting for ex parte reexamination............... 2238
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Examiner docket, time, and activity recording--Examiner’s letter

Sec. No.
Time reporting for inter partes reexamination......... 2638
Treatment of Protest.........occeveeveerereenieneeene 1901.06

Examiner docket, time, and activity recording.... 1704, 1705
Examiner Reissue Guide and Checklist ........................ 1443

............................................................................... 707
Examiner’s amendment............ccccoeoeveenieneenenene. 1302.04
Abstract changed by............ 608.01(b), 1302.01, 1302.04
By initialing........cccoevvvverieniieiieieeieeee e 1302.04
Claim, antecedent basis in description .............. 608.01(0)
Claim lost in interference, canceled.................... 2363.03
Claim, nonstatutory, canceled ............ccccoeu.... 1302.04(b)
Claim, numbers identifying.............. 1302.01, 1302.04(g)

Claims, nonelected invention, canceled ... 821.01, 821.02
Copending application data brought up to date

........................................................... 201.11, 1302.01
Defensive publication...........ccecceveeevienieneenenenne. 711.06
Deposit account charge ...........ccoocvevvevivecienveinnns 1302.04
Drawing correction..............cceevennenn.. 608.02(w), 1302.04
Extension of time required for ............cccceeenee. 706.07(f)
Formal matters ..........cc.ccooevveeeennncennen. 1302.01, 1302.04
IFW applications................. 1302.01, 1302.04, 1302.04(f)
Informalities corrected ..........coevenenenerceiennenne. 1302.04
NO NEW MAET ..ceovvrieiieeiieeieeeiee e 608.01(0)
Patented copending application data................ 1302.04(f)
Plant patent application practice...........ccceeveereennenne. 1610
Reexamination

EXParte....coceeeeeeeeeee e 2287
Inter partes
Canceling rejected claims............c......... 2671, 2687
Correcting formal matters.................. 2687, 2687.01
In merged reissue/reexamination................. 2686.03
Not permitted if approval required .............. 2687.01
To the Title ....coceeveieienee 2660.02, 2686.03, 2687
Reference citation corrected............cocvevueennenne. 707.05(g)
Title of application ..........cceceveeevienieiieieeeeeenene 606.01
Examiner’s Answer
Appeal brief.........ccooieiieiieiceee e 1208
Appeal conference not held..............cc.ccoee..e. 1003, 1208
Counted as a disposal.........ccoceevieienienieenineneeee, 1705
New ground of rejection prohibited .................... 1208.01
New interpretation of 1law.........ccoocvevverieiieciieienienns 1208
TV Director’s attention required ............c..cceenne.ne. 1003
Print of drawing.........coceveeiiiiiiieniece e 1204
Reexamination
EXPArte. ..o 2275
INTEN PAMTES ...t 2677
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Sec. No.
Reply brief.......cccooiiiiieeee 1208.03
Special Status .....ccceeveereerieeeeeeee e 708.01
Examiner’s letter (See also Action) ........cccceveveerenennnn 707
Abandonment .........ccceeeeeieneneneneneneeieeneeas 711.02
AdVISOry action .........cceeceevveevveeverenennnn. 706.07(%), 714.13
Amendment after final rejection...........cccceeveeeenne 714.13
Arguments answered .........coocceeeeerienienienieeeenne 707.07(f)
Cancellation of nonelected claim.............. 821.01, 821.02
Claim allowable except as to form ................... 707.07(a)
........................................ 707.07(), 710.02(b), 714.15
Claim SUMMATY .....oocveeieriieiieieeieniesieeeeeee e 707.07(1)
Complete and clear.........coceeceeieeencnenenencnennenn 707.07
Copies of references ........cccccveveevvereeevvereeennenne, 707.05(a)
Copy to applicant.........c..cceeeeereerreeceeeiesiesieeneenn 707.12
Correction, period for reply ................. 707.05(g), 710.06
Correction of Citation.........ccceeeveeeveeecieesrieennnenn. 707.05(g)
Date stamped .......ccceevierieiieeee e 707.11
Decisions, CIited.........cooovveviievveeeiiieeeeereeeeeeee e 707.06
Drafting criticism in first Office action ............ 608.02(a)
..................................................................... 707.07(c)
Election of species required, concluding paragraph
.................................................... 809.02(a), 809.02(b)
Examiner signature at end of letter.............cccc... 707.09
Examiner’s amendments..................... 706.07(f), 1302.04
File wrapper entry.........ccccceeveveenceneencne 707.10, 719.01
Final rejection, clearly stated...........ccccveevvreennnne. 706.07
Final rejection, concluding statement..................... 706.07
Final rejection, patentability report................... 705.01(a)
First action, includes drafting comments.......... 608.02(a)
..................................................................... 707.07(c)

Formal matters....707.07(a), 707.07(e), 707.07(j), 714.02
Full anticipation, expressions used..706.02(c), 706.07(d)

Informal application ............ccecveveerreereeeeseenieenne. 702.01
Initialed by eXaminer............cccceeeveeeereerreernennenen. 707.08
Interference notice to patentee..........c.ccceceeeeennne 2307.06
Language in rejecting ........cooceveeveveeeeveneennnnns 707.07(d)
MaIlING ...vvevieiieieeieeieeee e 707.12
Memorandum Cited..........ccoeeveviereneneniiineeeene 707.06
New drawing required ...........ccoeceeveeieeieneenen. 608.02(b)
New examiner, primary examiner indicates .......... 707.01
NOICES CILEd ...eereieeieiieieeeceeeee e 707.06
Numbering of paragraphs...........cccceeevveerernenen. 707.07(k)
Omnibus rejection........c.ccvevveereeeereereereeennenne 707.07(d)
Orders Cited .......coveevieeiieieieieeee e 707.06
Outstanding requirements............c.cceceeceeeenennes 707.07(e)
Personal matter excluded..........ccceceeeevenennenn 707.07(d)
Piecemeal prosecution ............cccceeverveeveevennnnns 707.07(g)
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Examiner’s search facilities, use regulations--Extension of time

Sec. No.
Power of attorney invalid or lacking .............cccc....... 402
Preliminary amendment in new case......... 709, 714.01(e)
...................................................................... 714.03(a)
Primary examiner signs............... 706.07,707.01, 707.09
Primary examiner’s attention required, list.............. 1004
References, citation..........cccceeeuveennee. 707.05 to 707.05(g)
......................................................... 901.04, 901.05(a)
Refusing entry of amendment after Board decision
........................................................................ 1214.07
Rejection of claim corresponding to claim of patent
........................................................................ 2307.02
Remailing.......cccoocveiinieiiiiceeeee 707.13, 710.06
Requirement for information...............ccccueenue.ne. 706.02(c)
Restriction requirement..............ceeveeeveeverreennenns 803, 817
Returned........cooovoviiiieiiie 707.13
Reviewed by eXaminer..........ccccoveeeeveeieeenienieenne 707.08
Shortened time for reply........ccovvereererieniieieene 710.02
Signature ........coceeveveeeeeeieniennens 707.09, 707.10, 1302.13
Statement of 1€JeCtion ...........ccevvvevevevereveeriennenns 707.07(d)
Status letter reply.......cceoeeereienenereeeeeeee 203.08
Statutory Dasis .......ceeverierieriereee e 707.07(d)
SUMMATY ..o 707.07(1)
Supplemental...........ccceevirieiienieiee e 710.06
Undelivered.......cocoeeeeeieienienenineneneecceceeen 707.13
Examiner’s search facilities, use regulations................... 510
Example, Comments On .........ccceceeveerereneeeeeneeneeene 707.07(1)
Example, Operative.........ccoecveeverveeneeennnne 608.01(p), 2164.02
Example, Prophetic, simulated or predicted........... 608.01(p)
Excess number of claims for fee, after notice of allowance
...................................................................... 714.16(c)
Excess number of claims for filing fee ...................... 714.10
Excluded attorney or agent............. 105, 407, 713.05, 714.19
Execution of 0ath .........cccoeevieiiiiinieiieieee 604, 605.04(a)
Executive Order
NO. 5404 1608
NO. 9424 ..o, 302, 302.06, 302.08
NO 10,096......ciiiiiiiiineeeeceee e 509.02
NO. 10,358 710.05
NO. 12,598 . 115,120, 121
NO. 13,292 e 115,121
Executor or administrator..........cccceeeeeevennnns 409.01, 605.05
Allowance and iSSUC.........cccververcverveneeenieeeennes 409.01(f)
Application by, after discharge ...........c..c.c........ 409.01(c)
Assigned application, inventor dies................... 409.01(e)
AUhOTItY ..o 409.01(b)
Consular certificate ..........occeeeeervenieecenieneenenn 409.01(b)
Foreign country .........ccccoeevvevenneennen. 409.01(b), 409.01(d)
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Sec. No.
Heir.....ccooeenee. 409.01, 409.01(a), 409.01(b), 409.01(d)
Intervention not required ..........cccceeeeeeeriennenne. 409.01(f)
Joint inventors, inventor dies............ccoecvervrennene 409.01(f)
Specification form ...........cecveeverierieciieieeieeeene 605.05
EXRIDI . 608.03
Exhibit, Affidavit under 37 CFR 1.131 .... 715.07, 715.07(d)
Exhibit at interview .........cceeeevverenieeiereeseee e, 713.08
Exhibit, handling .........ccceevvevivrcieicienieiee e 608.03(a)
EX parte qUEStions ..........cccceeeveeierieneeieenieeie e 713.06
Expedited Right of Appeal Notice.................. 2671,2673.02
Experimental use (See also Public use) .................... 2133.03
........................................................... 2133.03(e)
Commercial exploitation ............c.cceevvennen. 2133.03(e)(1)
Completeness of the invention.................... 2133.03(e)(3)
Factors indicative of ........... 2133.03(e)(4), 2133.03(e)(5)
Intent to experiment...........cccoeceeeerienieennen. 2133.03(e)(2)
Reduction to practice.........ccccvevuvrreereereeenne. 2133.03(e)(3)
Testing by third party ......... 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental.............cceeveeneennen. 2133.03(e)(6)
When experimental use ends...................... 2133.03(e)(3)
Expert teStimony........ccceeeeeienienieieee e 1504.03
Expiration date of patent (See also Term, Patent)
Adjustment under 35 U.S.C. 154.......... 2710, 2720, 2730
DESIGN....viiiieiieiieiecieeeee e 1502.01, 1505
Extension under 35 U.S.C. 156 ................... 2750 to 2764
Plant.......coooieeieieee e 2701
ULHEY et 2701
Export control of patent applications............c.cceevereennene 120
Exposure of papers during interviews ................ 101, 713.07
Expounding patent 1aw ..........cccoeevirinienieniieeeee, 713.02
Express abandonment .............ccoeceviereeneennnnnen. 711,711.01
To avoid publication of application............. 711.01, 1125
Express Mail deposit ......cceeeveeieiiereerienieeieeeeeeeeveeiens 513
Express Mail Procedure in ex parte reexamination....... 2224
Express Mail Procedure in inter partes reexamination
.......................................... 2624, 2665, 2666, 2666.05
Express Mail service.......... 502, 506.02, 511, 513, 711.03(c)
.............................................................. 1216.01, 2510
Expunge information in application file..................... 724.05
................................... 724.06, 1002.02(b), 1002.02(c)
Extension of shortened reply period...................... 710.02(e)
Extension of time..........cccccvveveveenieennnnne. 706.07(f), 710.02(e)
................................................................... 1002.02(c)
For filing brief ..........cccccocenrene. 1206, 1208.01, 1215.04
For filing continuing application ...................... 201.06(c)
General fee authorization...........ccccceeeveeneveennenn. 710.02(e)
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Extension, patent term--Fee

Sec. No.
Reexamination
EXparte.....ccooveieeeeeeeeeee 1002.02(c), 2265
Inter partes..........ccceevevcnuenne 2648, 2665, 2672, 2682
Request.....coocveeveeieieeieeeeeeee, 710.02(e), 1002.02(c)
Extension, patent term (See Term, Patent)
Extraordinary situations
Abandonment, revival ..........ccccceeevieeiirenieennnn. 711.03(c)
Deferring iSSUC .......ocvveveeeerieiieeeee e 1306.01
Interview after iSSUE ........coeverererenenceceieene 713.10
Reexamination, €X pParte...........ccccecveeveviverreenneenennnn. 2274
Reply period reset ......ccoeveeveeienienieniicceneee 710.06
Suspension of Tules .......ccoeceevierieiieieeeeeeee 1002
Time to file...ccoviriririiiiiciceee 1206
Withdrawal from iSSUE ........ccoevererencncnineeene 711.01
E
Facsimile transmission
Assignment documents ..............ccccveeneee. 302.09, 502.01
Central Number.........cooovvvveiiiiiiiiiiiiiee e, 502, 502.01
CorreSpondence. .......cocverueerueeeeeienieseeee e 502.01
Declaration or oath..........ccocoeeieeiiiiiienieeee 502.01
PCT international application.................... 1805, 1834.01
..................................................... 1865, 1893.01(a)(1)
Maintenance fees...........ceeuerverieninnennienieneenceee 2510
Permitted types of correspondence........................ 502.01
Prohibited types of correspondence ...................... 502.01
Reexamination
EXParte....cccoeeieeeeeeeeeeeeeeee e 2224
INLEr PATES....cevieeieeeeeeee e 2624
Secrecy order application, not permitted....... 120, 502.01
Federal Circuit (See Court of Appeals for the Federal
Circuit (CAFC))
Federal holiday
Abandonment date ..........c.eceeieiieiiiniieie e 711.03(¢c)
Appeal brief.........ccoooiiiiii 1206, 2274
Civil QCHON ...vvenviiiiericeiececteeee e 1216
Continuity between applications..............cceeueenee.. 201.11
Effect on reference.........coccvevevvevciienceeicieenneens 706.02(a)
Effect on Express Mail Service.........ccoceeveevenienenennene 513
Filing date ........cccccevuereerernnenn. 502, 502.01, 505, 512, 513
Foreign application copendency............ccccccuevuennee 201.13
Foreign patent .........ccoceevvveeereenieeieneenen, 2135,2135.01
Maintenance fees........cooovvvvieiiieiiiieeeeeeeieinnns 2504, 2506
Papers not received ........occeveerienieiieeieeee e 502
Period for reply ending on............cccceevernene. 505, 710.05
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Sec. No.
Prior art effective date .........ccevevveeciienciienneenee. 706.02(a)
Provisional application copendency ................. 201.04(b)
PTO business hours ..........ccccveveveneninceieienieneneenen 510
Reply period .......ocveeeeeieeieiieceeeee e 710.05
Statutory Dar ......ocvveveeieciecieeee e 2133
Statutory period ........ceoeeveerieiienieniecee e 710.01(a)
Unscheduled cloSings .........cccceveeeveenvenieneeeecene 201.13
Federal license rights..........cccoecvreierienienieieeeecceeee 310
Federal Rules of Civil Procedure
Rule 8(b) cited ......ccevvevrieiieiicieeeeceeeee e 410
Rule 11(b)
CRted oo 402
Reproduced ........ccoeveeiieriieiieiiiiecieeee e 410
Federal Rules of Evidence.............ccocvvvvvnnnee.. 2301.02, 2308
Federal Telecommunications System................. 408, 713.01
Fee (See also Refunds)
AAIESS ..o 2540
APPEAL .. 1205, 1208.02
Assignment 1eCOrding..........ocvevveevereeneerieenreenenns 302.06
Credit card payment of .........ccccoooeereeenen. 509, 706.07(%)
Current amounts available on USPTO web site ......... 509
............................................................................. 1730
Examiner’s amendment ............ccooceerveniieieennnnne 706.07(f)
Extensions of time ..........cccoeeveeverieenieecieniesneenne, 706.07(f)
FIliNG wneeiieeeee e 509, 607
Claims in €XCeSS Of ..vvvvvvviiviiiiiiiieeieeiiieee, 607, 714.10
Dependent claims..........cceecvevverieniieieniennnns 608.01(n)
Deposit aCCOUNt........ccveveeierierieieeee e 509.01
Disclosure Document...........ccccoceveveneneneeiennenne. 1706
Inadequate........cccoevvieiiiniinieieee e 506
International application ...............cccceeneeene. 1810, 1827
Nonprovisional application.............cceeue..e.. 601.01(a)
Provisional application.............cccceevverreennnnne 601.01(b)
Reduction for small entities ...........ccccoceeereenenne. 509.02
Reexamination
EXParte.......ccoooieiieieeeeeeeee e 2215
INtEr PArTES.....covieieeeeeeeeeeeeee e 2615
REISSUC ....eveeiieieieierieeie e 1415
RetUrn....coooiiiceeeee e 503, 607.02
Small entity .......cccceeviieiiiiiiieieeeeee e 509.03
Issue (See Issue fee)
Maintenance (See Maintenance fees)
Payment........cceeeeiiiiieeiieee e 509
Petition to reVIVe......cccveevveerieeie e 711.03(c)
Publication fee............. 1126, 1133, 1303, 1306, 1306.03



INDEX

Field of search--Final rejection

Sec. No.

Reduction of basic fee for international applications
containing large sequence listings and/or tables

......................................................................... 1823.02
Reduction for small entities..........cccceceeveeenrenuennene 509.02
Field of search............ 708.03, 904, 904.02, 904.02(a), 1701
Notation in fil€.......ooevivvviviieiiiiiiiiieeeeeeeene 719.05, 904
Field of search, notation by examiner .................... 705.01(a)
................................................. 719.05, 904, 904.02(a)
Figures (See Drawings)
File Information Unit (Record Room)..................... 102, 103
................................................ 508.03, 711.04, 711.06
File wrapper/history (See also Image File Wrapper (IFW))
............................................................................... 719
Action entered..........cooeveeeeieiienienencseeeeeene 707.10
Allowed case data entered............ccceeeeeeenieneennene. 1302.09
Amendment endorsed............oooveeiininnnnn. 710.05,714.18
Arrangement of papers........cceeceveevienieneeeenne 719.01(a)
Assignment endorsement ...........cceecveeeereereeesreenennnnns 303
Civil QCHON ...t 1216.02
Classification data ..........ccccecueveieneieneneeieeeee 719.03
Classification hiStory..........cccocevveviereecrnieneenen. 719.03
COomMPIELENESS ....ovveeeeeieiieie e 724.01
“Contents”, Entry iN.......cccoceveverienieciinieeieieenene 719.01
Continuation, Former Rule 1.62 (FWC)
PUbBLIC ACCESS ...viviviriieiieiieieiee et 103
RESIICION ..ot 819
Correction Of eITOT........ccevvererineninereeeeeeeeenne 719.02
Data entered on ........cc.coeeuveeenee. 710.05, 719.02, 1302.09
Field of search.......c..coceevevenininicniiinceceeee 719.05
Field of search, patentability report................... 705.01(a)
Foreign application cross-noting...........c.cceceeue.e. 202.03
..................................................... 1893.03(c), 1895.01
Foreign filing date entered on ................ 719.06, 1302.06
Index of claims......ccceeeeieienieninirceeeeeee 719.04
Interference notation ...........cccceeeevveecieencveennnenne 2301.01(b)
Licensing and Review stamp...........cccecevverveciennennen. 140
Name of applicant changed..........c..cccocverurenenn. 719.02(b)
Notes to application of another party ...............ccue..... 101
Papers iN.....ooeeveenieieeeeeee e 719.01
Parent application notation on................ 202.02, 1302.09
Print of drawing.........cocceveeveeieieiiereee e 719.01(b)
Printout of search hiStory ..........c.ccooevevverieniennnne. 719.05
Relation of application noted on .............. 202.02, 719.07
Residence changed...........cccooceiiiiiininieiene, 719.02(b)
Return of paper entered on.........cccceevveerenennne. 719.01
“Searched” boX entries........cceccvevereerierieenereenen. 719.05
“Searched notes” box entries.........coceeeeeeveneennenn 719.05
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Sec. No.
Signing and dating by primary examiner............. 1302.13
Statutory period ends on nonworking day............. 710.05
Files RepoSitOry......cccvevvveiieieeieeiesieieeie e 711.04(b)
Filing date........c........ 201.06(c), 502, 503, 505, 506, 506.02
Continued prosecution application (CPA)........ 201.06(d)
Effective, prior application........ 201.11, 706.02, 2133.01
Express Mailing date ..........cccooeeveenienenenne 506.02, 513
Foreign application, Convention date
(See also Foreign application).............. 201.13,201.15
International application .............ccoecvevveveerreeneneeenne. 1810
Later filed application as disclosure ................. 608.01(p)
Patent Cooperation Treaty (PCT) ...ccceevveiveveniiennne 1810
Petition........ccccoevuennenn 506.02, 513, 601.01(b), 601.01(c)
.................................................... 601.01(f), 601.01(g)
Refusal to accord ........cooeeeiiiiiiiniiniiceece 506.02
Review of refusal to accord ..........ccooceeneeniininiene 506.02
Subsequent publication as disclosure ............... 608.01(p)
Filing date of reexamination request
EX PAITE .eeieieeeeeeeeeee e 2215
INter ParteS.....cccvveeiieiieeeeeee e 2627, 2628
Filing fee (See also Fee; Refunds).......c.cocceevveeeicnicnnene 607
Claims in eXCesS Of ....oocvveireieriieieeieeeee e, 714.10
Continued prosecution application (CPA)........ 201.06(d)
Of a reissue application...........cceeeveevereereerreenenns 1415
Deposit aCCOUNt ......cccveeeieeeiieiieeeiee e 509.01
Inadequate..........cooeeiieiieie e 506
Reduction for small entities.........ccocevevercrenenee. 509.02
Reexamination
EXPaIte....cccvveiieieceeeeeee e 2215
INLEN PAITES ....covieeieeeeeee et 2615
Reissue application...........cceeeeveereeieecesieeceeee 1415
RetUIN ..o 503, 607.02
Filing receipt (See also Postcard, self-addressed)....... 201.03
....................................................................... 503
Final action (See Final rejection)
Final Board decision in inter partes reexamination
........................................................... 2681, 2682
Final data capture..........ccoecveveerienienieeie e 1309
Final r&JeCtion ........cocevueeieienieieie e 706.07
Amendment after.........ccccooveviiiivieeiinnen. 714.12,714.13
Amendment after, entered in part .............ccceeneee. 714.20
First action ........cceveevieenieeiienieeeee e 706.07(b)
INEETVIEW ...ttt 713.09
Ltter oo e 706.07
Patentability report .........cccoeeeeviiienienieees 705.01(a)
Petition to vacate ........cccceeevveeeieeeieenieeeireene 1002.02(c)
Premature.........occeeeeeciieienieneeeee e 706.07(c)
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Final restriction requirement--Foreign language

Sec. No.
Premature, Withdrawal of ...............ccccceeneennnann. 706.07(d)
Primary examiner’s attention required..................... 1004
Request for continued examination (RCE)........ 706.07(h)
Reexamination, €X Parte..........cccceeveeveeeevereeneeeennn 2271

Reexamination, inter partes (See Action: Closing
Prosecution in inter partes reexamination)

Secrecy order application...........ccecceeeeeveenieneenieeenne 130
SPECIAL..ceiieiiieiieiieeee e 708.01
Time for 1eply uvovvveeveeiieieeieeeeeee e 706.07(f)
Transitional procedure ...........ccceceevvvecreecvennennen. 706.07(g)
When proper..........cccceeeuee. 706.07, 706.07(a), 706.07(b)
Withdrawal..........coeeeieeiiiiieecceee e 706.07(e)
Withdrawal, Primary examiner’s attention..... 1004, 1005
Withdrawal of premature ...........ccccceeevvevenevennen. 706.07(d)
Withdrawal prior to hearing on appeal................ 1208.02
Final restriction requirement .............ccccoeeeeereeeeneensn. 818.03
First action final rejection ...........ccocceeveereneeneennen. 706.07(b)
First Office action form.........ccccececvevenininincncnencnene 707
First action on the merits (FAOM) (See Letter, Examiner’s)
Fissionable material ..........cccccccveeeieeciieecieeniieeieene 706.03(b)
Five year pendency .........ccccceeveevveneneeneennen. 707.02, 708.01
Flowchart for
Effective date under 35 U.S.C. 102(e) .......... 706.02(f)(1)
Examination of computer-related inventions ........... 2106
Genus-Species guidelines...........ccoceeeeeeeeieienense. 2144.08
Prior art citation in a patent..........cccceeeeeeeereercennnne. 2206
Reexamination provisions, €X parte............cc.cceeeee 2201
Reexamination provisions, inter partes.............. 2601.01
Transitional after-final procedures (37 CFR 1.129(a)
...................................................................... 706.07(g)
Treatment of applications having conflicting claims . 804
FLOW ShECL ....eveeeiieieieicicccetccccse 608.02
FOIA (See Freedom of Information Act (FOIA))
Font, type c.ooeeveeiieieeieeeeeee e 608.01, 1504.01(a)

Foreclosure (See Assignment: Security interests)

Foreign application (See also International application)
FN o) o) Y S 706.02, 2127
Certificate of correction to perfect priority

................................................................ 201.16, 1481
Certified copy to avoid reference............. 201.14, 706.02
Certified copy not filed .........cccoeveveiienienee. 201.14(c)
Cross-noting on file wrapper/history..................... 202.03
Date entitled t0.....c.coecveerecvrineireene, 201.13 to 201.15
Design patents ........cccceeeeveenieeieniennnnns 1504.02, 1504.10
Determination of priority ...........cccceeeueeee. 201.14, 201.15
DiSClOSUIe........ooueieeieiieiieeeeee e 201.15
Duty of disclosure of information cited .......... 2001.06(a)
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Sec. No.
English language translation for benefit of date
..................................................... 201.15, 706.02
Ex parte reexamination to perfect priority................ 2258
Filed more than a year before U.S. application
..................................................................... 201.14(c)
Filing in foreign country.........c.ccoeceereeveneeneeneenennne. 140
Farst oo 201.13
German design applications..........c.ccceevereeennenne. 201.14(b)
Great Britain .......cocceceeierineniiinceceeeee e 201.15
Identification........c..ccevveruierieeieiiecieee e 201.14(d)
Incorporation by reference in U.S. application......201.13
Inter partes reexamination to perfect priority........... 2658
License to file .....ccoovverveiieieeieeeeeeeen 140, 706.03(s)
Listed on oath/declaration..............ccccuvveennee.. 201.14, 602
No claim for priority........ccceveeeveereeienieneennen. 201.14(c)
No reference made in declaration..................... 201.14(c)
Notice to Office after nonpublication request........... 1124
Noting earliest date in file history/wrapper ........... 202.03
Ordering COPIES ......ccveeveereerreerreereeeeseeseeeneenns 901.05(c)
Overcoming reference which is..................... 201.15, 715
Prior art cited in related ...........cccooeeverenennne. 2001.06(a)
PriOrity ..ooveeeeeeeeeeeeeeeeeeee e 102, 201.13, 706.02
Papers not filed........ccceeveeeierienieieeeieees 201.14(c)
Petition for unintentionally delayed claim for priority
............................................ 201.14,201.14(a), 201.16
...................................... 1002.02(b), 1402, 2258, 2658
Priority document in parent application............ 201.14(b)
Reissue application claiming foreign priority
................................................................... 1402, 1417
Ribboned........cccovieieieieeeee e 602.04(a)
Same INVENtioN .........ceceeeerierierieieeieeee e 201.15
S€al ..t 602.04(a)
Statutory bar .........cccceeeveenene 201.13, 706.02(e), 2135.01
Time limits to submission..................... 201.14, 201.14(a)
Certificate of correction .........cccceveeveerceencenncnne. 201.16
ReiSSUC .....ovveieiieiieiieieee 201.14,201.14(b), 201.16
Translation required...........cccoeovveeverrennnnne. 706.02, 201.15
Foreign countries recognized for priority ................... 201.13
Foreign executed oath...........ccoceieiiniiincniiceieeeee 602.04
Foreign filing, Proving priority.........c..c........ 201.14, 706.02
Foreign filing date
Entitled to ...coveeeiiiinince, 201.13, 719.06
On file wrapper/history........ccoovvevveecveeciereerieeeeennn. 202.03
Foreign filing license ..........cccevveneneneninciceceenee 115, 140
FOr PCT .o 115, 1832
Foreign language
APPLICALION ..ot 608.01



INDEX

Foreign patent--Form letters and forms

Sec. No.
Names for months .........cccceeevieeeiivieiieiienieeienns 901.05(a)
Names for United States.........cccceveveerveerveennnn. 901.05(a)
Oath or declaration..........ccccocevevvercreeceieienennenn 602.06
Foreign patent
ATt COILECHION. ..ot 901.07
CRtatioN......eevveeeeere e 707.05(¢), 901.05(a)
Citation dates and information...............cccceue..e. 901.05(a)
............................................................ 901.05(b), 1851
Classification.........cccceeeevveeeeeieeeeeeeee e 903, 903.03
CoUuNtry COAES ...ocuvevieiieiieiieiieieere e ere e 1851
Database search..........ccccocveviieieiienieeeee e 706.02(e)
Document citation, in PCT.........cooovvvvviiiiiiiiiieneenn. 1851
DUuplicates.......cccveeieeieeiieiieeee e 903.03
Effective date ......ccooevevveviieiieiecieeeeee e 901.05(b)
Family of (INPADOC).......ccccooviroiiieieieeenne. 901.06(a)
In prior art statement .........cccoeeveveeneenenieiieneeceee 609
Individual country Overview ...........ccccceeeeeuereennen. 901.05
JOUMNALS ..o 901.06(a)
Law OVEIVIEW ..c..eoveriieiieiienieienieesie e 901.05
LADIATY ..o 901.06(a)
Listing at allowance ............ccocceeveereereereeneennne 1302.12
OPPOSILIONS ..ottt 901.05
Ordering COPICS .....ecvverevereieeeeierrenieenieeeeeaesenes 901.05(c)
Print of, where obtained .............cccccvevveeiernennen. 901.05(c)
Reference ......oooovvvveveeiieiceiiiiieeeeeee 706.02,901.05
Statutory bar........ccoceveereeieneeeene, 201.13, 706.03(s)
TTANSTET ..o 903.05
Translation of .........ccceevveiiviienieire, 706.02, 901.05(d)
Unlicensed, same applicant...........cccceevveevennnene 706.03(s)
Foreign priority (See also Foreign application)
.......................................................... 201.13 to0 201.16
Design patent applications ............ccceeeverevennenne. 201.14(b)
......................................................... 1504.02. 1504.10
U.S. filing date computed .......... 201.13, 706.02, 2136.03
Formal matter
Allowance and issue............... 1302.01, 1302.02, 1302.04
Amendment of application in iSSU€.......c..cccecuenee 714.16
Claim allowable except for ...........ceeevennenne 706, 707.07()
Review of action involving ..........ccccceeeenueenne. Introduction
Right of priority
Prior foreign application.................... 201.13 to 201.16
........................................................... 1402, 1417
Prior U.S. application ...........cccceeeveeerennen. 201.11, 1405
Specification format...........ccoccevvenieniieniniinienes 608.01
When taken up ......ccccoevveeeeienienene 707.07(a), 707.07(e)
.......................................................... 707.07(), 714.02
Former examiner restrictions ............ccceevevevverenenennens 1702
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Form letters and forms

Abandonment ...........ccocceeiierieniiie e 711.04(c)
Action Closing Prosecution PTOL-2065...2671.02, 2696
AdVisory ACtion ........ceevevveerieevenenennen. 706.07(%), 714.13
Advisory Action — EX Parte Reexamination PTOL-467
................................................................... 2265, 2296
AloWabIlity ....cccvveeieeieiieeee e 1302.03
Amendment received after allowance............... 608.02(z)
............................. 714.16(d), 714.16(e), 2307.03
Amendment after Board decision, refused entry .1214.07
Amendment not entered..........coccoceeveeieieniininennns 714.22
Amendment not fully responsive...........cccceevuveneenne 714.03
Amendment unsigned...........ccooveriieciencienieninnns 714.01(a)
Certificate of Correction form PTO/SB/44 or PTO 1050
.................................................... 1480, 1480.01, 1485
Certificate under 37 CFR 3.73(b) PTO/SB/9%............ 324
Change of Correspondence Address, Application
PTO/SB/122 ..o 403, 2542
Change of Correspondence Address, Patent PTO/SB/123
..................................................................... 403, 2542
Compact disc transmittal sheet for submission of
sequence listing and/or tables to the United States
Receiving Office under PCT Administrative

Instructions-Part 8.........ccccceveenenevnineicnennns 1823.02
Correspondence Address Indication PTO/SB/121......403
Cover sheet, assignment document..............cc.c..... 302.07
Cover sheet, provisional application

Cited.c.eviieieiiriceeerceeeeeeeee 201.04(b), 601

Reproduced........cccovevieieiieniieiieiecieeiees 201.04(b)
Credit Card Payment Form PTO-2038

Cited. oo 509, 1302.04, 1306, 2510

Reproduced ........coccvevieeiieniieiieiece e 509
D10t 130, 1304.01
D11t 1103
DD Form 441 ....ccoooiiiriiieieieicieieneneseeeeeeeeeen 120

Death of Attorney, Application ready for allowance..406
Declaration for Plant Patent Application PTO/SB/03

............................................................................. 1604
Declaration for Utility or Design Patent Application

PTO/SB/OT ittt 602
Disclaimer in Patent PTO/SB/43 .......ccooeeviiiieennns 1490
Disclosure Document Request PTO/SB/95 .............. 1706
Election of SPecies.......cceecveveerieriienieeieseeenenn, 809.02(a)
Examiner Checklist — Reexamination

PTOL-1516 oo, 2296, 2687, 2696
Examiner’s action PTOL-326........ccccccoveevieerieeneenne. 707
EXaminer’s anSwer ..........ccoccvevveerieerenveneenseenennenens 1208
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Sec. No.
Examiner’s Biweekly Time Worksheet PTO-690E
......................................................... 1704, 2238, 2638
Examiner’s Case Action Worksheet PTO-1472....... 1705
Examiner’s Order - Cross References for Search Files
PTO-14B ...ttt 903.06
Examiner’s Order for Replacement Copy PTO-14C
.......................................................................... 901.09
Fee Address Indication PTO/SB/47
CRted .o 2540, 2595
Reproduced ........ccoeevvveiieiiiienieneee e 2595
Final rejection .......cccceceeierienienieniececec e 706.07

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29
...................................................................... 201.06(d)

For Design Applications Only: Receipt For Facsimile
Transmitted CPA PTO/SB/29A ................... 201.06(d)

45-day Letter.....ccoocveieiieiiee e 150

General Office Action, Ex Parte Reexamination
PTOL-466 ....cooeoiiiiiienieeeeeee, 2262, 2296

General (Ex Parte) Reexam Communication PTOL-473
(With SSP) e 2250, 2266.03, 2296

Incorrect citation of references, Correction....... 707.05(g)

Information disclosure statement (IDS) PTO/SB/08

Cited ..cooereeeenenee. 609, 1893.03(g), 1901.03, 2001.04
......................... 2003, 2004, 2214, 2258.01, 2280
........................................ 2287,2614, 2687, 2690

Reproduced.........coovvvieiieiiiieiieiee e 609

Interference Initial Memorandum ....................... 2309.02

Interfering Subject Matter, Secrecy order applications
........................................................................ 2309.06

International application transmittal (PTO-1382)
................................................................... 1830, 1832

Inter Partes Reexamination Communication (With SSP)
PTOL-2071 oot 2696

Inter Partes Reexamination Communication (Without
SSP) PTOL-2072 ...ooevieveiieieeeieienieeese e 2696

Inter Partes Reexamination Notification Re Appeal
PTOL-2067 ..cooveeieeiiieieieeeen, 2662, 2674, 2696

Inter Partes Reexamination Transmittal PTOL-2070
................................. 2664, 2670, 2677, 2686.01, 2696

Interview Request, Applicant Initiated PTOL-413A

Interview Summary, Examiner Initiated PTOL-413B
............................................................. 713.04, 714.13

Interview Summary PTOL-474, Reexamination
................................................................... 2281, 2296
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Sec. No.
Issue Classification (Blue slip) PTO-270

Cited..oooeeeeeeeeeeeen 903.07, 903.07(b), 903.09
.................................. 1107, 1302.10, 1455, 1611
DIZESES oottt 903.07
INItIAliNG ....ovvieiieieciieieee e 903.07(b)
Reproduced ........ccooeeiieiiiiiniiiceeeee 903.09
Issue Classification, Designs PTO-328 ................. 903.07
.................................................. 903.09(a), 1107, 2287
Issue Classification Sheet...... 1302.09, 1302.10, 1302.13
Issue Fee Transmittal PTOL-85B....................... 307, 324
................................................................ 512, 1306.01
.................................................... 1306.02, 1309, 1481

Maintenance Fee Transmittal PTO/SB/45
(@316« RN 2515, 2595
Reproduced.........cocueeieiiiniiiiiiiceeeeee e 2595

Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

Reproduced ........coovveiieiieieiieieeiece e 1135
Note to SPRE/Examiner/TC Personnel of Inter Partes
Reexamination Deadlines PTOL-2061................. 2696
Notice of Abandonment
PTOL-1432 .o 711.04(c)
Notice of Abandonment under 37CFR 1.53(f) (CPA) For
Design Applications PTO-2019.................. 201.06(d)
Notice of Allowability PTOL-37......... 602.03, 608.02(b)
............................... 608.02(z), 609, 710.02(e), 714.13
..................................... 714.16(d), 812.01, 1205, 1207
............................................... 1302.03, 1302.04, 1455
Notice of Allowance and Issue Fee Due PTOL-85
................... 115,203.07, 203.08, 406, 509.03, 602.03
............................... 608.02(b), 609, 708.02, 710.02(e)
............................... 711.01, 711.02, 711.03(c), 711.06
.......................... 714.15,714.16, 714.16(a), 714.16(d)
............................. 804, 1126, 1303, 1303.03, 1304.01
............................ 1305, 1306, 1306.02, 1306.03,1308
...................... 1308.01, 1308.03, 1309, 1512, 2001.04
................. 2307.03, 2364, 2406, 2411, 2411.03, 2575
Undelivered........ocoooeeieeeieieee e 1303.02
Notice of allowance, Secrecy order applications
D10t 130, 1304, 1304.01
Notice of Appeal from the Examiner to the Board of
Patent Appeals and Interferences PTO/SB/31

.................................................................... 1205, 2273
Notice of Assignment of Inter Partes Reexamination
PTOL-2060......cccioieiriiriinieieeiereeeeeeiees 2696
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Sec. No.
Notice of Concurrent Proceedings — Inter Partes
Reexamination PTOL-2062 .........cccoooveiireennene. 2696
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475 .o 2250, 2266.02, 2266.03
................................................ 2272,2273,2295, 2296
Notice of Defective Paper — Inter Partes Reexamination
PTOL-2069 ......ccoeevevereanne 2666, 2666.06, 2666.50
.................................................... 2666.60, 2671, 2696
Notice of Draftsperson’s Patent Drawing Review
PTO-948 ..o 608.02(b), 608.02(h)

.............................................................. 707, 707.07(a)
Notice of Failure to Comply with Inter Partes
Reexamination Request Fee Requirements
PTOL-2057 ..ot 2696
Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8, 1995 PTO-

2011 Reproduced ........cccvevieienieieeee 201.06(d)
Notice of Improper CPA For Design Applications PTO-

2012 Reproduced .........cceeevveevviencieeiiiennens 201.06(d)
Notice of Improper Request for Continued

Examination (RCE) PTO-2051 .................... 706.07(h)
Notice of Incomplete Nonprovisional Application

PTO-1123........... 506, 601.01(d), 601.01(e), 601.01(%)

.................................................. 601.01(g), 2731, 2732
Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced ........... 201.06(d)
Notice of Incomplete Request for Inter Partes
Reexamination PTO-2059........ccccooviiiiiininnnne. 2696
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-4609 .................. 2235, 2250
................................................ 2250.01, 2271, 2271.01
................................................ 2273, 2287,2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068 ...... 2666.10, 2666.20
................................................ 2671,2671.01,2673.01
....................... 2674, 2675, 2682, 2686.01, 2687, 2696
Notice of Intent to Publish Statutory Invention

Registration SIR-L .......cocooviiiiiniiiiiiecee 1107
Notice of Inter Partes Reexamination Request Filing
Date PTOL-2058....c..coiiininieenecieiecencnee 2696
Notice of Non-Acceptance of Patent Maintenance Fee,
PTO-2142 i 2531
Notice of Non-Acceptance of Small Entity Patent
Maintenance Fee, PTO-2140..................... 2531, 2550
Notice of Non-Compliant Amendment............. 714.01(¢)
................................................ 714.03, 714.22
Notice of Non-Recordation...........cccceeeeneencennnne. 302.09

I-39

Sec. No.
Notice of Omitted Items in a Nonprovisional Application
PTO-1669 .....coveiiiiiie, 201.06(c), 601.01(d)

................................................. 601.01(g), 2731, 2732
Notice of Overpayment of Patent

Maintenance Fee, PTO-211.....cccccccoovvvvvvvvvrennnen. 2550
Notice of Recordation..........cccceeeevereencencencneene 302.09
Notice of References Cited PTO-892........ 707, 707.05(a)

................................... 707.05(c), 707.05(d), 707.05(e)

................................................................... 2687, 2690
Notice of Special Acceptance of Patent Maintenance

Fee, PTO-2143 ..ot 2530
Notice of Statutory Invention Registration (SIR)

Acceptance, SIR-N (Form D-11)........ccccecvvneneen. 1103
Notice of Withdrawal from Issue under 37 CFR 1.313(b)

Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468............... 2273,2274, 2296
Notice to Comply With Requirements
Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence Disclosures
PTO-1661 ........ccouec.. 2427.01, 2427.02, 2731, 2732
Notice To File Missing Parts of Application......... 201.03
........................ 601.01(a), 607, 710.02(d), 2731, 2732
CPA for Design Applications PTO-2021 Reproduced
........................................................ 201.06(d)
Notification of Non-Compliance with 37 CFR 1.192(c)
PTO-462 ..o 1206
Notification of Non-Compliance with 37 CFR 1.192(c) —
PTOL-462.....c.ooiieiniicinicicincieeneceeiene 1206, 2296
Office Action — Ex Parte Reexamination
PTOL-466.......oconiiiieinieenceeeeine 2262, 2296
Office Action - Inter Partes Reexamination PTOL-2064

Reproduced ........coovveiieiiiieiieiiciece e 2660
Office Action Summary PTOL-326 ................. 608.02(h)
Order Granting/Denying Request for Ex Parte

Reexamination PTOL-471......cccocovivviieiinenenn 2296
Order Granting/Denying Request for Inter Partes
Reexamination PTOL 2063

Cited...oooereirincenieenene 2646, 2647.01, 2647.02, 2696

Reproduced ........ccocveveeieiiiiiieeeeeeee 2647.01
PCT forms (See Patent Cooperation Treaty (PCT))
Petition for express abandonment to Avoid Publication

under 37 CFR 1.138(c) Reproduced.................... 1135
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Sec. No.

Petition for Revival of an Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing

PTO/SB/64a
Cited .o, 711.03(c), 1124, 1135
Reproduced........ccooevvvveviennieieennne, 711.03(¢c), 1135
For Application Abandoned Unavoidably PTO/SB/61
.............................................................. 711.03(c)
For Application Abandoned Unintentionally
PTO/SB/64 ..., 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration (37
CFR 1.63) PTO/SB/03 ....ocovoieieieeeeee e 1604
Potential interference, same attorney or agent ......... 2305
Provisional application for patent
Cover sheet PTO/SB/16.........ccoeevevveneannnnne. 201.04(b)
PTO-T4A ..ot 905.02
PTO-14B ..o, 903.06, 905.02, 2287
PTO-14C
Cited oo 901.09, 905.02
Reproduced ........cccoeveenieiiniiiiicec 901.09
PTO-150...cciiiiie e 1302.07, 1706
PTO-152. i 409.01(b), 602.03
............................ 605.02, 605.03, 707, 707.07(a)
PTO-2T1 i 2550
PTO-262....eeeeeeeeeee et 1204
PTO-270 (Blue Slip) ....cccvvvveveennes 903.07, 903.09, 1107
.................................................... 1302.10, 1455, 2287
PTO-328....ooiiiiiiiieieeeeceeee 903.07, 1107, 2287
PTO-44TA oo, 903.08(a), 903.08(d)
.................................................... 903.08(e), 2237
PTO-690FE ......coccveieieieeene 903.03, 1704, 2238, 2638
PTO-850
Cited....oooveveiennne 1002.02(d), 2308.01, 2309, 2309.02
Reproduced ........ccovevvveiiiiiiiiieeeeeeeeeens 2309.02
PTO-875 et 608.01(n)
PTO-892
Cited....oooveeereeenne, 201.15, 608.01, 609, 707, 707.05
................ 707.05(a), 707.05(c), 707.05(d)
.................... 707.05(e), 707.05(g), 901.06
.............. 1302.04, 1302.12, 1406, 1901.06
................... 2246, 2257,2287, 2290, 2646
...................................... 2657, 2687, 2690
Reproduced ........ccceevieviieciieiieiecieceeeee 707.05(a)
PTO-948.....oeee et 608.02(b)
............................................ 608.02(h), 707, 707.07(a)
PTO-1050......ciieeeieeieieieienne 1480, 1480.01, 1485
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Sec. No.
PTO-1123 .............. 506, 601.01(d), 601.01(e), 601.01(f)
................................................. 601.01(g), 2731, 2732
PTO-1360 ...ceiieiieiieiieieieeeneeeeeeeeeeene 608.01(n)
PTO-1382 .o 1830, 1832
PTO-1449 ..ot 609, 707.05(d)
................................ 1302.12, 1406, 1901.03, 1901.06
...................... 2214, 2246, 2257, 2258.01, 2287, 2290
............................................... 2614, 2657, 2687, 2690
PTO-1472 oot 1705
PTO-1516 .o 2287,2295
PTO-1517 et 2287,2295
PTO-1590 ...ttt 719.05
PTO-1595 .o 302.07
PTO-1661 ..o 2427.02
PTO-1669 ..o 201.06(c), 601.01(d)
................................................. 601.01(g), 2731, 2732
PTO-2011 Reproduced.........cceoveeerienreiranns 201.06(d)
PTO-2012 Reproduced.........cccovevvrvererenirannnns 201.06(d)
PTO-2018 Reproduced.......c.cccvvvevvenieereennnnne. 201.06(d)
PTO-2019 Reproduced..........ccoceveereeneenieannnns 201.06(d)
PTO-2021 Reproduced.........ccecvreeeieneieirannns 201.06(d)
PTO-2038
Cited...ooveieenierereceeee 509, 1302.04, 1306, 2510
Reproduced.......c.coceevveviieiiiiieiicieeeeee e 509
PTO-205T c.eiieiieeeeeeeee e 706.07(h)
PTO-2140 c..iiieieieieieeeeee e 2531, 2550
PTO-2142 .ot 2531
PTO-2143 .ot 2530
PTOL-37
Cited....coeceveenee. 203.08, 602.03, 608.02(b), 608.02(z)
........................ 609, 707.05(g), 710.02(e), 714.13
......................... 714.16(d), 812.01, 1207, 1302.03
................................... 1302.04, 1302.12, 1302.14
Reproduced.......cccoovvevivieiieniciciieieeeeeee 1302.03
PTOL-85
Cited...ooveveeeeeieieneen 203.08, 714.16(d), 1303, 1306
........................................ 1306.02, 1308, 1308.03
Reproduced ........cooveevieienieniieieeiecieceee e 1303
PTOL-85B
Cited...ccooveeenne. 307, 324, 509.03, 512, 1303, 1306
............................. 1306.01, 1306.02, 1309, 1481
Reproduced ........cooveeiieoieiieiieeeeee e 1303
PTOL-85C Reproduced........cccvevvveverienieenieeieeniene 1303
PTOL-90.....ccccoeenee 608.02, 707, 714.16, 1206, 1208
............................. 1208.03, 1209, 1210, 2427.01
PTOL-271 it 714.16(d)
............................................... 714.16(e), 2307.03
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Sec. No.
PTOL-303 ..o 706.07(f), 708.02
......................................................... 711.03(c), 714.13
PTOL-319 o 714.03
PTOL-326
Cited .o 201.14(b), 201.14(c)
......................................... 608.02(h), 609, 706.07
......................................... 707, 710.02(b), 812.01
Reproduced.........coceevevienieiieieceeeeeee e 707
PTOL-404 ...ttt 1485
PTOL-413 .ot 713.04, 714.13, 1902
PTOL-461 ..o 1215.04
PTOL-462 ..ot 1206, 2296
PTOL-462R ..o 2274
PTOL-465 ..ot 2262, 2264, 2283,2296
PTOL-466 ... 2262, 2296
PTOL-467 ..o 2250, 2266.02, 2272, 2296
PTOL-468 ..o 2273,2274, 2296
PTOL-469 ..o 2235, 2250
................................................ 2250.01, 2271, 2271.01
................................................ 2273, 2287, 2288, 2296
PTOL-AT1 oot 2296
PTOL-473 .ot 2250, 2266.03, 2296
PTOL-474 ..o 2281, 2296
PTOL-475 ...ooveieieiene, 2250, 2266.02, 2266.03, 2272
......................................................... 2273,2295, 2296
PTOL-476 ..o 2687, 2696
PTOL-501 .o 2633, 2647.02
PTOL-1432 .o 711.01, 711.02
...................................................................... 711.04(c)
PTOL-1516 ..o 2296, 2687, 2696
PTOL-1517 e 2296, 2687, 2696
PTOL-2057 oottt 2696
PTOL-2058 ..ottt 2696
PTOL-2059 ..ottt 2696
PTOL-2060 ......oceieieeiiieieieeee e 2696
PTOL-2061 ...coviiiieeieeeieeeee et 2696
PTOL-2062 ..ottt 2696
PTOL-2063
Cited .o 2646,2647.01, 2647.02
Reproduced.........coooveeeieieiiiseiceeeeeee 2647.01
PTOL-2064
Cited .o 2647.02, 2660
Reproduced.......c.cocuevvieriieiieiiiiesieiece e 2660
PTOL-2065 .....ooeieiiieeeeeeeee e 2671.02, 2696
PTOL-2066 ......ooveeeeeiieiieieeieieieeieeenns 2673.02, 2696
PTOL-2067 ...oveeeieiieieieieeeee e 2662,2674,2696

I-41

Sec. No.
PTOL-2068.................. 2666.10, 2666.20, 2671, 2671.01
....... 2673.01, 2674, 2675, 2682, 2686.01, 2687, 2696
PTOL-2069
Cited...ooereririreneeeeeceee 2666, 2666.06, 2666.50
............................................. 2666.60, 2671, 2696
Reproduced .........coooeeviiiiiiiniiiiieee 2666.50
PTOL 2070.................. 2664, 2670, 2677, 2686.01, 2696
PTOL-2071 i 2666.06, 2696
PTOL-2072..cuiiieeeet ettt 2696
PTO/SB/01 Reproduced .........cceevevrievrieiieieniesieennen. 602
PTO/SB/03 .ottt 1604
PTO/SB/06 ...t 608.01(n)
PTO/SB/O7 et 608.01(n)
PTO/SB/08 (See also Form letters and forms: PTO-
1449) .o, 608.01, 609, 707.05(d), 1302.12
PTO/SB/08A
Cited..oooeeieeeeieeee e 609, 2257,2657, 2687
Reproduced ........coccveeieriieniieiieiece e 609
PTO/SB/08B
Cited...ooeeieeeeeeeeee e 609, 2257,2657, 2687
Reproduced ........coooeeeieiieiieieeceeee e 609
PTO/SB/16 ..o 201.04(b)
PTO/SB/24 ..ot 711.01
PTO/SB/24A
Cited. ..o 711.01, 1125, 1135
Reproduced ........ccooveiiieinieiieieeeee, 711.01, 1135
PTO/SB/2S5 ettt 1490
PTO/SB/26 ..ot 1490
PTO/SB/2T .ot 1504.30
PTO/SB/29
Cited.ooeeeeeeieieieeee e 201.06(d), 709
Reproduced ........ccoveeeeieiienieieiceieeieee 201.06(d)
PTO/SB/29A Reproduced .........cccoevevvvenennnnee. 201.06(d)
PTO/SB/30 Reproduced .........ccccvevverreeneennnnne. 706.07(h)
PTO/SB/3T ettt 1205
PTO/SB/35
Cited ..o 1121, 1122, 1135
Reproduced........cccovevvieiieienieiieiece e 1135
PTO/SB/36
Cited .o 1123, 1124, 1135
Reproduced ........cocoeeeieiinienieeeeee e 1135
PTO/SB/37 et 709
PTO/SB/A2 ..o, 2257,2262, 2657, 2687
PTO/SB/43 Reproduced ........cccceeveeeeiienienieiene 1490
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Sec. No.
PTO/SB/44
Cited .o 1480, 1480.01, 1485
Reproduced.......c.cccvevieiieiieieieeee e 1485
PTO/SB/45
Cited . 2515, 2595
Reproduced.........cooeeveviieiieiiiieiieiece e 2595
PTO/SB/47
Cited . 2540, 2595
Reproduced.......c.ccovevieiieiiniiiiecieie e 2595
PTO/SB/50 Reproduced.........cccvevveienieniiereenennen, 1410
PTO/SB/51
Cited .o 1410.01, 1414
Reproduced.......c.coceeeieiieiieiicieiee e 1414
PTO/SB/51S Reproduced.........cccvevvvevieevennrennene, 1414.01
PTO/SB/52
Cited .o 1410.01, 1414
Reproduced........cooovevieiieiniiiieiee e 1414
PTO/SB/55 Reproduced..........ccccvevveeierceereerirennene, 1416
PTO/SB/56 Reproduced..........ccveveeievieniieieenenen, 1415
PTO/SB/57
Cited .o 2204,2214, 2296
Reproduced........cooovevieiieiiiiceee e 2214
PTO/SB/58
CRted .o 2614, 2696
Reproduced..........ooeieiieeiieieieieee e 2614
PTO/SB/O1 ..o 711.03(c)
PTO/SB/O2 ...t 711.03(c)
PTO/SB/O3 ..o 711.03(c)
PTO/SB/O4 ...t 711.03(c)
PRO/SB/64a Reproduced..........cccooeeereeienieeeee 1135
PTO/SB/64 PCT ... 711.03(c)
PTO/SB/67 Cited ....c.ooveeeeeiieieiiieieeeeeeeeeee e 104
PTO/SB/68
Cited .o 103, 711.04
Reproduced........ccooeeieieieieiee e 103
PTO/SB/81
Cited .o 402, 601.02, 1604
Reproduced.......c.cooeeievieniieiieiicieceeeee e 601.02
PTO/SB/82 Reproduced.........ccccoeiereenrnnee 2222,2622
PTO/SB/83 Reproduced.................... 402.06, 2223, 2623
PTO/SB/O4 ...ttt 1101
PTO/SB/OS ..ot 1706
PTO/SB/96 ...ttt 324
PTO/SB/I2T ittt 403
PTO/SB/122 oottt 403, 2542
PTO/SB/123 .ot 403, 2542
PTO/SB/124 ...t 403
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Sec. No.
PTO/SB/125
CRted. .o 403, 2540
Reproduced ........coocveeieiieiieiieieeeee e 403
Reasons for Patentability and/or Confirmation
PTOL 476 ..ot 2687, 2696
Recordation Form Cover Sheet PTO-1595............ 302.07

Reexamination and processing forms listed ...2296, 2696
Reexamination Clerk Checklist
PTOL-1517 e 2296, 2687, 2696
Reissue Application
Declaration by the Assignee (See Form letters and
forms: PTO/SB/52) ...c.coeeiviiiieiiennnn 1410.01
Declaration by the Inventor (See Form letters and
forms: PTO/SB/51)..cccuiiviiiiiciiiieiiens 1410.01
Fee Transmittal Form (See Form letters and forms:
PTO/SB/S56) .o, 1415
Statement As To Loss of Original Patent (See Form
letters and forms: PTO/SB/55) .......cueeeeee. 1416
Supplemental Declaration for Reissue Patent
Application PTO/SB/51S......ccceiieienene 1414.01
Transmittal (See Form letters and forms: PTO/SB/50)

Request for Customer Number PTO/SB/125....403, 2540

Request for Customer Number Data Change
PTO/SB/124 ..o 403

Request for Deferral of Examination 37 CFR 1.103(d)
PTO/SB/3T o 709

Request for Ex Parte Reexamination Transmittal
PTO/SB/ST o 2214, 2296

Request for Inter Partes Reexamination Transmittal
PTO/SB/58

CIted. e 2614, 2696
Reproduced........coovvevieiinieniieiecieceeceee e 2614
Request for Statutory Invention Registration PTO/SB/94
............................................................................. 1101

Request for Withdrawal as Attorney or Agent
PTO/SB/83 i 402.06, 2623

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii)) PTO/SB/36

Cited. e 1123, 1124, 1135
Reproduced ........ccoveeiiecieeienieieeee e 1135
Response to Rule 1.312 Communication
PTOL-271..coeiiiinns 714.16(d), 714.16(e), 2307.03
Restriction requirement ............ccoceeeeeeeneeseeeeeneennnn 817
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82 .......... 2222,2622
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Form paragraphs (Reproduced)--Form paragraphs (Reproduced)

Sec. No.
Right of Appeal Notice PTOL-2066 ......... 2673.02, 2696
SIR-C ittt 1103
SIR-E..coiiiiiiieircercereeee e 1103
SIR-F oo 1103
SIR-G .ttt 1103
SIR-H .ot 1109
STRAT it 1103
SIR J e 1103
SIR-K it 1109
SIR-L..oiiieiirieieeneeerceee et 1107
SIR-M ittt 1107
SIR-N (Form D-11)..c.coeeiiinieininiecneneceieeceee 1103
Statements to DOE or NASA.......ccccocivviniiniinieens 151
Subject matter admits of illustration ................. 608.02(a)
Terminal Disclaimer to Accompany Petition
PTO/SB/O3 ..o, 711.03(c)
Terminal Disclaimer to Obviate a Double Patenting
Rejection over a Prior Patent, PTO/SB/25 .......... 1490

Terminal Disclaimer to Obviate a Provisional Double
Patenting Rejection over a Pending Second
Application, PTO/SB/25 .....ccoovvevieieieieeee 1490

Transmittal of Communication to Third Party Requester
— Ex Parte Reexamination — PTOL — 465

................................................ 2262,2264, 2283, 2296
Form paragraphs (Reproduced)

2.0L e 201.06
203 e 201.06(c)
205 s 201.07
2006 201.08
2.07 e 201.09
208 201.10
2009 s 201.11
2100 201.11
21T e 201.11
21100 e 201.11
212 s 201.11
213 s 201.03
2138 e 201.03
213D 201.03
2130 e 201.03
2130 s 201.03
2. 13€ et 201.03
203 e 201.03
213 e 201.03
213 s 201.03
213,01 e 201.03
214 s 201.03
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2401 e 201.03
0 SRR 201.11
216 e 201.11
217 e 201.11
2.8 e 201.13
219 e 201.15
2.20 e 201.14(b)
221 s 201.14(c)
22101 e 201.14(a)
222 e e e 201.14(c)
2.2 s 201.14(c)
224 e 201.14(c)
22 e s 201.14(c)
226 e 201.14(c)
22T s 201.14(c)
22 e 201.11
2.2 s 201.11
2.30 e e s 201.06(d)
23] e 201.06(d)
2.3 s 201.06(d)
2.3 s 201.06(d)
234 s 201.06(d)
2.3 e s 201.06(d)
2.3 e 201.11
2.3 e 201.11
B0T o s 403
02 o e 406
03 e e 406
B0 .o 406
B0 ..o 407
BL0T e s 407
GL08 ..t 407
409 e e e 402
G100 e 401
S0 s 502
S.0T.0T e 501
5002 e 512
503 e 903.08
S5.04 s 512
G.01 oo 608.01(a)
6.02 ..o 608.01(a)
6.02.01 ceviieiieeee e 605.04(a)
6.03 e 602.01
6.05 e 602, 602.03, 605.01
6.05.01 oo 602
6.05.02 .o 605.02
6.05.03 .o 605.01

Rev. 2, May 2004



MANUAL OF PATENT EXAMINING PROCEDURE
Form paragraphs (Reproduced)--Form paragraphs (Reproduced)

Sec. No.
6.05.05. . e 602.03
6.05.06.......oi e 602.03
6.05.07 i 602.03
6.05.08. . e 602
6.05. 11 e 604.01
6.05.12 e 604.01
6.05.13 e 602.04
6.05.14 .o 602.04(a)
6.05.15 e 602.03
6.05.16. ..o 602.01
6.05. 17 e 602
6.05.18 e 605.04(b)
6.05.19 e 605.03
6.05.20. 00t 602
6.06. ... 604.01
6.07 e 604.02
6.08. e 604.04(a)
6.09.01 e 605.03
.11 606.01
O 1100 e 606.01
.12 e 608.01(b)
6.13 e 608.01(b)
.14 e 608.01(b)
.15 e 608.01(b)
.16, e 608.01(b)
60.16.01 ... 608.01(b)
.17 e 608.01(j)
618 e 608.01(n)
61801 et 608.01(m)
6.19. e 608.01(p)
6.19.01 e 608.01(p)
6.20. et 608.01(v)
.21 e 608.02(b)
.22 e 608.02(b)
60.22.01 e 608.02(d)
6.22.02..cc e 608.02(e)
6.22.03 . e 608.02(e)
60.22.04 ... 608.02(d)
6.22.05. . e 608.02(f)
6.22.06.......ei i 608.02(e)
6.22.07 oo 608.02(e)
6.23 e e 608.02
6.23.01 e 608.02
6.24.01 e 608.02
6.26. e 608.02(b)
0.28 e 608.01(q)
6.28.01 it 608.01(q)
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6.28.02 .o 608.01(q)
0.2 s 608.01
6.30 e 608.01
6.3 e 608.01
0.32 e 608.01
6.3 s 608.01(m)
6.36 e 608.02(d)
6.36.01 cevoieeiieeeee e 608.02(g)
0.37 e 608.02(h)
6.39 e 608.02(p)
6.0 ... e 608.02(p)
O] e 608.02(p)
642 ..o s 608.02(p)
.43 oo 608.02(p)
B0 ..o 602.03
BT e 608.02(p)
B.A8 . 714.16(d)
6.49 ..o e e 609
6.49.01 .o 609
6.49.02 .o 609
6.49.03 ..o 609
6.49.05 ... 609
6.49.06 ..o e 609
60.49.07 .o 609
6.49.08 ... 609
6.49.00 ... 609
6.5 e e 609
6.52 e e e e 609
0.5 e e 609
6.5 ..o 609
0.5 s 609
6.56 i 610, 1134
6.57 e 610, 1134
6.60.01 .o 608.05
6.600.02 ..o 608.05
6.01.01 oo 608.05
6.61.02 ..o 608.05
6.02 .. e 608.05
6.63.01 oo 608.05(b)
6.63.02 .o 608.05(b)
6.04.01 .o 608.05(a)
6.64.02 ..o 608.05(a)
6.64.03 ..o 608.05(a)
6.70.01 .o 608.05
6.70.02 ..o 608.05
O. 7101 oo 608.05
O.T1.02 .o 608.05
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Sec. No.
6.72.01 e 608.05
6.72.02. .o 608.05
6.72.03 e 608.05
6.72.04 ..ot 608.05
6.72.05. e 608.05
ToOL e 702.01
T2 702.01
TLO4 oo 706.03(a)
TL05 e 706.03(a)
0501 e 706.03(a)
T.05.02 e 706.03(a)
T.05.03 e 706.03(a)
TO0S5.04 ... 706.03(a)
T.05.05 e 706.03(k)
T05.06.c..cuei e 706.03(k)
T07 e 706.02(i)
T08 e 706.02(i)
TL09. e s 706.02(1)
T 0 706.02(1)
Tl Lo 706.02(i)
T2 706.02(i)
7 0K () TR 706.02(i)
T3 s 706.02(1)
T 706.02(1)
TS 706.02(i), 804.03
TA5.01.eeeciiciieeeeee. 706.02(£)(2), 706.02(i), 804.03
TA5.02 e 706.02(1), 804.03
TA5.03 e 706.02(i)
T 6o 706.02(1)
T T e 706.02(i)
T8 e 706.02(i)
T 706.02(1), 804.03
T20 e 706.02(m)
20,01 e 706.02(m)
T20.02 e 706.02(m)
T20.03 e 706.02(m)
T 2L 706.02(m), 804.03
T21.01 i 706.02(m), 804.03
T21.02 e 706.02(m), 804.03
T 22 e 706.02(m)
[ TSRO 706.02(m)
T2 e 706.02(m)
T 28 e 706.03(0)
T2 e 608.01
2901 e 608.01(m)
T.29.02 e 608.01(m)
T.29.03 e 608.01(m)
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T29.04 .o 608.01
3001 e 706.03(c)
T.30.02 e 706.03(d)
T3L0T e e 706.03(¢c)
T31.02 e 706.03(c)
T31.03 e 706.03(¢c)
T3L1.04 e 706.03(c)
733,01 e 706.03(c)
T34 706.03(d)
T34.01 e 706.03(d)
T34.02 oo 706.03(d)
T34.03 e 706.03(d)
T34.04 .o 706.03(d)
T34.05 e 706.03(d)
T34.06 .o 706.03(d)
T34.07 e 706.03(d)
T34.08 e 706.03(d)
T34.09 e 706.03(d)
T3400 e 706.03(d)
T340 e 706.03(d)
T3402 e 706.03(d)
T3403 e 706.03(d)
T34 04 e 706.03(d)
T3A0S e 706.03(d)
T3 e 706.03(d)
T.35.01 e 706.03(d)
T30 e 608.01(n)
T3 e 707.07(f)
3701 e 707.07(f)
T.37.02 e 707.07(f)
T.37.03 e 707.07(f)
T3T.04 .o 707.07(f)
T.37.05 e 707.07(f)
T37.06 .o 707.07(f)
T.37.07 e 707.07(f)
T.37.08 e 707.07(f)
T.37.09 e 707.07(f)
3700 e 707.07(f)
T3T T e 707.07(%)
3T 02 e 707.07(f)
R A I R 707.07(f)
T3 e 707.07(f)
3801 e 707.07(f)
T.38.02 e 707.07(f)
1 R 706.07
T39.01 e 706.07
TO oo 706.07(a)
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Sec. No. Sec. No.
TAO.0T oo 706.07(a) ToOL e 715
T 706.07(b) Ti02 e 715
TAL.0L oo 706.07(g) Ti03 e e et 715
TAT.02uueiceiiieeee e 706.07(g) TiO ..o 715
TAL.03 e 706.07(b) TS e e 716
TB2 oo 706.07(d) TiO6 e 716
TA2.01 e 706.07(g) To06.01 ..o 716
Td2.02.ccc it 706.07(g) T06.02 .o 716
TA2.03 e 706.07(g) Ti06.03 .o 716
TA2.04 ... 706.07(h) T06.04 ..o 716
TA2.05. e 706.07(h) Ti06.05 ..o 716
TA2.06......ui i 706.07(h) Y TSR 714.13
TA2.07 et 706.07(h) TOT.01 e 706.07(%), 714.13
TA2.08 et 706.07(h) T07.02 .o 706.07(f)
TA2.09. .. 706.07(b), 706.07(h) Ti08 e 714.13
TA2.00 e 706.07(h) Ti09 s 714.13
[ U 706.07(h) Ti09.01 .o 714.13
TA2 02 it 706.07(h) TTO e 714.13
TA2 03 e 706.07(h) TTO0T e 714.13
TA2 04 o 706.07(h) TTL e 714.13
TA2 05 e 706.07(h) TT2 e 714.13
TA2 06 706.07(h) 0 1S TSRS 714.13
T3 608.01(n), 707.07() TTS e e 714.13
TA3.01 e 707.07() TTO e 714.13
TA3.02c e 707.07() T e s 714.13
TA3.03 e 707.07(a) T s 714.13
TA3.04. .. 707.07() T80 e e 714.13
TBA.oooeeeeeeeeee e 608.01(0) T8I e e 707.05(g)
TS 608.01(n) T 82 e e 707.05(g)
TBO.oeeeeeeeeeeee et 714.03(a) T82.0T e 707.05(g)
T oo 714.03(a) T82.02 e 707.05(g)
T8t 706.03(u) T3 e e 707.05(g)
T 706.03(u) T8 e 713.04
T50 e 706.04 T8BA.0T e 714.01(a)
TS 714.14 T8 e 714.16(d)
e 709 R T YRR 714.16(e)
R T RSP P 709 T 8T e s 714.16(d)
TS5 709 T B e 711.01
5400 e 709 T8 e 711.01
T54.02 e 709 TL90 e 711.02
2 TR 709 7R USRS 711.02(a)
T.56.01 i 709 TS e 704.12(c), 714.03
T.56.02 e 709 TO5.01 e 714.03
T e 715 TL06 s 707.05
8 e 715 R R 707.07()
.50 e 715 R SRR 710.02(e)
To00.u et 715 T80T e 710.02(e)
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Sec. No.
T98.02 e 711.02
T00. .. 707, 707.08
TAOT o 707, 707.08
TA02 e 707, 707.08
03 e 707
TAO oo 706.02(¢c)
05 704.14(a)
T0O. ..ot 704.14(a)
TAOT e 704.14(a)
TOB .t 704.14(a)
T109 . 704.14(a)
78 T L TR 704.14(a)
T AT 704.14(a)
T L2 704.14(a)
T L3 704.14(a)
T LA 704.14(a)
7 1 B TR 704.14(a)
T L6 704.14(a)
T LT e 704.14(a)
T LB e 704.14(a)
728 T L TR 704.14(a)
TA20. e 704.14(a)
TA2T i 704.14(a)
TA22 e 704.14(a)
23 e 704.14(a)
TA24 e 704.14(a)
25 e 704.14(a)
TA26. et 704.14(a)
TA2T oo 704.14(a)
T204 e 724.06
T205 e 724.06
T200. ..t 724.06
T207 e 724.06
T208. e 724.06
T209. e 724.06
T210 e 724.06
T 21T 724.06
T 212 e 724.06
T 213 e 724.06
T 2T e 719.01
B0T e 809.02(a)
802 809.02(a)
B0 e 809.02(¢c)
B0 821.03
805 e 809.02(c), 821.01
B06....eeieeeeeeeeeee e 809.02(c), 821.02
B0 e e e 821.02

1-47

Sec. No.
B0 e 817
800 e 817
BL0 e e et 817
Bl e et 817
B L e 809.03
B L3 e 816
B4 e 806.04(b)
B LS e 806.05(¢c)
BL0 e 806.05(d)
B LT e 806.05(e)
B L e 806.05(f)
B 10 e 806.05(g)
820 it 806.05(h)
8.20.01 oo 806.05(1)
8.20.02 ..o 808.01
B 2101 oo 817
B.21.02 .o 817
821,03 oo 817
B 2104 ..o 817
8.2 e 818.03(b)
B2 e 812.01
B.23.01 oo 812.01
8.23.02 e 817
824 e 821.01
B2 e 821.01
B.25.01 e 821.02
8.25.02 i 818.03(c), 821.02
820 e e 821.03
B2 T e 804.03
B2 e 804.03
B.28.01 oo 804.03
8.2 e 822
B30 e 804
B3 e 804
8.3 e 804
8.3 e 804
B34 e 804
8.3 e 804
B30 e 804
8.3 e 804
8.3 e 804
8.3 e 804
Bl oo 803.03
B2 e 821.04
B3 e 821.04
BB oo 821.04
B e 809.04
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Sec. No. Sec. No.
BB 809.04 T2.51.10 e 1208
BT e 809.04 12,52 e 1208
BB e s 809.02(b) 12.52.00 oo 1208
849 809.02(c) 12.52.02 it 1208
850 it 809.02(¢c) 12.52.03 1o 1208
TOOT e 1308 125204 oo 1208
|0 O TR 1481 12.52.05 e 1208
TO LA et 1481 12,53 e e 1208
LO LS e e 1481 12.53.01 oo 1208
JO L0 e 1481 12.53.02 e 1208
LO LT e 1481 L1254 o 1208
JO LB 1481 T2.54.01 oo 1208
TO L9 1451 12.54.02 i 1208
TO.20. et 1002 12.54.03 oo 1208
T2.0T e 1205 125 s 1208
T2.02 e 1205 12.55.01 oo 1208
12,03 e 1205 12.55.02 oo 1208
T2.04 ..o 1205 12.55.04 oo 1208
T2.08. et 1206 L2.56 i 1208
12,09 e 1206 12.56.01 oo 1208
12.09.01 e 1206 12.56.02 e 1208
L2000 1206 12.56.03 .o 1208
T2 1ot 1206 12,57 e e 1208
L2012 e 1206 T2.57.00 oo 1208
12,03 e 1206 12.57.02 oo 1208
L2016, 1206 12,59 oo 1208
L2, 07 e 1206 12.59.01 oo 1208
T2.09 e 1214.07 T2.61 oo 1208
12.20 et 1214.06 L2.63 o 1208
L2477 e 1208.03 L2.69 e 1206
L2049 e 1208 12.69.01 oo 1206
12.50 i 1208 T2.70 e 1206
12.50.0T e 1208 12.70.01 oo 1206
12.50.02. i 1208 12.70.02 o 1206
12.50.03 e 1208 L2771 e 1206
12.50.04 ... 1208 L2.72 e 1206
12.50.05. i 1208 12,73 e 1206
12.50.00.....ccceeieieeeee e 1208 L2.74 oo 1206
L1251 e 1208 L2760 oo 1206
T2.51.00 e 1208 12.76.01 oo 1206
12.51.02 e 1208 12.76.02 ..o 1206
T2.51.03 e 1208 12.76.03 oo 1206
T2.51.04 e 1208 12.76.04 ..o 1206
12.51.05 e 1208 12.76.05 ..o 1206
12.51.07 e 1208 L12.76.06 ... 1206
125108 e 1208 D277 e 1206
12.51.09 i 1208 T2.78 e 1206
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Sec. No.
12,79 e 1208
T2.80 ... 1211
T2.81 e e 1208.02
I3.0T e e 1302.02
13,02 e 1302.04
13.02.01 e 1302.04
13.02.02. e 706.07(%), 1302.04
13,03 e e 1302.14
13.03.01 i 1302.14
13,04 .. e 1308.03
13,05 e 1308.03
I3.00. . 1302.04
L3.07 e e 1302.01
13,08 et 1302.01
13,09 609
L300 714.16
TA.0T e 1414
TA.0T.0T e 1414
TA.0T.02. i 1414
T4.01.03 e 1414
TA.0T.04 ..o 1414
T4.0T.05. e 1414
T4.05.0T i 1416
T4.05.02. e 1444
TA.06. ..o 1442.01
TA.07 e 1442.03
TA.08 ..ot 1442.02
T4.09 ... e 1442.02
T4 10 et 1442.02
TA LT o 1442.02
| L0 SR 1418
T4 T2 1412.03
LA 13 e 1412.03
TA T4 e 1444
LA L5 e 1410.01
TA L6 1410.01
T4.16.01 i 1410.01
TA.16.02 ..o 1410.01
T4.16.03 ..o 1410.01
T4 1604 1410.01
T4 16.00......cceiiiieeeeeeeeeeeeeee e 1410.01
LA L7 oo 1412.02
T4.20.0T e 1453
TA.21.01 e 1453
T4.21.09. e 1448
TA22 e 1448
142201 i 1411.02
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TA.23 oo 1490
T4.23.01 oo 1490
TA.24 .o 1490
TA.25 e 1490
TA.26 i 1490
T4.26.01 oo 1490
T4.26.02 ..o 1490
14.26.03 ..o 1490
T4.26.04 ..o 1490
T4.26.05 ..o 1490
T4.26.00 ......oooceeeeeeeeeeeeeeeeeee e 1490
T4.26.07 oo 1490
T4.27.01 i 1490
T4.27.02 oo 1490
T4.27.03 oo 1490
TA2T.04 .. 1490
TA.27.00 i 1490
TA.28 e 1490
TA.29 oo 1490
T4.29.01 oo 1490
T4.29.02 e 1490
TA.30 e 1490
14.30.01 oo 1490
14.30.02 e 1490
TA.32 oo 1490
LA.33 e 1490
TA.34 oo 1490
TA.35 e 1490
T4.35.01 oo 1490
TA.36 e 1490
T4.36.01 oo 1490
TA.37 oo 1490
TA.38 oo 1490
T4.39 oo 1490
L5071 oo 1504.10
I5.01.01 oo 1504.10
15,02 i 1504.10
15,03 e 1504.10
15.03.01 oo 1504.02
I5.04 oo 1504.10
L5.05 e 1503.01
15.05.01 oo 1503.01
15.05.03 e 1503.02
15.05.04 ..o 1503.02
15.05.041 .o 1503.02
15.05.05 e 1503.02
L5.07 oo e s 1503.02
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Sec. No. Sec. No.
150701 e 1504.01 15.27.02 oo 1504.05
I5.08. e 1504.01(c) 15.27.03 oo 1504.05
15.08.01 e 1504.01(c) 152704 .o 1504.05
15.08.02..cuiiieieeieeeee e 1504.01(d) 15.27.05 oo 1504.05
15.08.03 e 1504.01(d) 152700 i 1504.05
15,09 e 1504.01 I5.27.07 oo 1504.05
L5000 i 1504.01(e) I5.27.08 e 1504.05
IS5 0T e e 1504.02 I5.28 oot 1504.05
L5012 e 1504.02 I5.28.01 oo 1504.05
L5, 03 e 1504.02 15.28.02 e 1504.05
IS5 04 e 1504.02 15.29 oo 1504.05
| B TR 1504.02 I5.30 e 1504.05
150500 e 1504.02 I5.31 oo 1504.05
I5. 1502 e 1504.02 15,33 e e 1504.05
I5.15.03 e 1504.02 I5.34 e 1504.05
I5. 0504 1504.02 15,35 e 1504.05
L5060 1504.02 I5.36 e 1504.05
LS5 17 e e 1504.02 15,37 e s 1504.05
L5018 e 1504.03 1538 e 1504.02, 1504.03
L5009 e 1504.03 15.39 oo 1504.03
I5.019.01 e 1504 15.39.01 oo 1504.03
I5.019.02 e 1504.03 15.39.02 e 1504.03
15.19.03 i 1504.03 1540 e 1504.03
I5.09.04 ... e 1504.03 15.40.01 coooeviieieeeeeeeeeeee e 1504.02, 1504.03
I5.019.05 e 1504.03 LS54T oo 1503.01
I5.019.00. ... 1504.03 L5042 e 1502
I5.019.07 i 1504.03 I5.43 e 1502
15.20.02.ceiieieeceeeeeee e 1504.04 1544 oo 1502, 1504.01
I5.21 e e 1504.04 I5.45 e 1503.02
I5.21.01 e 1504.04 15.46.01 cooeeeeieeeeeeeeeeeeeeeeee e 1503.01
15,22 e 1504.04 LS54T oo 1503.01
15.22.02. et 1504.04 154701 oo 1503.01
15.22.03 et 1504.04 LS54 e 1503.02
15,23 e e 1504.06 I5.49 e 1503.02
152300 e 1504.06 I5.50 e 1503.02
15.23.02 e 1504.06 15.50.01 oo 1503.02
I5.24 e 1504.06 15.50.02 i 1503.02
15.24.03 i 1504.06 15.50.03 e 1503.02
152404 ... e 1504.06 15.50.04 ... 1503.02
15.24.05. ..o 1504.02 15.50.05 e 1503.02
152400 1504.06 I5.5T e 1504.04
15.24.07 oo 1504.06 I5.51.0T oo 1504.04
15.24.08. ..ot 1504.06 15,52 e 1504.10
15,25 e 1504.06 | 1o RS SRR 1512
I5.26. e 1504.20 15,5500 oo 1512
L5.27 e 1504.05 L5358 e s 1504
152701 i 1504.05 I5.58.01 oo 1504.04
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15,59 e 1503.01 I8.08 e 1845.01, 1878.01
15,60 i 1503.01 18.08.01 .o 1845.01, 1878.01
L5601 i 1503.01 18.09 .t 1845.01, 1878.01
I5.62 et 1503.01 I8.10 it 1845.01, 1878.01
I5.63 e e 1503.01 IB.1T ot 1845.01, 1878.01
L5604 ... 1503.01 I8.12.01 o 1845.01, 1878.01
L5.65 e 1504.04 I8.13.01 o 1845.01, 1878.01
I5.60....uui i 1504 18.14.01 oo, 1845.01, 1878.01
15.66.01 . ccciiieiieiiieeecee e 1504 I8 15 e 1845.01, 1878.01
L1567 oo 1504.03, 1504.06 I.L0 weeeiceeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeevaees 1850
I5.68. .. 1504.03, 1504.06 L .17 e 1850
15.69.01 . ..ceiieieieeeeeeeeee e 1504.04 LT TSR 1850
I5.70 e 1504.03 I.19 e 1893.03(d)
I5.72 e 1504 I8.20 et 1893.03(d)
15,73 e 1504.04 IB.21 o 1893.03(d)
I5.74 e 1504.20 LO.0T oo 1901.06
15,75 e 1504.20 19.02 e 1901.06
157501 i 1504.20 2201 e 2246
L5760 1512 220101 oiiiiieeeee e 2642, 2258.01
15, 8 e 1504.04 22,02 e 2247
15.90 ... 1504 22.03 e 2258
LO.0T e 1605 22,04 .o 2260
TO.02 e 1605 22,0401 ceoiiiieeeiee e 2265
LO0.03 e e 1605 22,05 e 2285, 2686.03
LO.04 ... e 1610 22,00 e 2287
LO.05. . 1612 22,07 e 2282
16.05.0T v 1612 22.08 .ot 2282
TO.00....uiiciieeeeeeee e e 1606 22.09 e e e 2271
LO.07 e 1606 2200 e 2271
TO.08...eeeeeeeeee e 1610 2201 e 2258
L6.09..... e 1605 2202 e 2250, 2666.01
TO. 10 i e 1605 2213 e et 2250
LO. Tt 1606 2204 o 2266.01
LO. 12 e 1610 2215 e 2266.03
LO. 13 e 1607 2200 e 2287
T80T e 1845.01, 1878.01 2220 e 2286
I8.02. ettt 1845.01, 1878.01 2301 e 2307.03
18.02.01 v 1845.01, 1878.01 23,02 e 2363
18.02.02...ceiiceeeeeeeeeee e 1845.01, 1878.01 23,03 s 2363.02
I8.03 e 1845.01, 1878.01 2304 o e 2305
T804 ... e 1845.01, 1878.01 23,05 e 2305
18.04.01.c.cviieiiiciieceeeeeee e 1845.01, 1878.01 2306 i 2305
I8.05 e 1850 23,07 e 2305
I8.00.....i e 1850 23,08 s 2305.04
I8.06.01 ... 1850 23,09 e 2306.01
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I8.07 ettt 1850 2311 e 2307.05
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Sec. No.
Reexamination
Exparte.....ccccovevenennns 2014, 2216, 2217, 2258, 2280
Inter Partes.......coceveveveeceeeevenenenn 2014, 2658, 2684
REISSUC .. 1448, 2012
Small entity Status .....c.eeeveevereerieeieiieseereere e 509.03
Fraudulent .........ccocoevvieiieiieiiceeecreeeeeee e 706.03(a)
Freedom of Information Act (FOIA)....... 103, 1002.02(k)(2)
Frivolous invention ...........c.cceeeveeveneenieerensiesnennnn. 706.03(a)
Full faith and credit in prior Examiner’s action
Allowed claims ......ccceeeeierienieniiineneeeeee 706.04
INEEIVIEW ..o 713.01
SAICH ...t 704.10
Full name of applicant.............ccoecvvvvereenerciennennen. 605.04(b)
Full signatory authority ..........ccceevevviecienceenieneeieeieeenn 1004
Function of machine rejection .............cccccceeeneee 2173.05(v)
Functional claim, rejection.............ccccuee.e. 2114, 2173.05(g)
Functional equivalents ............ccocceeverieneeneenrne 2144.06
Functionality in design patent applications.......... 1504.01(c)
G
Gazette, Official (See Official Gazette (0.G.))
Gazette, PCT ....coeveviiiicicceceeee, 1801, 1823.01, 1857
Gebrauchsmuster..................... 201.13, 201.14(d), 901.05(b)
General Counsel.......c.coccvvevveecireneeenen, 502, 1002.02(k)(1)
Mailing address ........ccoeeerierieerieeieriere e 501
General Information ...........ccceeceverererieeieneienenese s 1730
“General Information Concerning Patents” booklet
.......................................................... Introduction, 703
General Information Services Division (GISD)............ 1730
General power of attorney for international application
............................................................................. 1807
Generic claim
Allowable..........cccuenee. 808.01(a), 809.02(b), 809.02(e)
Transitional application ............ccccceveereeeenne. 803.03(b)
Definition .....c.occvevevereieriieieeieeieeee e 806.04(d)
Informal.......ccccoevvenieniieiieiceeeee e 809.02(e)
Markush group ......cccoeeevvencencnnenes. 803.02, 2173.05(h)
Patentably distinct over other species ............... 806.04(h)
Presented after issue of patent............ccoccvevenneen. 806.04(1)
REJECHION ..o 809.02(a)
Species claims lacking .................... 809.02(d), 818.02(b)
SubcomMbINAtION........cveevveiiieiieie e 806.04(¢c)
Support for scope of ........cccveeeeiencns 706.03(c), 2164.08
Traverse of rejection in lieu of election............. 818.03(b)
.............................................................. 818.03(d)
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Genetic sequence (See Biotechnology; Nucleotide
sequences; and Sequence rules)
Genus and species............. 806.04(a) to 806.04(f), 806.04(h)
........................................ 806.04(i), 808.01(a), 809.02
Anticipation Of.........cceeeveeiieciiniienieeeieeeeee 2131.02
ODbVIOUSNESS Of ..o 2144.08
German priority document............ccoceeveereerieeeeneennen. 901.05
GeschmacksSmuster..........ccveveecvecieecierieneeee e 201.14(b)
Good faith (See Duty of candor and good faith)
Government regiSterS. .......cuevverreerreecrercvereesreennes 302, 302.07
Government license Clause ..........cocceverereeieeenieienene 310
Government-owned application, special..................... 708.01
Graphic SymMbOIS.......c.cccvevieriieieieeie e 608.02
Great Britain, complete specification .............c.c.c...... 201.15
Great Britain, provisional specification...................... 201.15
Greek letter Phi usage.........cooceveveeenceieieeee 608.01(g)
Group director (See Director of Technology Center)
Group, International classification..........c.cccccecevennenne. 903.09
Guardian, Authority recorded..........ccoovvevvrevirneeriennnnn. 409.02
Guardian of legally incapacitated inventor................. 409.02
Guidelines
Drafting an application ..........cccceeverveienieneeeeeee. 601
Drug disclosures .........cccveeveeveevenieennen. 2107.01,2107.03
Effective date under 35 U.S.C. 102(e).......... 706.02(f)(1)
Electronic mail...........occoeiiniininiiniiceceeee, 502.03
Examination of computer-related inventions............ 2106
INVentorship.......cccvevvveeiercierienieeeeee e 605.07
GNUS-SPECICS ...vvevvrenvrenirenieeeeetienieeeeeveeseesaennnens 2144.08
Grant of reexamination request ..........cccceerveevereenne. 2242
Handling of citation in patent ...........ccecceeeeeeeneeeenenne 1920
Internet Usage.......ccecceeveevvevvenieiieene 502.03, 904.02(c)
Means/step plus function..........ccocceeeveeeeeecierveneennns 2181
UBIHEY oo 2107
Legal precedent.........cccccvevverieeneennnnne. 2107 to 2107.03
Written Description........cocccoeeveenieneniinienceeeee 2163
H
Hague Agreement (See also Treaties) ......... 201.13, 1504.10
Hand delivery of papers............. 501, 502, 710.02(e), 714.13
Handling of citation of prior art...........ccccccevvevvenneene. 2206
Handling of mail and papers........c...cccccverurenenee. Chapter 500
In ex parte reexamination.............ceceeevereerreenenenenne 2270
In inter partesreexamination................c.cceevevenenn. 2670
Handling of protest ..........ccoecevievienieieeeeceeeee 1901.05
Hatch-Waxman AcCt.........ccooieiieiiniiieceeeeee e 2750

Rev. 2, May 2004



MANUAL OF PATENT EXAMINING PROCEDURE
Hearing on appeal--Inequitable conduct

Sec. No.
Hearing on appeal .........ccoocoveeeiiiieinieieeee e 1209
Heir as applicant (See also Administrator or executor)
................. 409.01, 409.01(a), 409.01(d), 1303.03
Help line (telephone number)..........ccoceevveveverveneeennennen. 1730
Hidden end use in design applications.................. 1504.01(c)
Hidden feature in design applications
ANLICIPAION ... 1504.02
Enablement.......c.ccocoveviririenininineneeeeeeeen 1504.04
ODVIOUSIIESS ...vnveveieeiienieieie ettt 1504.03
HIV/AIDS, Petitions ......cc..ceovvvveeieeeeeeeieeeeeeeeeeeenneen. 708.02
Hours of 0peration...........cccceeveveeeciieecieeeiieesieeeieesveeeveens 510
Holiday, federal (See Federal Holiday)
Hyperlinks in specification..............c......... 608.01, 608.01(p)
I
ICIREPAT country codes.........ccccvevveerreerenvenenennenn 201.14(d)
ICIREPAT identification numbers..............c.ceuvee.. 201.14(d)
Icon, computer generated...........ccoeceeveeierienenne. 1504.01(a)
Identification of papers .........ccceeveeveeverceerceereeene, 502, 503
Identification of priority application ...................... 201.14(d)
Identity of inventors under 35 U.S.C. 119.................. 201.13
Idiomatic English ........ccccooooiiiiiiiniiiee, 608.01(q)
[lustration (See Drawings)
Image File Wrapper (IFW)
ATHTACT ¢ 608.02
Paper scanning ..........cecceeeeveerienieniene e 508
Power to inspect not accepted ..........coceveerieneniennnene 104
PUDIIC ACCESS -.eouveeniiiieiierieeie et 103
Image File Wrapper (IFW) forms
Issue Classification Sheet, reproduced................ 1302.09
Cited .o 1302.10, 1302.13
Implied election..........cceueenenne 818.02, 818.02(a), 818.02(c)
Improper comments, inter partes reexamination .......... 2667
Improper joinder, effect on patent...........coceeeveevenirennnnne 805
Improper multiple dependent claim ....................... 608.01(n)
Improvement (Jepson claim).........cccceeceeieneienenenenenns 2129
Inaccurate claim ........occoeoeevieiieiieeee e 2173.03
Inappropriate papers in inter partes reexamination....... 2667
Incoming-Mail Section (See also Office of Initial Patent
Examination (OIPE))........ccccooviviiiiiniinienieieeieeveeiens 501
Incomplete amendments, time for completing
................................................................ 710.02(c), 714.03
Incomplete application.................. 506, 601.01(d), 601.01(e)
Claims omitted ........ccccceevrieviiecrieienieeeie e 601.01(e)
Definition .....ccevveveeriiriieieeeieeee e 203.06
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Drawing .......ccceeveeoenieiienieeee e 506, 601.01()
Invalid 0ath.......ccooooeviiiieieee e 604.06
Return of filing fe€ ......covveevevierieieieeeeeeeeee, 506
USING AZAIMN ....vvevieiieiieieeieseeesieeie e eereseeeneeens 608.01(u)
Incomplete claim, rejection ... 706.03(c), 706.03(d), 2172.01
Incomplete Protest ........covvereererrerienencececeeee 1901.03
Incomplete requests for ex parte reexamination............ 2227
Incomplete requests for ex parte reexamination............ 2627
Incomplete 1esponse .......ccvveveveeerieeveennnne. 711.03(a), 714.03
Time for completing...................... 710.02(¢c), 711, 714.03
Incorporation by reference................. 103, 201.06(c), 201.11
........ 608.01(p), 2163.07, 2163.07(b), 2173.05(s)
Foreign priority application..........cocceceverereneenee. 201.13
In an Examiner’s Answer during inter partes

TEEXAMINATION ...veeieiieniieieeiie et 2677
Public access to incorporated application................... 103
Incorrect citation of reference................... 707.05(g), 710.06
Indefinite claim.........c.ccoevvverennnnee. 706.03(d), 2171 to 2174
Alternative phrase...........cccceovennenen. 2173.01, 2173.05(h)
Antecedent basis........cceecveevieiiiieecieeiieeeee 2173.05(e)
Breadth compared..........ccocevivienieiieeee 2173.04
Design applications................ 1503.01, 1503.02, 1504.04
International application..............ccceevevererennen. 1845, 1874
MUIIPHCIEY vt 2173.05(n)
Must be considered..........ccoeceenieniiiinienieeeene 2143.03
Nonelected claims..........ccoeceeeieiieiieieeceeee e 821
Numerical ranges...........cceeveeveecrervereesrennenne 2173.05(c)
ProliX c.cooveeieieieeeeeeeee e 2173.05(m)
REJECtioNS .....veovveiieeiieieieece e 706.03(d)

35 U.S.C. 112, first and second paragraph compared
................................................................... 2174,2185
35 U.S.C. 112, sixth paragraph limitations.....2181, 2185
Independent claim...........ccccoeeeereecieiierieneeieee 608.01(n)
Independent, definition...........ccceeeveeveviereenieeieeienen, 802.01
Independent inventions.......... 802, 802.01, 803, 803.02, 806
............................................ 806.04, 808.01, 808.01(a)

Independent inventor (See also Applicant; Inventor; Pro se
applicant)

Independent Inventor programs.............cceeeerueeneenne. 1730
Small entity Status........ccoceeverieeriienienieeeeeeeeee 509.02
Index of claims .......ooveveeviiiiiieii e 707.07(1), 719.04
Index of patents, Classification, Numerical........... 902.03(a)
Index to the U.S. Patent Classification................... 902.01(a)
Industrial Security Manual (ISM).........cccceviriiniinienne 120
Inequitable conduct (See also Duty of disclosure, Fraud)
.......................................................... 2001.06(c), 2010
Best mode ........ccooiviieiniiiic e 2165
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Sec. No.

Claims invalidated..........coccooooiininiiiinieeee 2016
Finding affects all claims .........cccceeverviriiieeee 2016
Protest ....ccceeeeeienenineninenceceene 1901, 1901.06, 2013
Reexamination ..........cocceceeeeeenienenenienceieececiens 2014
REISSUE ..o 1448, 2012
Informal application............ccoeveevveeveecreeeenirennen. 506, 702.01
Primary examiner’s attention required..................... 1004
Search......cccccvevenininennicceecc e 702.01, 704.01
Informal drawing (no longer applies)............. 507, 608.02(b)
Informal requests for ex parte reexamination ............... 2228
Informal requests for inter partesreexamination.......... 2628
Informality, Action calling attention to.................. 707.07(a)
................................ 707.07(j), 710.02(b), 714.14

Information Center (See Scientific and Technical
Information Center (STIC))
Information Disclosure Statements (See also Prior art)

.................................................... 201.06(d), 609, 1406
Relationship to requirement for information.....704.14(d)
Information material to patentability (See also Duty of
diSClOSUIE)) .oevvieievieieeieeee e 2001.04, 2001.05
Copending application ............ccocceveerverereeenne 2001.06(b)
Copied claims......ccceoeevierieieeeereereeeene 2001.06(d)
Foreign application...........cccceevereverveneenneenenne 2001.06(a)
Liti@ation.....ccevveeriieiieie et 2001.06(c)
Information on status of application referred to in patent
............................................................................... 102
Information reasonably necessary for finding prior art
.......................................................................... 704.11
Information sent to applicant for guidance...................... 703
Information submitted with protest.............ccccecuenee. 1901.02
Infringement action
Statute of lImitations .........ccceeceverenereeieniencnenenne. 2204
INID codes or numbers.................... 901.04, 901.05(b), 2290
Initial data capture for printing...........c.ceceeevereerreenennen. 1309
Initial examiner review of reisSue ........ccceeveeverueneennen. 1443
Ink color
Black oooeiiiiie 707.10, 719.02, 719.05
Red o 714.18, 719.02
Permanent........ccoocceeivviiiiiinnnnnn.n. 608.01, 714.07, 714.19
[noperativeness. ........coeeerveeveereeneenuennne. 2164.07, 2164.08(b)
ALFIAAVIt.ceeeeiec e 716.07
INPADOC ...t 901.06(a), 905.06
Inquiries, Official and Congressional..................... 203.08(a)
Inquiries regarding patent search, examination, or validity
............................................................................. 1701
Inquiry as to status of application....................... 102, 203.08
Application published ........c..cccevceeiriencnennene 1128, 1134
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INSANILY c.veeniie e 409, 409.02
Inspection
AmEndment .........coeeeeeeieninineneeeeeee 714.05
APPLICALION ..o 103, 104
Approval of POWET.......ccveeviiieiieiieieeiereee e 104
ASSIZNMENT ..ot 301.01
AUthOriZation ..........coocveiiiiiieieeeeee e 402
By aSSIigNEe.....cevvieiieieiieiereee e 104, 106, 106.01
By excluded or suspended attorney or agent .............. 105
BY INVENTOT ..ot 106
By licensee.......cccoeeenieneiiiiiiiiieeeeee e 106.01
Control of, By assignee .........cccccecevevererenceeecnennennen 106
File Information Unit (Record room) ............ccoeeeeee. 103
International application .............cceeveevuverveeveneeneennenns 110
Patent file........cooeeiiiiii e 103
Petition. ....coeeeeieiieiee e 103
Record room .......oocueeieiierieeee e 103
Reissue application..........cccevvevvecieeienieneeseeie e 103
Right of ..o, 103, 104, 106
Insufficient disclosure................. 608.01(p), 706.03(c), 2161
Insufficient reply ....cccveeeevveneeririrenne 710.02(c), 711.02(a)
................. 711.03(a), 714.03, 2266.01, 2666.30, 2671
Int. CI. (International Patent Classification)............... 903.09
Intellectual property compared..........cccceeverveeververennne. 1512
Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273) ........ 706.02(a)
Intent to Claim......coeeereriiieiiiciccee 706
Inter-American Convention (See also Treaties) ......... 201.13
Interference.........ocvvvveveenieniieieeieeeeseeeene Chapter 2300
Abandonment, suppression or concealment, notice..2138
AcCesS 0 IS ..oueeieiiiieieece e 2312
ACHION AfteT....cveviiiriericeiieectceeee e 2363
Action after ex parte reexamination ...............ce..e.e... 2284
Action after inter partesreexamination............... 2686.02
Action made when suggesting claims.................. 2305.01
Action suggesting claims.............cccceeueene. 2305, 2305.04
Addition of New party.......cccccceveeveeciercieriereee e 2342
Administrative patent judge handles.......... 2300.01, 2314
After notice of allowance ..........ccccocevenenencecnne 2307.03
Allowance of losing party’s application............... 2363.03
Amendment filed during...........ccoccoeveevieriniennnne 2364.01
Applicant requests interference with patent.............. 2307
Application already in interference..................... 2305.04
Application and patent in different Technology Centers
............................................................................. 2306
Applications in different Technology
(S 1<) ¢S 2301.01(a)
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Sec. No.
Attorney, parties have same ...................... 2305, 2309.02
Basis of practice........cccceevvecerieneenen. 2138.01, 2300.01
Between application and patent.............. 2306 to 2308.02
Between applications ..........ccocceeveerieeriennennen. 2303, 2304
Cancellation of losing party’s claims................... 2363.03
Claim of foreign priority by patentee not considered
........................................................................ 2308.01
Claim interpretation ...........cceeeeereereereeeeereennenns 2301.01
Claim presented corresponding to patent
ClaiM.c..eiiieieeec e 2306 to 2308.02
Claims, need not be identical ...........cccoeovvveevnvreennnen. 2303
Claims, overlapping in two applications of same party
........................................................................ 2315.01
Claims, suggesting .............ceeuveee 1003, 2305 to 2305.04
Claims, unpatentable over suggested claim......... 2305.01
Claims corresponding to count support in specification
................................................................ 2163.03
Claims corresponding to patent claims, rejection
........................................................................ 2307.02
Common OWNETShIP .......eeeeierierienieieeieeceiee e 2302
CoNnception ......c.eevereeereerereeeeiereeeeenns 2138.01,2138.04
Concurrent with appeal ..........ccoocevieiiiiiniiee. 2315
Consultation with eXaminer .........c..coceeverenererennne 2340
Consultation of examiner with administrative patent
JUAEE e 2314, 2360, 2363, 2363.03
Consultation of examiner with interference practice
specialist............. 2300.01, 2301.01(b), 2305.04, 2309
Copending ex parte reexamination..................o........ 2284
Copending inter partesreexamination...... 2686, 2686.02
Copied patent claim not identified ............ 2305, 2307.05
Count, defined.........cccoeoeevieiiiiiieeeeeeeeeeee 2301.02
Counts, formulation of ......................... 2138.05,2163.03
...................................................... 2301.01, 2306
Dates, difference in effective filing...........cccceenenee. 2303
TC Director’s attention required..............ccccceneee.e. 1003
Decision on MOtioN .......ccceeeereierieneeie e 2340
Declaration ..........coevevereeiereenieneneneneeeeeeeee s 2311
Definitions.......ccuevuerierieieieeresese e 2301.02
Determining priority.......cocceeeereeereeneeneenieneeniens 2138.01
Diligence, reasonable............ccceceeneee. 2138.01, 2138.06
Director of TC must approve of ...... 1003, 2303, 2303.01
......................... 2305.04, 2306, 2307.02, 2309.02
Disclaimer, statutory .............ccoevee. 706.03(u), 710.02(d)
Disposal COUNt......c.eeerieieiiiieeee e 1705
Drawing, losing party’s obtaining copy of.......... 2363.03
Drawing prints..........ccecceeeeeeeereeneeneeneeeeeenne 608.02(m)
Election of invention not affected ............cccccuenee 820.02
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Sec. No.
Entry of amendment filed in connection with motion
............................................................................. 2364
Estoppel.....cccoeveneincnennn 715, 2138.01, 2358, 2363.03
EVIdence .....coooevereeieieicniencnccceeeeeee 2138.04
Failure to identify patent when claims presented .....2305
........................................................................ 2307.05
Failure to present suggested claim....................... 2305.01
Federal Rules of Evidence......................... 2301.02, 2308
File wrapper notation..............cceecveeveeeerieennens 2301.01(b)
Final deciSion.......c.cooeveriiiiieieieniesec e 2358
Foreign application, benefit.............ccooceeiinieneen. 2309.02
Fraud......ccoooooiioi e 2010
Generic Claims .....c.ooevererieieieieneee e 2303
Identification of patent, corresponding
claims presented .........cceeeeveriiniienienieeen, 2307.05
Inequitable conduct...........cooeevieiinieniineeeee 2010
Initial memorandum ............ccoeevvierienieiieieee 2309.02
Inspection of affidavits and declarations ............. 2309.03
Inter partes questions not to be
discussed EX PArte........ccceevvveecieeeiieeeiie e eieeenne 2314
Interference Practice Specialist........ 2300.01, 2301.01(b)
.............................................................. 2305.04, 2309
Interpretation of claims........c.ccccevevenencneneenene. 2301.01
Interview prohibited ..........cccoovveviievienieniieiieeeeieen, 2314
Judicial revIeW......ccccceveeeineniincccne 1216, 1216.01
Jurisdiction over interference .................... 2300.01, 2314
Litigation, notice Of .........ccoecvevieriiecierierieeee e 2360
Losing party, may obtain copy of
opponent’s application..............cceeeverreerreennenne. 2363.03
Losing party, treatment of..........cccccceevieiinennnne 2363.03
LoSt COUNtS.......coeeeeeieeeeiiieceeee e 715,2138.01
Memorandum, proposing...........ceceeeeeeverevereeenns 2309.02
Motions
Applications not involved in interference.............. 2333
DECISION ..ot 2340
Hearing........coovevieiieeeeceeeee e 2340
Preliminary.........coeveeeeecieeiesiencee e 2333, 2340
SEAY oo 2686.02
SUSPeNnd.......coccveeiiieiieiiee e 2686.02
Multiple dependent claims...........cccceverereeniennene. 2309.02
Multiple patents involved ..........coooeeierieniinieiee 2306
New reference found .........ccccoceveneniencneninicenenene. 2341
No interference in fact ............ccccveennnne 2301.02,2363.01
Nonelected claims........c.coeeeeereirenenininencnenen 2303.01
Notation on file wrapper, allowed application.....2305.04
Notation on file wrapper, possible interference
................................................................... 2301.01(b)
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Sec. No.
Notification of patentee, attempt to provoke interference
........................................................................ 2307.06
Office of Patent Publication notified................... 2305.04
Order to ShOW CaAUSE .....c..covervirinireiiciciciecee 2340
Overlapping applications............ccccceerveevereeennnenn. 2315.01
Patent filing date earlier than application date .... 2308.01
........................................................................ 2308.02
Patent filing date later than application date ....... 2306.01
Patent in different Technology Center ..................... 2306
Petition refusal to initiate ...........ccccerverreennnne 1002.02(c)
Power of attorney filed..........ccccoooerenininiiieeee 402.08
Preliminary motions..........ccceeeereereeieneeennen. 2333, 2340
Preparation of papers by examiner............ 2309, 2309.02
Priority time chartS.........c.cccovvveveecencienieieee, 2138.01
Protest, N0tiCe Of.....ccooiviiiiiiiiiiiieeeeee e 2360
ProvoKing ........cccceeceeeiieieieneesceeeceeee e 2300.02
In ex parte reexamination ............cccceeeveereveennneenne. 2284
In inter partes reexamination............c..eceevenee. 2686.02
Public use proceeding ...........cccoevevviereneeniennnnns 706.03(v)
Reconsideration of decision on motion.................... 2340
Reduction to practice.........c.cceeeverueennenne 2138.01,2138.05
Reexamination
Ex parte, copending with interference.................. 2284
Inter partes, copending with interference
...................................................... 2686, 2686.02
Reexamination, notice of..........c....coooeiiiiiiiiiiiien, 2360
Reexamination, presentation of claims for interference
with patent under...........ccoocvevveiiiiienieiee 2307.04
Reference found during interference........................ 2341
References pertinent to motions,
made of record ........ccoevieiiiiie e 1302.12
Reinstatement of action............... 2315,2363.02, 2363.03
Reissue application...................... 1449.02, 2301.01, 2360
Reissue application copending with interference on
original patent .............coecerveviiiiiieeieee e 1449.01
Reissue application, notice of..........ccccceveeeveenrennne 2360
Rejection of claims corresponding to patent claims
........................................................................ 2307.02
Rejection of claims unpatentable over suggested claim
......................................................... 2305.01, 2305.02
Requirements for interference........................ 2303, 2306
Response to suggestion for claims .......... 710.02(c), 2305
................................................................ 2305.03
Revocation of power of attorney...........c.cceeeeueeee. 402.08
Search.......ccooeeveveiieiieeieeeeene 1302.08, 2301.01(b)
Second interference..........ooeevverereereereereeieeeeeenne 2365
Secrecy order application..............ccecveeeeee. 130, 2309.06
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Sec. No.
Showing under 37 CFR 1.608(b)......c.cccceereruennee 2308.02
Special dispatch..........ccooceereeenenne. 708.01, 2307, 2307.02
Statutory basis ......cccevevervenieerieeieneeins 708.01, 2300.01
Subsidiary of corporation, common ownership........ 2302
Suggestion of claims..........ccccveeveevenenns 2305 to 2305.04
Suggestion of claims, time limit ......... 710.02(c), 2305.02
Suspension of action pending outcome of reexamination
.............................................................. 2284, 2686.02
Suspension of ex parte prosecution ..... 709, 709.01, 2315
........................................................................ 2315.01
Terminated open to public........ccccevveiieienienieneeen. 103
Termination ..........ccecceeceeeierieneeieeie e 2361
TEStIMONY ...evvveneieieeeieeireiiee e 715.07(b)
Time limit for reply .....cccoovvvvevieiiennns 2305.02, 2307.02
Transfer of application.............cccccceueee. 2301.01(a), 2306
Two periods for reply running..........ccccceceeeeenene 2307.02
Winning party ........cceceeeeeevverveneeneene 710.02(b), 2363.02
Withdrawal of application from issue
......................................................... 2305.04, 2307.03
Withdrawal of outstanding action..........c.ccccceeeeneene 2315
Interference practice specialist(s) .....2300.01(a), 2301.01(b)
.......................................... 2305.04, 2309, 2309.02(d)
Interlibrary 10ans...........ccocceveeneenerceriereeeeee 901.06(a)
Interlineation in specification before execution.......... 608.01

International application (See also Foreign application;

Patent Cooperation Treaty (PCT))

ADSITACE ..ttt 1826
ACCESS ..t 101, 110
AZENL it 1807, 1864.04
Amendment before the designated office ... 1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before International Bureau.. 1853
Amino acid SEqUENCE........c.ccvvereervreirerenererreennens 1823.02
APPLICANT ...t 1810
Applicants different for different designated states
..................................................... 1817.01, 1817.01(a)
Assignment document .............ccoeeeeeeerieniiecieeieneenenn 301
ATOTTICY ettt ettt ettt 1807
Attorney file reference number.............ccoceceieene. 1821
ClLAIMS .t 1824
Common representative.........eeeereeereereeeeeseereeneeenns 1807
Confidential Status ..........cccveeeeeveeeicreeeeereee e 101,110
CONLENL ..ottt 1812
ContiNUALION ...c..eeveeiiiiiiienieniceieee e 1817.02
Continuation of.........ccceeevrevieeieeciieenenn, 201.11(a), 1895
Continuation-in-part ..........ccceveererreereereeneeeenne 1817.02
CorreSPONAENCE .....ecvveeeeeeeieiieiieie et 1834
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Sec. No.

Definition .......ooveiieniiieeieie e 201
Deposit aCCOUNtS .......oeveeeieieriieiieieeeee e 509.01
DeSCriPtioN......ceeeeieiieiieiieie et 1823
Designation fee ........cccccveveerceerienieieeieeeenne 1817.01(a)
Designation of states ...........ccccueeuene 1817.01, 1817.01(a)
Drawings .......cceceeveevieeiienieneeneneneee 1825, 1893.03(f)
Drawings miSSing.........ccecceeeueeierieneeneeneeeeeseeeeenne 1825
Early national stage entry under 35 U.S.C. 371(f)

............................. 1893.01, 1893.01(a)(2), 1893.03(b)
Elements.......cccoouiririiieieieieeeecee e 1812
Errors, rectification of ..........cccoeevvvviiiiiiiiiiieeieeiins 1836
Fees .o 1827, 1893.01(c), 1896
Filing date .......cceeeeeeieieeeeceeee e 1810
Foreign filing license..........cccocvevveeeveeeeneeneenreenenen. 1832
Formal requirements ..........cccceeceveeueeeeieieneeniesenaens 1810
Forms (See Patent Cooperation Treaty (PCT): Forms)
Home copy ....ccoevevveennennee 1801, 1848, 1879.04, 1895.01
International preliminary examination ..................... 1860
International search ...........ccccovveveninininienieneee, 1843
International searching authority.............cccceeerenee. 1840
Inventor-............... 1817.01, 1817.01(a), 1820, 1893.01(e)
Kinds of protection...........ccecceeeeeveenveneeereeeene 1817.02
Mail SEIVICE ...vveeeereeeeereeeeeeeeeeeee e 1834, 1834.02
MEMDET SALES ....cc.eeueeeieieieieriieiceieeieeieeee e 1817
Microorganism deposit..........ccccereeerereeeeneenenne 1823.01
National Stage........cccccvevevreerieniieieeiereeneens 1893 to 1896
Numbering of sheets .........cccccvevierieciinienieieieeene 1812
Oath....coeiiiiiiiine e 1893.01(e)
Parent to national application............. 201.11(a), 1817.02
Power of attorney .......cceeovevienieniiciieieee e 1807
Precautionary designations.............ccceccerueeneenne 1817.01(a)
Prior art effect ........c..c....... 1857.01, 1896, 2127, 2136.03
PLIOTIEY eeoneenieieieiereee e 201.13(b), 1828
Priority document.............cceeeveeeenniennnns 201.13(b), 1828
Publication ..........cccoeeiirieieeee e 1857
Record copy ..coovveveeieniieiieiens 1801, 1828, 1832, 1848
Rectification of 0bvious eITors........coceveeveneenieniennene 1836
Refund of fees .....oovvvvvvvvviciiiiiiieecnne, 1847, 1850, 1852

......................................................... 1865.01, 1875.02
Representation...........ccccueveeneenieneinieiienceseeen 402.09
ReEQUESE...coiiiiiiiiiiieee e 1821
Search Copy....c.oovveevervenvennnne 1801, 1840, 1840.01, 1847
Search fee.......cccovieeriiieieee e 1827
Search report .......ccceeveeierienieneeeeeeee 707.05, 1844
Secrecy Order........ooveveeereeneeerieeieeieeeeene 115, 120, 1832
Signature of applicant ............cccceevveiiriienienieieeee 1820
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Sec. No.
Time lmitS......cceeeeeeieieieieieeee 1836, 1842, 1843.05
..................................................... 1879.01, 1879.01(a)
THEIE oo 1821
Translation for U.S. national stage ................. 1893.01(d)
Transmittal fee........ccceveririiiiieieeee e 1827
Transmittal 1etter.........ccovieiiiiieiiiiieneeeeee 1830
Unity of invention............... 823, 1850, 1875, 1893.03(d)
Withdrawal ..........cccooovviiiiiiiiiicceeeee e 1859, 1880
International classification...........ccccecevenencrcnencnnee. 903.09
International patent classification...........ccccceeverveennen. 719.05
International searching authority ..........ccccceveevvinencenne. 1840
International Trade CommisSion ..........cccceeeeveerviereveennenn. 724
International-type search ..........ccocoevveeiercienvennnnn, 707, 1852
INternet......coovveiiieiieeieeeeee e 502.03, 1730
AdAIess ....ooeeeeieieeeeeee e 1730
Database collections ..........cccceeveereeninienccenceneeiee 1730
Disclosure document program..............cceceeeveeeennenns 1706
Electronic mail..........ccc.cooeveeeeennnnn. 502.03, 713, 713.01
............................................................. 713.04, 713.05
General Information Concerning Patents.................... 703
Kids Pages ...ceovveeiiieieieee e 1730
“PatentIn” computer software (See also Sequence rules)
............................................................................. 2430
Payment of maintenance fees by ........c.ccccevveueennnne. 2522
PCT Legal Office......c.coovereeniiniiiiieienceceeee 1730
Publication of Board Decisions ............ccccveeeueennn. 1213.03
Publication of the Official Gazette..............c.cocuo.... 1703
Searching .........cceevvevveriesieeiecie et 904.02(c)
Usage PoliCy.....ccoveevevveriieiieieeieciieee, 502.03, 904.02(c)
World Intellectual Property Office (WIPO)
......................................... Introduction, 1801, 1851
Inter parteS qUEStIONS .........oecvveveeeverieeieeie e e 713.06
Interpretation of law, NEW........cccevvveriieriieiiiiecieieee 1208
Intervening rights
In reexamination
EXPArte.....ooeceiieieeeie ettt 2293
INtEr PArteS......cc.covevierirereeeceeceree e 2693
In reinstated patents.........cccceveerieecrerieneenieeie e 2591
IN TEISSUC. ...t 1460
Intervention by assignee ..........ccecveveerieneeieneenieneeienne 106
INECTVIBWS ..ottt 713
Advance indication of issues to be discussed ........ 713.01
Allowed application............cccceevveveevennenns 713.05, 713.10
Appointment in advance...........cceeeeeeceeecreerveennnnn 713.01
Attorney not of record ........ooceveiieiiniine e, 101, 402
Authority to conduct..........coeeeeiiiiiiiinie e 713.05
Before filing.........ccvecveeienieniieeeieee e 713.02
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Sec. No.
Before filing amendment under 37 CFR 1.312..... 713.10
Before first action.................... 706.07(b), 713.01, 713.02
Demonstration...........coceeeeeerierieneneneneneeeeieeens 713.08
During working days only...........cccccevverieniennnnne. 713.01
Electronic mail......... 502.03, 713, 713.01, 713.04, 713.05
Excluded or suspended attorney or agent...... 105, 713.05
EXNiDIt. e 713.08
Exposure of other cases during ..................... 101, 713.07
Field of search.......ccccocuevevieneninicniiiiccceeen 713.02
Finally rejected application................... 706.07(f), 713.09
How conducted.........ccoceeieieiieienineiceeececeeee 713.01
Inter partes questions.........eceeeveeceeeveneeennen. 713.06, 2314
Interview summary form............ccccervennenne 713.04, 2281
Local attorney .........cceecvevverveeeeeeeeeennenn, 713.03, 713.05
Made of record .......cooovvveveeviiiiiiiiiiieeeens 713.01,713.04
Merged reissue/inter partes reexamination......... 2686.03
MOdel .. 713.08
Oral agreement not binding............cccccveeveeevernennen. 713.04
Patentability report cases..........coceevveeveeeerierieennns 713.01
Prior to first Office action .................... 706.07(b), 713.02
Prohibited........cccoeuieieieieeee e 713.05
Protestor participation ..........c.ecceveeevvereeeeneennnnne 1901.07
Question of patent validity ..........cccceevvrvverieneenennen. 1701
Record of substance required.................... 713.01, 713.04
Reexamination
EXPAre....ooceeieeeeee et 2281
Inter partes.........ccc....... 2666.30, 2685, 2686.03, 2687
Refused......cocovveeienincnininincns 713.01, 713.02, 713.05
................................................................ 713.10,2314
Requested in continuing application ................. 706.07(b)
Requested in Office action ..........ccocceveevvervesieiennenne 707
SoUNING OUL ..ot 713.03
Special SItuations..........ccveevereereereenieeieeeeseenens 713.05
Substance made of record ........... 713.04,714.13,1302.03
Telephone..................... 101, 408, 713.01, 713.05, 812.01
Time allowed.........ccoveeviieeiieeiiecieeeieecre e 713.01
Video conference ..........cccvveeeevveeeecneneennn. 713.01,713.04
Videotape ShOWING.......cccccvevreerieeierienieieeveeeeenes 713.01
Where held ... 713.01
Invention (See Patent; Rejection)
Brief summary.........cccoocveiiiiiniiieeee 608.01(d)
Detailed description ............ccceeeevevereereereenennn 608.01(g)
Made in this COUNtIY......ccceeeververierieereeee e 2138.02
Mode of operation ...........cccceverereeeeceierieneenne. 608.01(h)
Inventive entity, Different..............ccoooeeienienennnn. 706.02(k)
...................................... 706.02(1) to 706.02(1)(3)
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Sec. No.
Inventive entity, Same(overlapping subject matter)........ 804
............................................. 804.03, 822, 822.01
Inventor (See also Applicant; Pro se applicant) .............. 605
Common, at least one ...........ccccecevveennnnne. 201.03,201.11
...................................................... 706.02(k), 2137.01
Continuing application .............cccceeereererenuenne. 201.06(c)
Correction (See Correction of inventorship)
Deceased......coovvievieieecienienieenenn 409 to 409.01(f), 1820
Execution of oath/declaration by
legal representative..........cceevveeveeenennen. 605.04(a)
Government property rights statement.................... 151
Duty of disclosure by........cccecveeereennen. 2001.01, 2002.01
Foreign priority.......cccceeeeevevverveneeennenne 201.13,2133.01
Full first or middle name required.................... 605.04(b)
HEITS .ot 409.01(a), 409.01(d)
Initials as a given name ...........cccceeveeeeneennenne. 605.04(b)
INSANC.....cooiiiiiiiiieee e, 409, 409.02
International application.......... 1812, 1817.01, 1817.01(a)
Legally incapacitated............cccevvereenieenennen. 409, 409.02
IMINOT <. 409
Name change .......cccceeeeeveeveereeeennne 605.04(c), 719.02(b)
COITECHION ... 201.03,201.05
(0 1<) S 605.04(f)
Petition .....cocvieeiicierieeieee e 605.04(c)
Typographical, translation error............ 201.03, 601.05
None available...........cceeevieciieenens 409, 409.03(b), 603
Proofi.....o e 409.03(d)
Proof of irreparable damage.............ccccueen.e.e. 409.03(g)
Proof of proprietary interest.............cccoveenuene. 409.03(f)
Order Of ..oeveieieee e 605.04(%)
Prose....ooeeee e 707.07(), 713.01
Refuses to Sign......ocvevvereeeceeeieneenen. 409, 409.03(d), 603
Execution of oath ........cccccveviiiiiiiinicice, 605.04(b)
Representative of .........ccoccvevveirennennen. Chapter 400, 1706
Requirements .......ccceeoveveereenerieiienceieeieeeeeene 2137.01
ReSIAeNCe.....ooueeeieiieieee e 605.02
Rule 1.53(B) c.veevereeeieieienienincrceeeceeeceee 201.06(c)
Rule 1.53(d) ..eoveieeieiereeeeceeeeee 201.06(d)
Self-prosecuted case .........cccceeveveeeeeene 707.07(3), 713.01
Small entity Status........cccceevervierierieniereeeeieieene 509.02
Unavailable..........ccceeevreviienieeiieeeeeee, 409, 409.03, 603
At least one joint inventor available.............. 409.03(a)
Last known address..........cccovevevvieviieieneennenns 409.03(e)
Proof. . 409.03(d)
Proof of irreparable damage.............cccccn... 409.03(g)
Proof of proprietary interest............ccceeueeneenne 409.03(9)
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Sec. No.
Inventor’s certificate
Priority benefit.........ccoccveiirienieniene 201.13(a), 202.04
Rejection based on.........ccceeveeeeeirieiienieieeee, 706.02(e)
Inventor’s Assistance Center...........c.ccovevverererenenennens 1730
IPC (International Patent Classification).................... 903.09
IPS (Interference Practice Specialist)..........ccceuvee..e. 2301.01
Irreparable damage, Proof of...........cccccoeceneninnnen. 409.03(g)
Issue (See Allowance and issue)
Issue batch number (no longer used)........................ 1303.01
Issue Classification Sheet.........cccceoevenerinierenienene 1302.13
ISSUE fRC....eieniiiiiiiieie e 1306
ATFEEr pAYMENt ....oovveeieiieieeie e 1306.03
Credit card payment...........cccoceevverieecienresieneeeeeenn. 1306
Deposit aCCOUNt.......eeveireriieiieii e 1303, 1306
Failure to pay ......cccooeveevennennen. 203.07, 711.03(c), 1306
Interfering case, not applied..........cceceeeereeieenee. 2305.04
Late payment........ccocceveeieeiinienieneeeee e 711.03(c)
Petition to accept late fee ..................... 203.07, 711.03(c)
Reissue application.............cceeververveeienceeseenreeneennn. 1415
Who may file......ccooeeirieieieeeeeeeeee e 1306
IsSue of PAteNt ....oeeemeieiieiieiee e 1309
Deferred .....ooooovieiieieeeee e 1306.01
Request for simultaneous issuance...................... 1306.02
Issue of patent t0 aSSIGNEEC.......cevvereeerueerierierierieeie e 307
Issue slip (See also Form letters and forms)............... 903.07
Issuing in another TC without transfer................... 903.07(b)
J
Jacket (See File wrapper/history)
Japanese year SYStem.........cccvevveriverieeiieeienieneenenn 901.05(a)
Jepson Claim.......cccoevvieiieiieiecieeee e 2129
Joinder, IMProper........ccecveveevieecieicieiieneeie e 805
Joinder, linking claim allowed ..........cc.ccoceeieieennne. 809.04
Joinder of INVeNtOrs. .......ccevevierierieiee e 409.03(j)
Joint application, definition..........c.cccccverencrcnencenene 201.02
Joint application, original oath...........c..cccoovvevirecireiennnnn 602
Joint inventor
Oath ..o 602
Power of attorney to.........cceccveeeeienienieneeeeeee 402.01
Refuses to sign application................... 409.03, 409.03(a)
Rights of nonsigning ............ccccvevvvevenvenieenneennns 409.03(1)
Joint inventors............ 201.02, 201.03, 605, 605.07, 2137.01
Change in order of names...........ccccceeveeeerennnen. 605.04(f)
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Sec. No.
COITECHION .t 201.03
Provisional application .............cceeeeeveeieereeneenenne. 605.07
JOINE OWNETS ...t 301
JOINt VENtULE ...oeveeieiieieeeee e 706.02(1)(2)
Journal, Patent Office Society .......cccevvevvieienienreennnne 707.06
Judicial NOICE......eeveieeeeieeieieieee e 2144.03
Judicial review
Ex parte reexamination proceedings ...........c...coeu.... 1216
Patent applications..........ccceevvevieerieeresieseenieene e 1216
Standards of review by the Federal Circuit ......... 1216.01
Jurisdiction
Allowed application...........ccoceevveveereenirennen. 714.16, 1305
Appealed application ..........ccceeeeriereecienieniereeiene 1210
Application before court.........cceevvevvireierceeneenniennnn. 1216
Interference........cooveeeeiiiiieieeeceeeee e 2314
K
Kind Codes .......ccoevuerenineniiieienenescseeeceeeene 901.04(a)
Kinds of patent documents .........c..cccceveverieneenenncneene. 1851
L
LaChes . ....ooiieie e 2190
Lack of unity of invention ............cecceevereecvrenennnnne 803, 823
Lack of utility ......cccooveveieiiiierieieeis 608.01(p), 706.03(a)
Language, Offensive.........cccceveveeneencnnenne. 608, 1504.01(e)
Language of papers........ccoceeveieereenieneenienienieseenne 608.01
Late payment of issue fee .........ccoccvevereerceneennnne. 711.03(c)
Law, new interpretation of............ccoecvevveiercienieneee, 1208
Laws, Patent (See Statutes)
Legal representative refuses to sign..........cc.ceeuenee 409.03(c)
Letter (See also Action; Form letters and forms; Letter,
Examiner’s)
Abandoned after allowance ..........cccccoeevvrevervennnne. 711.05
Congressional INQUITY .........ccceeevereerueeeereennenn. 203.08(a)
Drawing transfer.........ccccoooeveniinciniiienienenn, 608.02(1)
Official INQUITY .eeovveeeeieeieceeeee e 203.08(a)
STALUS .t 203.08
Letter, Examiner’s (See Examiner’s Letter)
Letters, receipt and handling............c.ccceevenneeee. Chapter 500
Letters of administration......409.01(b), 409.01(c), 409.01(¢)
Letters testamentary..........ccoeceeveereereeeeeseeneeeeeene 409.01(b)

Library, Scientific (See Scientific and Technical
Information Center (STIC))
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Sec. No.
Library ServiCes......ccceeveenueeienienieenieeieeiesieneeenneen 901.06(a)
Libreville Agreement (See also Treaties)................... 201.13
License agreements under patent ............cocceeeververerennnne 301
Recording of .......ccoeeiveiieiieieeeeeee e, 310,313
License rights Clause ..........ccevvvevieeriiecieiienieneeie e 310
License to file foreign application.......... 115, 140, 706.03(s)
License to file international application ................ 140, 1832
LiCENSEE, ACCESS ..veeiureieeeireeeeeeeee e 106.01
Licensing and Review Section............cccccvevverreennene 115, 120
................ 140, 150, 502, 502.01, 706.03(b), 706.03(s)
Linking claim ........ccccocenenenene. 809, 809.02, 809.03, 809.04
Transitional application...........ccecceeeeveereneennen. 803.03(a)
Traverse of rejection .........ccceecvvevervenieereennenen. 818.03(d)
List of countries giving right of priority..................... 201.13
List 0f deCiSIONS ......c.cecveeeveiieriieiieieeieereereennns Appendix II
List of prior art in reexamination ....................... 2257,2657
Literature citation in specification...........c..cc......... 608.01(p)
Litigation information, Duty to disclose .............. 2001.06(c)
Litigation not stayed in reissue.......ccecevervverreeverennne. 1442.02
Litigation, reexamination copending
EX PAITE...cceiieieeeeeee ettt 2286
Inter partes........ccovveeveeeveenee. 2640, 2681, 2686, 2686.04
Litigation related reissue............... 1404, 1442.01 to 1442.05
Litigation, stayS........cccceevveeveenenns 1442.03, 1442.05, 2686.04
Living matter (See also Biotechnology)..........ccccevuenene 2105
Local representative of attorneys .........cccceeeveveerverereennne 408

Locarno international classification designation....903.09(a)

M

Machine, process or product ..........ccccceereeerervennen. 806.05(¢)
..................................................... 806.05(f), 806.05(g)

Mail (See also Mail Stop and Correspondence)
AdAIEsS. ..o 501
Depositing correspondence .............cceeeereeecveevenneennen. 502
DISEIDULION ..ot 501
EXPIess...ccoeverieneenienieiienceeeee, 502, 513, 711.03(c)
Identification ...........c.ccoeevveiieeiieeieciee e 502, 503
Receipt and handling...........ccoccvevveiennennnnnne. Chapter 500
Undelivered.......coooovveveveeeeeeeeeeeeeeeenee. 707.13, 1303.02
ZIP COC...uviiieiieieeieeie ettt et 502
Mail date as filing date..........cccooererinenineieeee e, 513
Mail room date Stamp..........ccoeceeveereerieerienieneeen. 608.02(0)
ML SEOP 1vveeeeeeeieieeieeie ettt 501
Mail Stop 8 (Solicitor) ........ccceveenee.e. 501, 1216, 1216.01
Mail StOP 10..c.uieiieiieiecieceee e 1232
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Sec. No.

Mail Stop 16 (Refunds) ........cceooeeveeneininiineee 509.03
Mail Stop AF ..o 714.13
Mail Stop Assignment Recordation............... 501, 302.08
Mail Stop Conversion...........cceeevereverveecvennennnns 601.01(c)
Mail StOp DD ..o 1706
Mail Stop Document Services........ 103, 501, 1430, 1470
..................................... 2222,2232,2501, 2622, 2632
Mail Stop Ex Parte Reexam.................... 501, 2222, 2224
................................................................... 2226, 2231
Mail Stop Expedited Design..........cccevveevrevennnnns 1504.30
Mail Stop Express Abandonment.......... 1002.02(r), 1125
Mail Stop INTERFERENCE...........ccoovvvinieieienen. 501

Mail Stop Inter Partes Reexam .... 501, 2622, 2624, 2631

Mail Stop Issue Fee .......ccveveeneennnne. 502, 1306, 1306.02
Mail Stop L&R ...ooviiiiiiiieeeeeen 120
Mail Stop M Correspondence............c.cceeueeuenne 501, 2510
Mail Stop MPEP.......cooiiiiiiiieeeeeees Foreword
Mail Stop OED ....ccoooviiiniininiininincnceicceieene 402, 407
Mail Stop Patent Ext........... 501, 1002.02(b), 2754, 2754
Mail Stop PCT..... 501, 1805, 1808, 1821, 1823.02, 1865
Mail Stop Petitions ..........ccceue.... 720, 1002.02(b), 1308
.......................................... 1901.03, 2580, 2590, 2720
Mail Stop PGPUB .....c.ccccoviiiiiiiiininencenceeee 1126
Mail Stop PGPUB DRAWINGS ........cccoooevieieiennn. 507
Mail Stop ReiSSUC.......evueeriieiieierieiierceceeee e 1410
Mail Stop Sequence.........cceeeeereereeeneeeneenne 2422.09, 2429
Mailing aCtioN......cc.eevvereeerieiiee e 707.12
In ex parte reexamination .............eceeevereereeernenenene 2264
In inter parte reexamination ..............cccccevveeeeenennan. 2664
Mailing, Certificate of (See Certificate of mailing or
transmission)
Maintenance Fee Branch ..........ccccccevenininincncninnene. 1501
Contact iINfOrmation............ccceeeeerienenenenieneneeieene 1730
Maintenance fees (See also Fee; Refunds) .................... 1730
............................................................... Chapter 2500
Attorney or agent
Handling of requests to withdraw .............ccc....... 2560
Revocation of power of attorney................. 2501, 2560
Change of correspondence address................. 2501, 2542
Credit card used for payment of ..................... 2510, 2522
Due dates for payment..........ccocceevveriereniienieneeene 2506
Duplicate Payment...........cccoeveveeviencienienienienieeiene 2532
Facsimile SUbMiSSION........c.cceceevieienienenininceceieene 2510
Fee address .....ooovveveeienienieieeece e 2540
Feeamounts.........cccocoeeiiiiiiiiiiiiieee 2501, 2520
FOIMS .ottt 2595
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Mandatory Classification--Multiple dependent claims

Sec. No.
Information available from Maintenance Fee Branch
............................................................................. 1730
Information required with payment................ 2515, 2530
InSUFICIENt .o 2531
Internet SUDMISSION ......ocuevvivieriririeieiercreseeeeiene 2510
Intervening rights in reinstated patents .................... 2591
Late oo 2531
Mailing address for maintenance fee documents
..................................................................... 501, 2510
Mailing address for payments ............ccoeeevveecveevennnnns 501
Maintenance Fee Branch............cocoooiiiiiiiiiin. 2501
Method of payment ...........cccceveeiieiieneee e 2522
Notices — Expiration, Receipt, Reminder................. 2575
Obligation to pay while reissue is pending.......... 1415.01
OVEIPAYMENL ...ttt 2550
Patents subject to payment of..........ccceceeeieieiinnnaene 2504
Payment informalities ...........ccccooveereeneiieiienceee 2530
Petition to accept.......ccocvevevecereeeriennnns 2515, 2531, 2590
Reexamination .........c.cceceeeeevienenenenencnceeeeee 2506
Refusal to accept and record payments,
ReVIEW Of ..o 2580
Reinstatement, delayed payment...............cceeuenee.ne. 2590
Unavoidable delay basis.........c.cceevververiieciennenennns 2590
Unintentional delay basis..........ccccecvevvereerieenennen. 2590
Reissue patents............. 1415.01, 1443, 2504, 2506, 2520
Saturday, Sunday or Federal holiday, due on
................................................................... 2504, 2506
Small entity status requirements ............ccoceeerveruenne. 2550
Special ACCEPLaNCE ......cvvvveerieriieiieieeeieieere e 2530
Status reqUESTS....eeuverierieieeieeie e 1730, 2570
Mandatory Classification ...........ccceceeveereeieseeneeeene 903.07
Manual, authority of...........ccoeceviierieiiie e, foreword
Manual, subscription address ...........cccoeeveveereennenne. title page
Manual of Classification ....................... Introduction, 902.01
Manuscript deCisSion ..........ccceererrierienienieieeiesceieane 707.06
Margin, application Papers..........ccocceveereereeevereeneenne 608.01
Mark of applicant ...........cccoevvvvverienierieeiesieseenenn 605.04(d)
Marking in application, erasing at allowance........... 1302.01
Marking patent CoOPY .....cocvereererrereeneeneeieeiescenieens 905.04
Marking, SECULILY.......ccueeverierieiiereee e 121
Markush claim..................... 803.02, 2173.05(h), 2173.05(0)
Antedating reference for..........cccoeevvervenerciennnne. 715.03
Supporting disclosure.......... 608.01(p), 2163.05, 2164.03
Master classification file (MCF) ............... 902.03(a), 903.06
Material mistake by Office in published PG-Pub.......... 1130

Materiality of information regarding patentability (See Duty
of disclosure)
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Sec. No.
Mathematical algorithms ..........c.cccoceneennne 706.03(a), 2106
Matter not in original disclosure..............ccoeeeneene. 608.04(a)
MEANS ..ottt 2181
Broadest reasonable interpretation...............ceevvenenn. 2181
Equivalent compared to Doctrine of
Equivalents ........ccoceveenieneneiencececceseee 2186
ODVIOUSNIESS.....veevrieereerieeieeereeereeereesreeseseeseseeenas 2183
Prima facie case of equivalence...................... 2183,2184
Related issues under 35 U.S.C. 112, first
or second paragraphs ...........cceeveerveeverenenne. 2181, 2185
Scope of the identification of prior art...................... 2182
Single means claim...........ccccocveveeenen. 2164.08(a), 2181
Means plus function limitations.................. 706.02(m), 2106
....................................... 2111.01,2114, 2181 to 2186
Mechanical search .........cccccoeeeveriiniinienienceeeeee, 719.05
Memorandum, CitatioN........cccvveeeeeeeiiiiereeeeeeeinieeeeeen. 707.06
Merger of ex parte reexamination and reissue............... 2285

Merger of inter partes reexamination and reissue ....2686.03
Merits, Appeal to Board of Patent Appeals

and Interferences.........ccooeveeneeneriiiienceneene Introduction
Method of making and apparatus or product......... 806.05(e)
.............................................................. 806.05(f), 820
Metric (S.1.) SYStem USAE ...veevvveverererieirereeerereeenens 608.01
Microorganisms (See Biotechnology)
Microorganisms, deposit of .......... 1823.01, 2402 to 2411.05
Microorganisms, patentability of..............c.c........ 706.03(a)
.............................................................. 2105, 2164.06
Militarily Critical Technology List (MCTL).........c......... 120
Military officer notary .........cccocceeeevievieecieneesenenne. 604.03(a)
MINOT, INVENLOT ....euvvviiiiieeiiiiieeeeeeeeeeieeeeeeeeeenrreeeeeeeeeennnes 409
Misjoinder, Effect on patent ............cccoceveervenieciinienene 805
Misjoinder of inventors ........... 201.03, 1402, 1412.04, 1481
Missing patent copy, Replacement.............c.cccveeeeee. 901.09
Mistake (See Correction of patent; Errors)
Mistake by Office in Pre-Grant Publication .................. 1130
Mode, Best (See Best Mode)
Mode of Operation ............cecceeeveeeeercvereeneereeenenns 608.01(h)
MOl 608.03
Model, TEtUIM ......eevieeiieeieciieeeie e 608.03(a)
Model at INEIVIEW .....eveeeereieeieiieieie e 713.08
Model filed in priority country ............cceeeeeveeennene. 201.14(b)
Months, foreign language names.............c..c.c.n...... 901.05(a)
Months, foreign language names................ceeuu..... 901.05(a)

Motions in interferences (See Interference: Motions)
Multiple dependent claims
Fee calculation...........ccceeevvevveeniienieenne 607, 608.01(n)
Handling .......ccceevevieniieicieceeeee e 608.01(n)



INDEX

Multiple papers on same issue in protest--Nonelected invention

Sec. No.

Restriction practice.........cceeveercveeecveenveenveennnenn 608.01(n)
Multiple papers on same issue in protest.............. 1901.07(b)
Multiplicity of claims .........ccceevevierincnenennenn. 408, 707.07(g)

................................... 714.16,2173.05(h), 2173.05(n)
Multiplicity of species.........ccccvvervrennnnne 808.01(a), 809.02(d)
Munitions Lists of the International Traffic Arms

Regulation (ITAR) ..oooeiiiiieieeee e 120
N
NAFTA .o 715.07(c)
Name (See also Applicant; Inventor)

Change .......cccoevereneiieeeeeeeee 605.04(c), 719.02(b)
COITECHION ...ttt 201.03
(0 T U 605.04(f)
Petition.......ccovieiieiieieeeee e 605.04(c)
Translation, typographical error ............c.c....... 201.03

Change, file sent to Office of Initial Patent Examination

...................................................................... 605.04(c)

Full first or middle required ............ceevererennnne. 605.04(b)

OFAET it 605.04(f)

Signature (See Signature)

Uniformity with signature............ccocceeeevenene 605.04(b)
Names used in trade .......cccccveeeeeecieeeceeeie e 608.01(v)
National Aeronautics and Space

Administration (NASA) .....ccceevevvereenenen. 115, 150, 151
National application ..........ccccceveeviiniiiiieniinieeeieeenee 201
National security, application affecting........... 115,120, 121
....................................................................... 130, 140
National stage application (35 U.S.C. 371)..ccccccevenuenene 201
........................................................... 1893.03 to 1896
Compared with national application...............c......... 1896
Continuation or continuation-in-part........................ 1895

.............................................................. 1895.01, 1896

Drawings ......c.cccveeveeeieeienieneeiesee e 1893.03(f)

Filing date ......ccceeeveveeiierieeec e 1893.03(b)

Information disclosure statement ............ 609, 1893.03(g)

Inter partes reexamination of ...........ccocceevveieniennenns 2611

Order of examination .............cc.ccoeeuveeeennen.. 708, 1893.03

Petitions related t0......cccvevveeieeierieiieieeieiene 1002.02(p)

PriOrity ooovvveeieiecie e 1893.03(c)

Unity of INVENHON .....ooueenieiiieieie e 1893.03(d)
Naturally occurring article ..........ccoceeveereeriennennen. 706.03(a)
Negative limitation..........cccecveveeeiercvereeneeneeeenns 2173.05(1)
Negotiation authority ........cccceeeveevievierierieeieecieeienenn 713.05
New application (definition) ...........ccoeveeveevreecreneennen. 203.01
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Sec. No.
Assignment to examiner for examination......... 903.08(b)
Assignment to examiner in TC for examination
....................................... 903.08, 903.08(a), 903.08(e)
Classification by primary examiner.................. 903.08(b)
Examiner review for completeness............ccceeeveeenennen. 702
INSPECHION ..o 903.08(a)
Transfer.......ooovevveiieeeee e 903.08(a)
Transfer refused.......c.oceevevverinceiecieeee 903.08(d)
New examiner, action by .........ccceevvevvievreeciereeneenneennn. 707.01
New ground of rejection by the Board of Patent Appeals
and Interferences.........oceveeverieniencenciescee 1214.01
In inter partes reexamination...............ccevenuen. 2681, 2682
New ground of rejection in inter partes reexamination
........................................................................ 2671.01
New ground of rejection on appeal prohibited ......... 1208.01
NEeW Matter ....cccveevveeeieerieeee e 706.03(0), 2163.06
Amendment of disclosure........ 608.04, 2163.03, 2163.04
Claim ...coeveveneneneiceieeee 608.04, 706.03(0), 2163.03
Appealable.........cccooeeviieiieiiieee e 608.04(c)
Claim terminology .......ccccceeeeverieneenenneneeae 608.01(0)
Continued prosecution application (CPA)........ 201.06(d)
Continuing application ...........c.cceceevenene. 201.07,2163.03
Design application .........c.ccceeeveeverenennen. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
DISCIOSUIE ....oveeeieeieeeeeeeeeeeee e 608.04, 2163.06
Divisional application...........cceeeveevvenienrecreeene 201.06
Drawing ........cceevecveecienieneeieeieeeennn 608.04, 706.03(0)
Inherent characteristics................... 608.04(a), 2163.07(a)
ODbJeCtion .....cceeeeveeeeerrieiiere e, 706.03(0), 2163.07
Petitionable..........ccoeeeieiieieiiieee 608.04(c), 2163.06
Preliminary amendment..............cccoeceereenirennnnns 608.04(b)
Priority ..oceeevieieicicieee e 2163.03, 2163.05
Reexamination, inter partes.................. 2671.01,2671.02
Reissue application............cceeeveevereereenieenneenenns 1411.02
Rejection.......cceceeeeeeeeeenne. 608.04, 706.03(0), 2163.06
Specification, petitionable ..........c.ccocererereeneee 608.04(c)
Substitute specification...........ccocceereeriereeerennne. 608.01(q)
Trademark definition...........ccceveeveviereenneennnnne. 608.01(v)
When entered.......ccoceevveeiiviiiieeiieiiiiiieenn. 714.19, 714.20

NIRC (See Notice of Intent to Issue Ex Parte
Reexamination Certificate; Notice of Intent to Issue Inter
Partes Reexamination Certificate)

Nonanalogous art...................... 904.01(c), 1302.14, 2131.05
Design applications...........cccceceeeeeennne. 1504.02, 1504.03
Nonelected invention
Claims to
Added....c.ooeiiiii 821.03
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Nonelected species--Numbering paragraphs of letter

Sec. No.
Canceled ......ocoeeeeviiiiiiiiiieeeeeeee 821.01, 821.02
Withdrawn ........cccoeeveieienieneeeeeeee 821.01, 821.02
INterference ........cocevevereeieienieninceeceee 2303.01
Nonelected species
Claims to
Canceled ......covveeeeiiiieeiiiieeeeeeeee 821.01, 821.02
Withdrawn ..........cccceeveeneee. 809.02(c), 821.01, 821.02
Non-English oath or declaration ...........cccccceeeveuennne. 602.06
Nonnaturally occurring manufacture or composition of
TNATEET ..ottt ettt 2105
Nonpatent literature........c.eeeveeeveereeeiieerieeie e 901.06
Nonprofit organization, claiming status as................. 509.03
Nonprofit organizations ...........cceeceeeveecverveseesrensuennns 509.02
Nonprovisional application (See also Application)
...................................................... 201.04(a), 506, 601
Nonpublication request, Application..............ccccuvenneenen. 1122

Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
form PTO/SB/35

CIted ..ot 1121, 1122
Reproduced .........cccoeeeirieieeee e 1135
Nonreceipt of Office letter .........cccoevveviervecennennen. 711.03(¢c)
Nonsigning inventor’s rights...........ccoeceevveceniennenn. 409.03(i)
Nonstatutory claim..........cecveevvevenieennene 706.03(a), 2107.01
Nonstatutory claim, canceled.........c.cccceevveveneee. 1302.04(b)
Nonstatutory subject matter ..........cccceeeveeiennennen. 706.03(a)
................................................... 2105 t0 2107.01
Not fully responsive amendment................. 714.02, 2266.01
.............................................................. 2666.30, 2671
Notary JuriSAiCtion ..........cceceeeververeerieerieeieeeeseennens 604.02
Notary jurisdiction, military officer ....................... 604.03(a)
Notary jurisdiction, venue agreement ........................ 604.02
NOary SCAL .....eeeieeiieieciieieee e 604.01
Notation of possible interference ................c........ 2301.01(b)
Notation on file wrapper/history
Foreign application.........c.cceeeeverieniencencenicneee. 202.03
Parent application...........ccceceveevvenennnne. 201.11, 202.02
Notice, CItAtION .......eeeevveeeeeiieeeeieee e 707.06
Notice of allowability...........ccooeeerieviiiciinierieieeeans 1302.03

Notice of allowance (See also Allowance and issue; Form
letters and forms: Notice of Allowance and Issue Fee Due

PTOL-85) ettt 1303
Assigned application ............ecceeeeerierierieecieniieneeens 308
Deceased INVENtOT .......cceeeeierienienienieeeneeiceeenes 1303.03
Reissue application.........ccceeeeveeieeneenciniciienceene 1444
Secrecy order application...........cccceevveeereeennnne. 115, 130
Undelivered........oooveveeiierienieiiereee e 1303.02

Notice of apPeal .....occvvevirierieiieiieeeeeee e 1205
Rev. 2, May 2004
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Sec. No.

EX parte reexamination............cecceeeevveerveesreeseneeenenns 2273
Inter partes reexamination.................... 2662, 2667, 2674
Notice of cross appeal.........ccvevereennen. 2662, 2674, 2674.01
Notice of Ex Parte Reexamination Certificate Issuance in
the Official Gazette..........c.cccccoevivinnrnvicciccicccne 2291
Notice of Ex Parte Request for Reexamination in the
Official Gazette...........ccevivernnrriecicecccrrnnes 2227
Notice of foreign filing after nonpublication request..... 1124
Notice of informal patent application
form (PTO-152) c.eoeuiiieieieeeceeceeeee 707.07(a)
Notice of Intent to Issue EX Parte Reexamination Certificate
(NIRC) PTOL-469......coviieiieieineeeeeeenee 2235, 2250
.................................. 2250.01, 2271, 2271.01
.................................. 2273,2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068............... 2666.10, 2666.20
.................................. 2671, 2671.01, 2673.01
............................. 2674, 2675, 2682, 2686.01
...................................................... 2687, 2696
Notice of Intent to Publish Statutory Invention Registration,

Notice of Inter Partes Reexamination Certificate Issuance
in the Official Gazette...........c.ccovevvveveerienenne. 2688, 2691

Notice of Inter Partes Request for Reexamination in the
Official Gazette.........c.oooevveeeeieieeeeeeeeee. 2627,2629

Notice of references cited form (PTO-892)........ 609, 707.05
............................... 707.05(a) to 707.05(e), 2687
Notices (See also Publication).............. Introduction, 707.06
Notices, maintenance fees ........ooovvvvvevvevveeiiiieeeieneeenns 2575
Nuclear material application...........ccecervverevennenne. 706.03(b)
Nucleotide sequences (See also Biotechnology; Sequence
TULES) o 803.04, 1823.02, 1848
1850, 1877, Chapter 2400
Publication on web for PG-Pubs.........c..c.coccveninnnene 1121
Restriction practice.........ccceveeeennene 803.04, 1850, 2434
Nullification of double patenting rejection................. 804.01
Number, Application ..........ccceeeeeveerierierienieneenen. 503, 506
Number, Drawing reference character................... 608.01(g)
Number, Serial.........coooviiiiviiiiiiiiieeeieeeeeee e 503, 506
Numbering of papers in file wrapper..................... 719.01(a)
Numbering paragraphs of letter.............ceceeeennee 707.07(k)



Oath--Obviousness
Sec. No. Sec. No.
Notary certificate.........cooceeveerierienieiieeeieeieeae 602.01
Notary jurisdiction..........ccccevvereeeeennee. 604.02, 604.03(a)
o Refers to preliminary amendment.............. 601.01(a), 602
SEAL ..ot 604.01
Oath (See also Declaration) Seal, Foreign application ............c.ccceeverveennenne. 602.04(a)
FN L) DO 1212.02 Seal, Not required............cocvvvv........604.01, 604.03(a)
Antedating patent for interference Slgnefi before alteration of specification .......... 605.04(a)
(RUIE 1.608) oo 2308 to 2308.02 SUDSTIULE ...ttt 602.02
Antedating reference (See Affidavit, swearing back of VBIUEC. ..ottt 604.02
reference (37 CFR 1.131)) Oath, Supplemental, Rule 1.67 ........c.cccvevvieieiieiieienns 603
Tnspection during interference (Rules 1.131, After allowgnce ........ e 603.01, 714.16
R 11110) T 2312 Change Of IVeNtOrShip....oooov oo 201.03
MINOT, DY ..ottt 409 Oat.hs, Cogﬂlctlr}g """""""""""""""""""""""""""""""" 201.03
NON-ENGHSN oo 602.06 Object Of INVENtON .ocvvsvvversinsssssnsssssnnssssines 608.01(d)
Original (See also Oath, Original, Rule 1.63) ........... 602 Ob]:ect%on contrasted with' (S [S161510) 1 F O 706.01
Plant application (Rule 1.162)......oorooooooroooor 1604 Objection, Dependent Claims ......cccoovvessvvesees 608.01(n)
Reissue (Rule 1.175) oo 706.03(x), 1414, 1444 Objection to formal matters, When made............ 707.07(a)
Supplemental...........cccoceevierieriiiciiiiereeeens 1414.01 S e s 707.07G), 710.02(b), 714.14
SUPPIEMENLL ..o 602.02, 603 ObVious error, COMECHON....oo.cvvvsersvssvs e 1302.04, 1305
Supplemental and allowance............ccccccevveereennnne 603.01 Obviously informal application.................... 702.01,704.10
Traversing rejection (Rule 1.132) ..ocooveveievevierennne. 716 ODVIOUSNESS.....ovvvvvvvovenss 706.02, 706.02(j), 2141 to 2146
Oath, Antedating reference (See also Affidavit, swearing Age of Teference .....ooovvvvieiiiiecieece e, 2145
back of reference (37 CFR 1.131)) ..c.ccooveviveverirrnee. 715 Analogous prior art.............. 1504.03, 2141.01(a), 2145
Oath, International application....................oo...... 1893.01(e) Design applications.........cccceeeeeveenienieeienieneennen. 1504.03
Oath, Original, Rule 1.63 .........cccoevvviiieiieieereeeee 602 Form paragraphs used for rejection.................. 706.02(m)
AdMINISTETING. ..ottt 604 Number of references ... 2145
AMENdMENt ... 602.01 Ordinary skill, level of ..., 2141.03
Attorney adminiSters ..............cooevevruerereerereruernnns 604.06 Primafaciecase ..................... 2142 t0 2143.03, 2144.02
Consular certificate ............oceevveeeeveevreereeieeeennn 604.04 Predictability .......cocvevvieiieiieieeieeeeee e, 2143.02
Continuing application...........ccccococevvviiriinnnn. 201.06(c) Rebuttal against...........ccceevvveriirieriiriereeriereeenens 2145
Copies, filing Of......c.cccvevierieieireieeereee e 602 Process claims, nonobvious product.................... 2116.01
Date of eXecution ...........cccevvveviiiiiiiiiiiiiiiines 602.05 Provisional T€jeCtion ............vveevveeeveeerersererereone 706.02(k)
Declaration in lieu of, Rule 1.68 ......occovvrrvvvsrvene 602 RANZES oo 2144.05
DefeCtive .comvvenrrnnen 602.01, 602.02, 602.03 RAONGIE FOT vorrroeoeoeoeeooeeeo 2144 to 2144.09
gfi?iiiglgnghcanon602055((;6) Adjustable, making ...........cccceevevvrrerieenreneenennen. 2144.04
Executed beI;cI))re alteration of specification ... 605.04(a) Aesthetlc‘ design chang(i:s. ................................. 2144.04
EXECULION ..ttt e 604 Automating manual aCHVLY .......cesvvesoesne 2144.04
Facsimile .......cocveieiiiiiieee e 602 Duplication of Parts..........cccoooovvvmmmvvvvceeeresess 2144.04
FOreign eXecution.............ceeveereevveveneeererererenenenns 602.04 Elimination of element or Step .........cccoccivvieee 2144.04
Foreign-filed applications listed........... 201.14, 201.14(c) Equivalence, art-recognized..........cccccouevuennennene 2144.06
.................................................................. 202.04 GeNuS-SPECILS ...oovvvvveiciciciccicenene. 2144.08
Invalid, By attorney in case.........c.cceceeeeeeeeeneenenne 604.06 Integral, making .........ccceevevieveninieniinencncenne 2144.04
Jurisdiction of notary...........ccccoevvennenee. 604.02, 604.03(a) Omission of element O Step..........ceceevvereeruennene 2144.04
New required.......coovreininiininiiinns 602.01, 602.02 Portable, Making ............cccoevevevvrieereeneneeenn. 2144.04
NOtary ..o, 602, 602.01, 602.04(a), 604.01 Proportion changes............cccccooeiiiiiiiicncns 2144.04
............................................ 604.02, 604.03(a), 604.06 PULifying 0ld ProdUCt ..........eeeeeeeeeeerererereeenenennns 2144.04
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Sec. No.
RaN@ES ...eeeeeiiiiieeeen 2144.05
Rearrangement of parts..........ccccceeeeeereeneennen. 2144.04
Reversal of parts.......c.cccevceevienieneecieeieeieeen, 2144.04
Separable, making ...........cccoceeeveeirienieienne. 2144.04
Sequence, change in ..........ccceccevevereenieeneernnne. 2144.04
Shape changes ........cccccvevveecieeienieneee e 2144.04
Size changes .......ccoceeveeiieiieeeeceee e 2144.04
SPECIES-ZENUS ...ecvvrereeieiieieeie et 2144.08
Rebuttal arguments by applicant...........cccccceveenene 2145
Teaching away in prior art ..............c..c...... 2141.02, 2145
Offenlegungsshriften...........cccccoeevevieviecieccienienen. 901.05(b)
Offensive language...........ccoceeveeviriiencenneene. 608, 1504.01(e)
Redacted in Pre-Grant Publication............c.cccceuenee 1120
Offensive subject matter ............cecveevvennen. 1003, 1504.01(e)
Offer to sell ....cooveieniiiieecceee 706.02(c), 2133.03(b)
Offer to surrender original patent...........cccccceecvervenenen. 1416
Office action (See Action)
Office action in ex parte reexamination.............. 2260, 2262
Office action in inter partes reexamination......... 2660, 2671
Not closing prosecution............cceeceerveervercvernennenn 2671.01
Reopening prosecution after ACP............. 2673,2673.01
Reopening prosecution after Examiner’s Answer
............................................................................. 2679
Reopening prosecution after RAN ................. 2676, 2677
Office date stamp ...........cceeuene 505, 506, 710.01(a), 714.18
OffiCe NOUTS..c..eouieiieiieieieec e 510
Office of the Commissioner for Patents................. 409.01(b)
....................... 409.03, 409.03(h), 409.03(i), 409.03(j)
................................................ 1721, 1901.03, 1902.01
Duty of disclosure to ........cccevvevieerierceereenieennene. 2001.03
Office of the Deputy Assistant
Commissioner for Patents ...........ccccceeevvieniencnncnen. 1721
Office of Congressional Relations ...........cccccc....... 203.08(a)
Office of Electronic Information Products and Services
........................................................... Title Page, 1730
Office of Enrollment and Discipline ....... 406, 407, 410, 502
.................................... 510, 601.03, 604.06, 714.01(a)
.............................. 714.13, 1002.02(k)(1), 1002.02(m)
......................................................... 2205, 2220, 2620
Mailing address.......c.oocvevievieecieiieniene e 501
Office of General Law ...........ccccoveevieveernenenns 1002.02(k)(2)
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Office of Initial Patent Examination (OIPE)(See also
Incoming-Mail Section)........ 201.03, 201.06(c), 201.06(d)
........................ 202.02,202.03, 203.08, 501, 502, 503
........................ 506, 508.03, 601, 601.01(d), 601.01(f)
................. 601.01(g), 601.01(h), 602.05(a), 605.04(c)
.............. 605.04(f), 605.04(g), 607, 608.01, 608.02(a)
........................... 608.02(z), 609, 707.07(a), 714.16(d)
...................... 719.01(b), 719.02, 719.02(b), 903.08(a)
......................................................... 1306, 1414, 1706

Petitions handled............c.ccoooeeveiienciiiniienne, 1002.02(q)
Office of International Relations. ............... 201.13,203.08(a)
Office of Patent Classification.. 903, 903.05, 903.09, 905.02
Office of Patent Legal Administration (OPLA) (See also

Central Reexamination Unit (CRU))............... 103, 409.03
.................. 409.03(h), 409.03(j), 506.02, 706.02(1)(2)
........................................ 720, 720.01, 720.03, 720.04
................................. 1002.02(b), 1430, 1449, 1449.01
.......................... 1451, 1456, 1457, 2226, 2232, 2235,
........................... 2281,2284, 2285, 2287,2288, 2294
................................ 2626, 2642, 2666.50, 2667, 2668
................................................. 2686.01 to 2687, 2694

Office of Patent Publications (a.k.a. Publishing Division)
................................................. 104, 201.14(c), 203.04
...................... 502, 502.01, 508.03, 603.01, 608.01(m)
.......................... 608.02(z), 711.01, 711.05, 714.16(d)
........................... 724.05, 903.07, 1302.05, 1302.05(a)
............ 1302.09, 1302.12, 1308, 1309, 1309.02, 1611
............ 2235, 2283, 2287, 2289, 2635, 2686.01, 2687

Petitions decided.........cccevirnieniniiniieeeee. 1002.02(r)
Pre-Grant Publications Division.......... 502, 502.01, 1120
............................................... 1122, 1125, 1126, 1730
Telephone NUMDET ..........ccceevvieviiicieiiereeieeie e 1730

Office of Patent Quality Review................ 1302.04, 1308.03

Office of PCT Legal Administration..................... 103, 1730

Office of Petitions...................... 106, 201.03, 502, 605.04(c)
............... 605.04(f), 605.04(g), 609, 1002.02(b), 1308

Location and phone number............c..ccoevevvieirennnn. 1730

Office of Public Records ........ 103, 104, 711.04, 1128, 1309

Office of Solicitor...........cc......... 302.04, 311, 1002.02(k)(3)
................................ 1216.01, 1216.02, 1701.01, 1720
......................................................... 1721, 2207, 2681

Mailing address .........cooeverereeieeeieeee e 501



INDEX
Office of the Deputy Commissioner for Patent--Operative

Sec. No. Sec. No.
Office of the Deputy Commissioner for Patent Omnibus claim.........c.ccoeevevierrrennennen. 706.03(d), 2173.05(r)
Examination Policy ..........ccccceveuennn. 502.03, 720, 720.01 Cancellation..........ccccveeeeveeeieeniiecieeee e, 1302.04(b)
............................................. 720.03, 1002.02(b), 1721 On-line search (See also Electronic databases)
................................................ 2307.04, 2307.05, 2677 rerereneee e, 106.02(€), 901.06(a), 902.03(e)
Petitions decided by .......cccccvevveriieviiecienienn, 1002.02(b) On sale (See also Public Use)......ccceevveveeeererennenne. 706.02(¢c)
Official ACHON ..o.eeveieieiceieieeeeee e TOT e 2133.03, 2133.03(b)
Official cross-reference, order of ...........ccoovevvvveeeenn. 903.06 Affidavit or declaration ............ccccooevvvvveveeeiieiinnnns 715.10
Official Gazette (O.G.)................. Introduction, 409.03, 1703 Anticipation rejection .........ccevvereeeeververenenne. 2133.03(b)
As prior art reference ........eevvvveevereenieenieeieseeene 903.06 BUYET i 2133.03(b)
Claim published .........c.cccevierieriinieriereeeee 1302.09 Commercial activities .........ovooonoi.. 2133.03, 2133.03(c)
Reissue application.............ccoceevciiicininiccinnenne. LASS 2133.03(e), 2133.03(e)(1)
From ex parte reexamination certificate.............. 2287 Completion of the invention.......... 2133.03,2133.03(b)
Fr.om inter partes r.eexamination certificate.......... 010 2133.03(c), 2133.03(e)(1), 2133.03(e)(3)
Copies .and Sub.scrl'ptlons ......................................... 1703 Admission of completion by 37 CFR 1.131
Defensive publiCations .....c..covcsvvssocscsosson 711.06(a) AFFAAVIL 1 reoeeveeeeeeeeeeeeee e 2133.03(c)
Designating classification .........c..cceceeverveneenncne 1302.09 Definition of 2133.03(b)
Drawing figure ........ccoevveerierieiniieenieieeevenenns 1302.09 C )
QOGP rorreeseeseeseeseeseeseesees sttt 1703 Conditional Sale ..o 2133.03(b)
Issuing as U.S. patent.........c.cccceevevvevriecreeieneennens 901.05 NOPIOFit SAle.......oovvveerii 2133.03(b)
Notice of Board title changes................cc.ccoocoouee.... 1203 Sale of TIghtS ...c.eevveierieeeeee e 2133.03(b)
Notice of ex parte reexamination certificate .. 2288, 2291 Single Sale ....oovveriieciieiecieriee e 2133.03(b)
Notice of inter partes reexamination certificate Delivery of offered goods.........cccveeereennennne. 2133.03(b)
................................................................... 2688, 2691 Device embodying process...........ccecverevenneenn.. 2111.03(c)
Notice of Certificate of Correction................. 1480, 1485 Evidence of (prior art publications)................ 2133.03(b)
NOLICES. ...t 1703 Experimental use (See also Experimental USC)
Notices of maintenance fees due.................... 2501,2575 e 2133.03, 2133.03(e)
Notice of ex parte reexamination request................. 2229 Goods “on hand” .........cc..cvevecereernecrreeernneen 2133.03(b)
Notice of inter partes reexamination request “In this COUNTTY” ....ooeoveeeeeeeeeeeee e, 2133.03(d)
------------------------------------------------------ 2627, 2629 to 2631 INVENHON. ..o, 2133.03(C)
ONLINE...oiiiiiiiiieie et 1703 Intent to sell coeeeeooneeooeee 2133.03(b), 2133.03(e)(2)
Patents........covee oo 1703 OFfer TO1 SALC. oo 2133.03(b)
Published electronically ...........cccooiiiniiinininininnnn. 1703 Policy considerations..............cccoeveveverevernnnenn. 2133.03
Pubhshlng diSClAIMETS ....oovvveieiieeeeeee e, 1490 “Ready for patenting” ..................................... 211 103(0)
Reissue application filing notice .................... 1430, 1441 Reduction to practice.................... 2133.03(c), 2133.03(e)
----------------------- 1441.01, 1443, 1453, 1457, 1470, 1703 Sale by inventor or associate .......................... 2133.03(b)
Statutory Invention Registration (SIR)..................... 111 Sale by third party.............cccccccceceesrrrrrrrereeeree 2133.03(b)
TrademarksS........cc.coovvieiiicieieeeeeeeeeeeeee e 1703 Testing by third party .............c.ccccoeeue... 2133.03(e)(5)
Official INQUITIES ....ocvevveereeiieieeieeeereeie e eee e 2003.080a) 2133.03(e)(7)
OFficial NOICE.....vvviiieeieiiieiieeeeee e 2144.03 Sale of a PLOCESS ettt 213303((;)
OIPE (See Office of Initial Patent Examination (OIPE)) Sale of “Tights” ........ooovvereeeeeeeeereereeeens 2133.03(b)
“Old art” use in deciding request for reexamination SECIECY voveveeeeeeeeeeeeeeeeeeeee e 2133.03, 2133.03(b)
.......................................................................... 2242,2642 Supervision and control over invention......2133.03(e)(5)
Old cOMBINATON ... 2173.050) e 2133.03(e)(7)
Old combination, restriction...................... 806.05(b), 820.01 Test for determining if impermissible sale occurred
Omission in reply, iNAVErtent ..............o.o.. T10.020) e 2133.03(b)
......................................................... 2266.01, 2666.30 Operating hours (See Hours of operation)
OPErative ...c.covvveeieeeieeeieieeeieeee e 2164.07, 2164.08(b)
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Sec. No.
Operative eXample ........cccecveeeiieereeniieenieenieenieenns 608.01(p)
Operative, Showing.........cccecceeveveeiieieneneenen. 608.03, 716
Opposition to issue of patent (See Protest)
Oral hearing in reexamination
EX Parte......coceeiieiieeee et 2276
Inter partes.......coceveveeeneeceeenen. 2662, 2675, 2677, 2680
Open to public ....oceevieieiieee e 2680
Oral hearing on appeal ..........cccevveeieecienienieeee e, 1209
Order, citation Of .......ccccoovvviiiiiiiiieee e, 707.06
Order, Classification ............ccooeveeevueeeeiieeeeereeeeneen. 902.04
Order granting ex parte reexamination ...............ce..c..... 2246
Order granting inter partes reexamination.......... 2646, 2660
Returned as undelivered............coceeevervieiencnincnnne 2654
Order of examination ......................... 707.02, 708 to 708.03
Patentability report.........ccoovevieriiieniinieneene. 705.01(b)
Order of papers in file wrapper ..........cccoevveeveennnen. 719.01(a)
Order for compliance ...........cocceevereerieneeneeneee 1210.01
Ordering
Abandoned file.........coovvevvierieieniennnns 711.04(b), 905.03
Allowed applications..........cccceeereeeeceienienieeenn 1306.03
Cross-references.......coovveuereereeneeeeeeee e 903.06
Foreign patent ..........ccocceeveenieienieeeeeee 901.05(c)
Patented file........ccovevveeieniiieeeien, 711.04(b), 905.03
Publication ..........cccecvevienieniieieeieeeeeee e 901.06(b)
Reexamination, decision
EXparte.....ccoooveeeveieeeee e, 2246, 2247, 2247.01
INTEN PAMTES ... 2646
SOt COPY wveereiieiieieeie et 905.02
Subclass list......occveeeierierieiieieceeeee e 902.03(c)
Orders (See also Publication)................ Introduction, 707.06
Ordinary and customary meaning of claim term
.............................................................. 2106,2111.01
Evidence of .......ccocoviiiiiiiiinee, 2111.01

Original application (See Nonprovisional application)
Original carries title to some continuing applications 201.12

Original disclosure, inherent characteristics........... 608.04(a)
Ornamentality lacking in design applications...... 1504.01(c)
Outstanding requirements ............coceevveeeververenennn. 707.07(e)
Overcoming a reference, Right of priority ................. 201.15
...................................................................... 706.02(b)
Overlapping applications
Same applicant...........ccccvrvereeenee. 709.01, 715.01(a), 804
....................................... 804.02, 822, 822.01, 2315.01
Same assignee .........coceveereeeneenne. 706.02(f)(2), 706.02(k)
................................. 706.02(1) to 706.02(1)(3), 709.01
..................................... 715.01(b), 822, 2315.01, 2302
Overlapping claims .........cceccveveeeierienienie e 804.02
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Oversight of inter partes reexamination........................ 2689
Owner’s representative ..........eceereereereereenneenne. Chapter 400
Ownership and assignment........... Chapter 300, 706.02(1)(2)
................................................................. 706.02(1)(3)
Ownership at time invention made........................ 706.02(k)
.............................................. 706.02(1) to 706.02(1)(3)
Ownership of applications filed subsequent to recording of
ASSIZNMENL......vieevieereeeieeeieieeieeaeeeaesreeseeseennes 201.12, 306
P
P.O. Box (See Mail stop)
PAIR......... 102, 104, 203.08, 1121, 1128, 1730, 2232, 2632
PALM. ..o 101, 102, 508.01, 508.03, 711.04(b)
....................... 1845.02, 1893, 1893.03(a), 1893.03(b)
................................ 1895.01, 2232, 2233, 2235, 2237
...................... 2289, 2629, 2632, 2633, 2635, 2647.02
........................... 2648, 2660, 2664, 2670, 2687, 2689
Application location ..........ccceeveervecernennen. 905.05, 2635
Application records and reports...........cceeeververerenne 1704
ApPPLICAtion STATUS ....cveeeveieeeireieeeeeee e 102
Examiner Docket, Time, and Activity Reports......... 1705
“Flag” in reissue application...........ccccceceeveeierienieeene 1456
Paper Correlating Office........ccceeverierenienieeeeee, 508.03
Paper, easily erasable........... 608.01, 714.05,714.07, 714.19
Paper number...........ccoevveeievieciieiecieseeieene, 714.18,714.21
Paper number of print...........ccoceeveiieneninncnnne 719.01(b)
Paper size (See also A4 size paper)
Application Papers.........cceceeveeeeereeneee e 608.01
DIrawings........ccecvevveeeieeeienienieneenieesie e see e 608.02
Photographs .........cceeveviveciieiieiecieeeeee e 608.02
Substitute drawings...........cceeeeeeereresereneneenns 608.02(h)
Papers (See also Return of Papers)
Delivered to wrong Technology Center................. 508.01
DEPOSItING....cuvieiieeieeiieieeieeie e 502
DiStIIDULION ..o 508
File Wrapper........cceeeeveneneneieeeeeeee 719.01, 719.01(a)
Identification............ccoueeeeeieieeeieeeeceeeeee e 502, 503
Receipt and handling ...........ccoocvvvienveirenns Chapter 500
Received after patenting or abandonment ............. 508.02
Signature required..........oceevvereerieeneeniereeieeeeseenieens 402
Submitted in reissue litigation ..........ccccoecereeeeeennne. 1404
Unmatched........coeoieiieienieieeee e 508.03
Parent application ............cceeeveveeneenienieeieeieseeeeeene 201.04
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Parent application data, Cross-noting--Patent and Trademark Office (PTO or USPTO)

Sec. No.
Parent application data, Cross-noting........................ 201.11
............................................................. 202.01, 202.02
Parent application carries assignment
to some continuing applications .............cceeveeeeennen. 201.12
Parent application review...........ccoeveeveeevennen. 707.05, 719.05
............................................................ 904, 2001.06(b)
Paris Convention (See also Treaties)............. 201.13, App. P
Article 4 Cited.....c.cocevereeienieicncnenne, 201.13,201.14(b)
Partial signatory authority .........cccceeeevveecveriveneerieeneeen, 1005
Patent
1836 (PreSent) SETIES .....eevvveervreerreerireenreenveenneenns 901.04
AL SEIICS .ot 901.04
Allowance and iSSU€............cceecververieeriennnnns Chapter 1300
Application publication.............ccceeeveeveennne 1120 to 1135
Arrangement in Examiner’s Search Files.............. 901.07
ASSIZNMENL..c..cotieiiiiiiiiiiereeeee e 301
Borrowing from Examiner’s Search Files............. 901.08
Citation handling...........cccoeeveeiiecienienieeee e, 1920
Citation of prior art in ...........eceevevrvecveeeennenns 1920, 2202

Claim copied (See Claim presented corresponding to
claim of patent)

Classification change .............ccoceeveeiieieeceneenen. 903.05
Classification indices .............ccerveenenne. 902.03, 902.03(a)
Classification Home Page on the Internet ......... 902.03(a)
Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
Classification Insight on USPTO LAN............. 902.03(c)
Copy in ex parte reexamination request................... 2219
Double column format..............cccvvveennennnn. 2214,2219
Copy in inter partesreexamination request ............. 2619
Double column format.........c.cccceevvreevrenireennnnne. 2614
COPY OFAEIS ..ot 1730
Correction Of .....cceevvieeieiierieieee e Chapter 1400
COSt OF COPY wvvvveieieieieiieie ettt 905.02
Definition ......coooevvvvveieiiiiiiiieeeeeen, Introduction, 2135.01
DESIZN it Chapter 1500
DESigN SEIICS ...cvveeeeeeieiieiieie et 901.04
Design vs. Uity ...ooocvevvveiieiieieeieceeieee e 1502.01
Effective date ................ 706.02(a), 715, 715.01, 2133.01
Extension (See Term, Patent)
File reconstruction.........c..cccveeveveenieenieeeciee e 508.04
FI@S o 905.03
Foreign (See Foreign patent)
General Information About, booklet .........cccuvvveeeenne. 703
ISSUC ..o Chapter 1300
Issue Notification form ..........ccceevveevieecreeeneenne. 1306.03
INAEX oo 902.03(b)
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Sec. No.
Interference........cocoeveeienienienieeieeeee, 2306 to 2308.02
Inventorship.......cocceeeeeeierieiieeee e 2137.01
JUISAICHION ..o 1305
Law, opinions Not @IVeN .........cccceveververeereeeseeennenne 713.02
Laws (See Statutes)
LICENSING ..eevientieieeie e 301
Litigation relating to reissue ........ccooceeveveereeennenne 1442.04
Marking eXaminer’s COPY .....cceeeververeerreerueesuennenns 905.04
MISSING COPY wvevvverrrerrienrierienriesreeseereesaesseesseessesnnas 901.09
Ordering SOft COPY ..cvrrviriirieriierieereeieere e 905.02
Owner, appeal BY .......cooevierieniieiieiereeeeeee e 1205
Owner, service of citation ON..........cccceeveveeeveerveenee. 2208
Owner’s address in reexamination.................. 2222,2622
OWNEISHIP...cuviiieeiicie e 301
Plant series.......cccceveeveenienienienenne 901.04, Chapter 1600
Post-issuance information updating..............ccccceuee. 2501
Prior art citation iN..........ccoeeeveeeeveesiieeeiie e 2003.01
Printing Priority .......cceeeveeeverieeneeneeseeereseeseeenie e 1309
Publication of application............c.cccoeeveeneene 1120 to 1135
Reconstruction of file .........ccceveeviiiiiienieee 508.04
Reference (See Reference)
REISSUE SEIICS....eceviieeiieiieeiie e 901.04
Reissued, effect of ......ccoooivvviiiiiiiieeeee e 1460
Right to exclude others..........cccocevvvveniiennens 509.02, 1111
................................................................... 1601, 2162

Rules (See Rules, Patent (Code of Federal Regulations))

Simultaneous ISSUE .......cceeevvereeeieienienienienienennens 1306.02
SOt COPY.evianiiaiieiieiecieseee et 905.02
Statutory subject matter.................. 706.03(a), 2107,1601
Surrender of original in reissue....................... 1416, 1443
Statutes (See Statutes)
System, Constitutional basis for ................... Introduction
Term adjustment..........c.occeeevvevriecieeeeneennenns 2710 to 2736
Terms (See Term, Patent)
TranS er.....c.ooveiiiie e 903.05
Transfer of rights in.........ccoooevieiiiniiieee, 509.02
Type, Design vs. Utility........ccoocvevveeeeecienienieienns 1502.01
ULty SEIICS...ccvvevierieeieeiieiieieeveeeieniens 901.04, 1502.01
Utility vS. deSigN.....ccueevieeieiiiiienieceiceiesiceiees 1502.01
XUSCIICS .ttt ettt ettt ettt 901.04
Patent Academy.........cccceevevierieneerree Title page, 713.01
Patent and Trademark Assignment System ................ 302.09
Patent and Trademark Copy Sales...........cccuenu..e. 707.05(a)
Patent and Trademark Office (PTO or USPTO)
AdAIESS..eeveeiiiiieeieeeee s 501, 502
Business hours ........ccooceeovienienieieeeeeeeee e 510
Employees, property interest in patent ...............c....... 309
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Patent application publication--Patent Cooperation Treaty (PCT)

Sec. No.
Matters decided by various officials ........... Chapter 1000
Publications........cccceeveriereeieeeeeceeeee Introduction

Attorneys and Agents Registered to Practice Before
the United States Patent and Trademark Office
............................................ 401, 902.03(d), 1706
Development and Use of Patent Classification
N 1S) 10 U 903.02
Official Gazette of the United States Patent and
Trademark Office (See Official Gazette (0.G.))

Receipt and handling of mail ........................ Chapter 500
Telephone nUMDETS .........c.ccceevveeivieieeieeieeiieeeereeen, 1730
WED SIte.....eiiieiieiieiiee e 1730

Patent application publication (See Pre-Grant Publication
(PG-Pub))

Patent Assistance Center (See Inventors Assistance Center)

Patent attorney or agent (See Attorney or agent)

Patent classification (See also Classification;

Prior Art) oceeeeeeieeeeeeeee e Chapter 900
ClaSSES...eevieieerecie e 707.05(e), 902.01
....................................... 902.02, 903.02(a), 903.02(b)
Cross references ..........cceeuvene 903.06, 903.07, 903.07(a)
DIZESES. ettt 903.06, 903.07
ISSUC SIIP...vieeiecieciiecicee e 903.07
Manual of Classification .................. Introduction, 902.01
Master classification file (MCF) .......... 902.03(a), 903.06
OFARIS ..ttt 902.04
Post classifier (See Post classifier)
Shoes........c..... 510, 901.05(c), 901.07, 902.02(b), 905.04
Statutory authority.........cceeeveveeerieriieniieiesiesieenens 903.01
SuUbClasses ....ocveevveerieiieieeeeceeeee e, 707.05(e), 902.01
........................................ 902.02, 903.02(a), 903.02(c)
Patent classifier’s deciSion ..........cccceevvveeververenennen. 903.08(f)
Patent Cooperation Treaty (PCT) (See also International
application; Treaties)...........cccu...... Chapter 1800, App. T
Administrative Instructions ..........cceceeveeeeneenneee App. Al
F N LS 1L S 1807
Amendment before the designated office... 1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before the International Bureau
............................................................................. 1853
Applicant.........ccccevevereniennnne. 1810, 1817.01, 1817.01(a)
Applicant for United States Receiving Office.......... 1805
................................................................... 1810, 1820
Basic flow timeline ..........cccooceveriiinieeiecee e 1842
Classification of application............cccceevueeeenee. 903.08(b)
Classification of subject matter ................. 1844.01, 1879
Common representative........oeveeveeverreenveeivesneneennes 1807
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CoNnCePLS, MAJOT ....veneieeeeieniieieeieeeeee et eeeeeae e 1801
Country COAeS .....couveuiruirriieiieieeie e 1851
DefiNItioNS ..c.vevereeeierieeieeiietcieresese et 1802
Design patents ..........ccceeveeeeeevennenieennen. 1501.01, 1503.01
Designated office........coevvevieviieiiniicieieennene 1893.01(a)
Designation of states...........ccccceueenee. 1817.01, 1817.01(a)
Fe@S ittt 1827, 1893.01(c)

Reduced basic fee by filing sequence listing and/or

tables on compact disc..........cceeevereerrernnnnne. 1823.02
Filing date requirements.............ccoecververreerveenerenenne 1810
Foreign filing license .........cccoeeveeneiinieniececee 1832
Foreign patent citation codes..........cceevvreeerceneennne 1851

Forms
Compact Disc Transmittal Sheet For Submission of
Sequence Listing and/or Tables To The United
States Receiving Office Under Pct Administrative

Instructions-Part 8 ............cccocoeoeviiiieiinnen, 1823.02
IB/307 oot 1893.03(e)
IB/308 ..o 1893.01(a)(1)
PCT/DO/EO/903.................. 1893.01(a)(3), 1893.03(a)

........................................ 1893.03(b), 1893.03(e)

............................................ 1893.03(g), 1895.01
PCT/DO/EO/905................. 1893.01(a)(1), 1893.01(d)

........................................ 1893.01(e), 1893.03(b)
PCT/DO/EO/1390.....cuuiiiiecieeceeecieeeeeene 1893.03(a)
PCT/ISA/201 ..o 1852
PCT/ISA/203.....ueiiiieeeeeeeeeee e 1843.04
PCT/ISA/206......ooociiiciieiiecieeeieeeeeee e 1850
PCT/ISA/210......ueeeeieiieennns 1843.04, 1844, 1844.01

.............................................. 1845.02, 1893.03(e)
PCT/ISA/21T oo 1836
PCT/ISA/220.....uuiiieeiiciieeeeeeeeea, 1844, 1845.02
PCT/IPEA/AQL ..o, 1864, 1865, 1866
PCT/IPEA/A0S ... 1875, 1875.01
PCT/IPEA/408 ........oooevveeveennn, 1860, 1860.01, 1874,

................................... 1876, 1878, 1878.01, 1879
PCT/IPEA/409.................... 1871, 1871.01, 1874, 1878

................ 1878.01, 1878.01(a), 1879, 1893.03(e)
PCT/TPEA/ALO ..o, 1864.04
PCT/IPEA/ALT .o 1876
PCT/IPEA/AL2 ..o, 1836, 1876.01
PCT/IPEA/ALG ..o 1879.02
PCT/IPEA/A20 ... 1875.02
PCT/IPEA/A2Y ..., 1878.02
PCT/RO/101 ... 1801, 1812, 1817.01(a)

............................................. 1821, 1844, 1844.01
PCT/RO/IT v, 1893.03(e)
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PCT/RO/36.c.ccoviiciniicinicincceee 1893.03(e)
PTO-1382 .ot 1830, 1832
USPTO/299 ..o 1850
USPTO/499 ... 1850, 1875, 1875.01
GAZEIE ..o 1801, 1823.01, 1857
Guidelines on qualifying for reduced basic fee by filing
sequence listing on compact disc ................... 1823.02
Help DesK...oovieieieieeeeeeceeee e 1730
Information SOUICES.........coeveruereereeieeieieieneeiene 1730
International Bureau...........c.ccoceveninininieiencnen, 1801
International preliminary examination...... 1860, 1860.01
International preliminary examination report........... 1879
International preliminary report on patentability ..... 1801
........................................... 1845, 1879.03, 1893.03(¢e)
International publication ...........c.cccceevveevevieenreenennen. 1857
Prior art effect..........ooooveennnnenn. 1857.01, 1896, 2136.03
International search report...........ccceevvveeneeneennnee. 1844
International searching authority...........cccccevvennennen. 1840
Member COUNLTIES. ....cc.eeeeeeiereinienieeieeiieeee e 1817
National procedure..........ccoceiereeereeieieieesee e 1893
National stage (See National stage application (35 U.S.C.
371))
Numbering of Sheets .........cccccvevieviecienienieieieene 1812
Office of PCT Legal Administration................ 103, 1730
Priority ...ccvevvecnnennne 201.13(b), 1828, 1893.03(c), 1895
Priority document...........cccceeveeereieneenen. 201.13(b), 1828
PUblication .........ccoceveveneniriieienieninen e 1857
Receiving office ......coevvveieeienieieeee e 1801
Receiving office procedure ..........cccoevvevverieereennennen. 1801
Record copy transmittal ...........ccoceeoiroiiiiiininieee 1801
Regular filing in each designated state............ 1893.01(b)
Reply to invitation concerning lack of unity of invention
........................................... 1850, 1875.02, 1893.03(d)
Reply to written opinion............cceecvevvverveevenenenne. 1878.02
Representation before the designated office............... 402
Revocation of agent...........cccceveevieiieniinieece 1808
Schedule of fees .......ccevveverinenininiceciecccee, 1827
Search report ........ccveevvevereennnnen. 707.05,1302.14, 1844
SECTECY OTAET....c..eieieiieiicieeie et 120
Sequence listings.........cocueveeneenieeieneenieens 1823.02, 1848
On electronic Mmedia .........cocoeeveerereereeneenne 1823.02
SigNAtUre MISSING ....eevveeererieeeeieeiesieneeereeveereneeens 1820
Unity of invention................ 823, 1850, 1875, 1893.03(d)
Written opinion, preparation ........... 1845, 1878, 1878.01

Written opinion, time to reply to.1845.01, 1878, 1878.01
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Patent Cooperation Treaty Administrative Instructions
........................................................................ App. Al
105 Reproduced ........cccveveveeiieiieieeieeieeee e 1834
204 Reproduced ......ccvveevieiieiieieee e 1823
205 Reproduced ........cccveeeeviieniieiieiesieseeie e 1824
208 Reproduced ........cccooeverieiniiieieieeeee, 1823.02
209 Reproduced .......ccoeceeeeerienieeeeeesee e 1823
404 Reproduced ......ccveverieiieiieieeeee e 1857
502 Reproduced ........cceeveeviieiieiieieiieieeieeee e 1850
513 Reproduced .......ccceevveviieiiiiieieniieieeieeeeeieeen 1848
603 Reproduced .........cccoooeieeniiniiiiiiieiesieeee 1875.02
604 Reproduced ........ccceeeeviieniieiieieeeeee e 1879
605 Reproduced .........cceeveriieniieiieiecieeeie e 1872
606 Reproduced .........cceevevvieiieiieiecieseeie e 1880
607 Reproduced .........cccoeeevieniieiinienienceeee e 1876
801 Reproduced .......ccceevevieniiniiiiicicence 1823.02
803 Reproduced ........ccevvevieiieieeiieeeeeee 1823.02
Patent Cooperation Treaty Articles.........ccceeveveennenen. App. T
3 Reproduced .......occvveiieiirieiieie e 1812
S Reproduced ........cocoeiiiiiiieiie 1823
6 Reproduced.........cocveeeviiriieieieeceeee e 1824
7 Reproduced ........coccoeeieiiniieiieeeece e 1825
11 Reproduced .......ocevvevieiieiieieeieieieenene 1810, 1896
17 Reproduced .......cceevveviieiieiieieeieeeie e 1843
18 Reproduced ........ccooeeviieiiieiiiiiieeeeeeee e 1844
19 Reproduced .......ccoevveiieiieiieeeeeeeee e 1853
21 Reproduced ........cceevvevivenieeieeieeie e 1857
29 Reproduced ........ccevvevienieenieeieeie e 1857
30 Reproduced ......coovvevieiieiieiieiecieeee e 110
31 Reproduced ................. 1864.02, 1864.03, 1865, 1869
32 Reproduced ......ooceeveeeriieiieiieeeeee e 1862
33 Reproduced ......cccveveereveniieiieieeieieieenne 1878.01(a)
....................................... 1878.01(a)(1), 1878.01(a)(3)
34 Reproduced .......cceevveerieieniennnns 1862, 1864.01, 1874
..................................... 1875, 1878, 1878.01, 1878.02
35 Reproduced ......ooceeveeeriieiieieeeee e 1879
36 Reproduced .......cccevveveveieeiinienne 1879.02, 1879.03
37 Reproduced .......oceevveviieiieiieieeieceee e 1880
38 Reproduced ......ccovveveieviiiiiiieiecreeeeee e 1879.04

Patent Cooperation Treaty Rules

4.3. Reproduced ........cccceeveeriiiiiienieieieeeeiae 1844.01
4.11. Reproduced .......ccoeevvvevevieneeieene 1817.02, 1819
4.15. Reproduced ........cceevevienieeiieieeiesieieee e 1820
5.1. Reproduced .........cooceverieieieieesee e 1823
5.2. Reproduced .........cccoooieriiniiiiiiiieeeeee 1823.02
6 Reproduced ........coceveevieiiieieeeeee e 1824
6.1. Reproduced ........cccoevieiieiieieieceeee e 1824
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Sec. No.
6.2. Reproduced ........c.covvveevrieviieieeiecieeeeeee e, 1824
6.3. Reproduced ........ccooceviiiieiieieeceeeeeee, 1824
6.4. Reproduced ........ccoocevvievieniieiieieeeeeeeee e, 1824
6.5. Reproduced ........ccoocvvvienieriieieeieceeeeee e, 1824
7 Reproduced .......ccceevvveiieienieiieieeie e 1825
7.1. Reproduced ........ccocovvvieviieniieieeieceeeeee e 1825
7.2. Reproduced .......ccooovviiiieiieieeeeeee e, 1825
8 Reproduced ........ccecveverienienieieeee 402.09, 1826
8.1. Reproduced .......ccocovveveviieiieiieiieienns 1826, 1844.01
8.2. Reproduced .......ccocovveveviieiieiieieienns 1826, 1844.01
8.3. Reproduced .......cccoeeeieieiiiiiiee 1826, 1844.01
11 Reproduced ......ccoooeevieiieiieieeeeeeeee e, 1825
11.5. Reproduced ......ccoocveievieniieiieieeieeee e, 1825
11.6. Reproduced ......c.ccoveiivieniieiieiecieeeie e, 1825
11.11. Reproduced .......cccoeeeciieecieeniieiieecieeeieeeeen 1825
11.13. Reproduced .......cccoveeveiieeciieniieeieecieeeieeeen 1825
13 Reproduced ......ccoooeeeieiieieiieeeeceeee e 1850
13.1 Reproduced .......ccoeceeveieviieiieieeieieeeeee e, 1850
13.2 Reproduced .......ccooveviieiieiieieeieeeieee e 1850
13.3 Reproduced ........ccceeveeieiieneiiiieeeceeeee 1850
13.4 Reproduced .......ccooceevieiieiiieeieeeeee e, 1850
13.5 Reproduced .......ccooceevieiieiieieeieceeee e, 1850
13 Reproduced .........oveveeeeeeeeeeeeeeeseeeeren, 1823.01
13,1, Reproduced .........c.oveveeeeeveeeeeseeeeeen. 1823.01
1352, Reproduced .........ocoveveeeeeeeeeeeeeeeeeean. 1823.01
13%5 3. Reproduced .........ocooovvoeveeeeeeeeeresne. 1823.01
1354, Reproduced ...........ooeoveeveveeeeeeseseeeen. 1823.01
13,5, Reproduced .........o.coooveeeeveeeeeeseeeeeeen. 1823.01
13%5.6. Reproduced ............ooooveeeeveeeeeeeseseeeeen. 1823.01
13,7, Reproduced .........oo.oveveeeeeeeeereeeeeeeeen. 1823.01
13 Reproduced ........co.oveeveveeeeeeceeceeeeceenen 1823.02
131 Reproduced .........cccovvrrerererernnnnn. 1823.02, 1848
132 Reproduced .........ccovvveveveveeeiiieeeenean 1823.02
17 Reproduced .......ccocceevvevieeieeieeiesieieeee e, 201.13(b)
17.1. Reproduced .......cccoeveeecveeeciieeciienieenieenns 201.13(b)
17.2 Reproduced .......ccooveviieieeienieiieeeeee, 201.13(b)
33 Reproduced .....cceeeeeveieriieiieieee e 1843
33.1. Reproduced ......ccoccvveieeieniieiieieeeeeee e 1843
33.2. Reproduced .......ccccoveieiininiiieieee e 1843
33.3. Reproduced .......ccceveieiinineeieee e 1843
37.1 Reproduced ........coecevieniienieeneceeeeee 1844.01
37.2 Reproduced .......ccoevvveverienieenienie e 1844.01
38 Reproduced ......cceeevvvvevieniieiieieeieinn, 110, 1844.01
38.1 Reproduced ........ccooeveriiiniiieieeieee, 1844.01
38.2 Reproduced ........coecveeienienieeienie e 1844.01
39 Reproduced ......oceeveeveeeniieiieieee e 1843.02
39.1. Reproduced .......coecveeeieiieiieiecieeee e 1843.02
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40 Reproduced........ccceeueeueeieieieiesie e 1850
40.1. Reproduced .......ccceevevierienieeeeeeeeeeee 1850
40.2. Reproduced .........cceeeververienieiieeeieeieeeiens 1850
40.3. Reproduced ........ccceeveevverienieieeeeiereeeene 1850
41 Reproduced ........ccevveviieniieieeieeie e 1852
41.1. Reproduced ........cccoeeieiienienereieeieeeeeceeeene 1852
43bis Reproduced ........ccoooeeiieiiriiieeereeeee e 1845
43bis.1. Reproduced ........ccooceevierieniieieeieeeeee 1845
44ter. Reproduced ........cccoceevvveiieiinieniieiieieenns 1879.04
46 Reproduced ........cceevevieriieniieiieie e 1853
46.1. Reproduced ........cccceeveeiienenienrsceceeeceeeeae 1853
46.2. Reproduced .........ccoeveevieneeiieeeeeseeeee e 1853
46.3. Reproduced .........ccoecvevierieniieieeiesieneee e 1853
46.4. Reproduced ........ccceeevevverieniieieeieciesieeie s 1853
46.5. Reproduced ..........ccevveviereneniieieeeeeeeeeene 1853
54 Reproduced ........cocueveereniiieieeeeee e 1864.02
54.1. Reproduced .......cccoevveiiniieieieeeieeeeee 1864.02
54.2. Reproduced ......ccceeeveeieiieiieiieneee e 1864.02
54.3 Reproduced ........cccoveevieniieiieieeieeiesieeiens 1864.02
54.4. Reproduced ........ccoceeeeieieieieseceeeeeeee 1864.02
60 Reproduced ........ccooeeveieiieiieieeieeeeee e 1868
60.1. Reproduced ........ccoocevvieiiieiieieeeeee e 1868
61 Reproduced .......ccevveviieiieiieieeieeeeee e 1881
61.2. Reproduced ........coevvvvvieviieiieiecieseeie e 1881
61.3. Reproduced ........ccoooeevienieiinienienceeeee 1881
62 Reproduced .......ccoveeeieeiieieieeeeen, 1871, 1871.01
62.1. Reproduced .......ccooevveveriieireieiienen. 1871, 1871.01
62.2. Reproduced .......ccoecvvvvenveieeieiienen. 1871, 1871.01
62bis Reproduced ........ccceevvveviieiieienieieeieeie e 1871
62bis.1 Reproduced .........ccccoevieiiiniinienceceeeee 1871
64 Reproduced .......oceveevienieiieiieieeeeeene 1878.01(a)
64.1. Reproduced ........ccoecvevveriieiieieeieieenens 1878.01(a)
64.2. Reproduced ........coevevveriieiieieeieieennens 1878.01(a)
64.3. Reproduced ........ccoeevevveviieiieieeieieennene 1878.01(a)
65 Reproduced .......cccoeevevienieiiniiiiciieen. 1878.01(a)(2)
65.1. Reproduced .......ccoevevvecireiiieieee. 1878.01(a)(2)
65.2. Reproduced .......cccoevevveciieiinieieenen. 1878.01(a)(2)
66 Reproduced .. 1843.02, 1864.01, 1870, 1878, 1878.02
66.1. Reproduced ........cccocveiiiiiniinieieceeee 1843.02
66.1bis. Reproduced .........cccocvviiiiiiiiniiiieee 1878
66.3. Reproduced ........ccoeeeiieiieiiieieeeeeee 1878.02
66.4. Reproduced ........ccoocveeveriiecieeieeieneee e 1878
66.5. Reproduced .......cccoevvieiinieniieiieieeieeieiens 1878.02
66.6. Reproduced .........ccoceviiiiinieiieieeeieee 1878.02
66.7. Reproduced ........ccooceevieniieiieieeeeee e 1870
66.8. Reproduced ........ccoecevveerieirenne 1864.01, 1878.02
66.9. Reproduced ........ccocveriveiiieieiienieieeie e 1878.02
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69 Reproduced .......ccovvevverieciieiieieieennen, 1875, 1879.01
69.1. Reproduced .......cccceveervenennne 1879.01, 1879.01(a)
69.2. Reproduced ......cccccvvveverivennnne 1879.01, 1879.01(a)
70 Reproduced ......cooceevieeiieiieieniecieeee e 1879.03
70.17 Reproduced ........ccoeeevevverieecienieiienieee 1879.03
71 Reproduced ......ccocoeevvveevieiieieeieceeieee e 1879.02
71.1. Reproduced .......cccooeieiieiinienieieeeee 1879.02
71.2. Reproduced .......cccvvieriierienieiieceeeeee 1879.02
72 Reproduced ......ccooceeveveviieiieiieieneeie e 1879.03
72.1. Reproduced ........ccvevveviienieeieiienieieeeee 1879.03
72.2. Reproduced ........cceeveviieciieieireceeeee 1879.03
72.2bis. Reproduced ........cccoeoeevieienieiieiee 1879.03
72.3. Reproduced .......cccoveierieniinienieeeee e 1879.03
82 Reproduced ......cooevvevieiieiieiesieie e 1834.02
82.1. Reproduced ......ccccceevvveiieiiiieiieieeie e 1834.02
82.2. Reproduced .......cccoeevvvevieiiiieieeieee e 1834.02
90.4. Reproduced ........cccoeiiieienieieeeeeeeeeee 1807
90.5. Reproduced .......ccoveviveienieniieieeeeie e 1807
90.6. Reproduced ........cccvevvieieeienieiieieeie e 1808
90" Reproduced ........c.ceeeeeeeeeeeeeeeeeeeennean. 1859, 1880
90,1 Reproduced ..........ocoveevveveeeeeeeeseeeeeseeeennenn. 1859
9052 Reproduced ..........ocovevveveeeeeeeseeeeeeeeeeneenn. 1859
90°5.3 Reproduced ..........cooveevveeeeeeereeereseresess 1859
90°5 4 Reproduced ..........cooveeeeeeeeeeeeeeereeeeeeeres 1880
90,5 ReProduced ........o.ooveveeeeeeeeeeeeeeeeeeeeseenes 1859
90,6 Reproduced ............cooovveveeeeeeseeeeesreennenn. 1859
90°5.7 Reproduced ..........cooveeveeeeeeeereeereeereeenis 1859
91 Reproduced ......ccoocvvvierieiieieeieeeeeeee e 1836
91.1. Reproduced ........ccveieeieriieiieiecieseeie e, 1836
92 Reproduced ......coeevveeieviieiieiieieeieeeee e 1834
92.1. Reproduced .......coccveievienieieieeeeee e, 1834
92.2. Reproduced .......coecvveieeieniieieeieceeeee e 1834

Patent and Trademark Depository Libraries (PTDLs)
Accepting documents under the Disclosure Document

Program........ccooceeviinieniiiiiieneeee e 1706

Patent application publication (See Pre-Grant Publication

(PG-Pub))

Patent pending (See Statutes: 35 U.S.C. 292)

Patent search room........cccccccoeevvennnn. 103, 2232, 2629, 2632
HOULS o 510, 1730
Regulations for public Use........ccccoevveierienieiieeee 510

Patent term extension/adjustments............. 1303, 2211, 2250

.............................................................. 2611, 2666.01

Patentability (See also Reasons for Allowance; Rejection)

................................................................ Chapter 2100

Patentability report.......ccocoevieiieiieieeeeeeee e 705

Appeal ....oovieiiee 705.01(a), 1208
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COUNL L.ttt s 705.01(c)
Date Status .....ecevveecereeiieeieeeee et 705.01(¢c)
Dispute between eXaminers.............ceeevereveneenns 705.01(a)
Drawing .........cceeveevvecvenieneeseeeenenn 608.02(n), 705.01(d)
Final action ..........cccevvevieviieciieieeieseee e 705.01(a)
IMPIOPET ..o 705.01(e)
INItIALE ... 705.01
INtEIVIEWS ..o 705.01(%), 713.01
Limitation as t0 US€......c.eccvevvereerreeruesreseeenneenns 705.01(e)
Practice used only in extraordinary situations............ 705
Primary decides propriety.........ccoceveeeeeerieieneenieenne 1004
Print of drawing.........ccccceveeevveneennee. 608.02(n), 705.01(d)
PUIPOSE ..ot 705.01(e)
Request fOr......ooiiiieiiciicieeeeee e 1003
Recording ......cceeeeieieeiireeeeeeeee e 705.01(¢c)
Restriction, Effect on........coooovvviiiiiiiiiiiiiiiiiicieeeee, 807
Search ......coceecvveeciiieiieceeeeeee 705.01(a), 705.01(b)
Sequence of examination............c..cceevereeennnne. 705.01(b)
Transfer of appeal........c.ccoevvveeiiiciiiieiieiee, 705.01(a)
Patentability review conference in ex parte reexamination
.................................................... 2271,2271.01, 2287
Patentability review conference in inter partes
TEEXAMINALION ...vveuventeeiienierieeieeieeet ettt 2671.03
Patentability statement............ccoecvevvereenneennnnne. 609, 1302.14
Patentable novelty, pointed out..........cccceeeeveenenennee. 714.04
Patentable subject matter
COmPULET PrOZIAMS ....eevveernvieriieeriieenieenireenieeenieeeneees 2106
Disclosed but not claimed..........ccccoceveverenienieienenne. 706
Living subject matter...........ccoccvevveeveeeerneennenn 1601, 2105
Mathematical algorithms ...........cocceeviriininiinin, 2106
PIANLS ..ot 1601, 2105
Patented file........ccocevieieiiininiine 905.03
Patented file, ordering.............ccoecveveevriereneeneennen. 711.04(b)
“Patent In” computer program (See also Sequence rules)
................................................................... 1730, 2430
Patents of addition, foreign...........ccoccevevervenrennne. 901.05(b)
Payment of fe€S ......cccvevveriieiieiecieceeee e 509
Payor number (See Customer numbers)
PCT (See Patent Cooperation Treaty (PCT))
Pencil notations, erased at allowance ....................... 1302.01
Pending application as prior art (See also Application
publication) ..........c..c...... 706.02(£)(2), 706.02(k), 901.03
Pending application charge location...............cccveue.. 905.05
Pending application preserved in confidence .................. 101
Pending applications as references (See also Application
Publication).........ccccceeerenrnnnnnne 706.02(f)(1), 706.02(f)(2)
........................................................ 706.02(k), 901.03
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Sec. No.
Period for 1eply ......ooveiveiiieeeee 710
After Board decision .........occoeeeeveenienieniinieiene 1214.01
After final........ccooovevieiieiee e 706.07(f)
In transitional application...........ccocceevuennnne. 706.07(g)
After interference .........ccocveevevvennnnnne. 710.02(b), 2363.02
Amendment after..........oceeeieiiiiniiniieeeee 714.17
Claim copied from patent...........ccccceeveeveereennee. 710.04(a)
Claims all allowed.............. 707.07(a), 710.02(b), 714.14
Computed......cccvevierieriieieeie e 710.01(a), 710.05
Copying claim from patent does not extend statutory
PETIOA e 710.04(a)
Correction of citation ..........c.ceeeveenee.. 707.05(g), 710.06
Date of receipt of amendment .............. 710.01(a), 710.05
Defective Office action .............c.c........ 707.05(g), 710.06
Difference between shortened statutory period and time
T e 710.02(d)
EXtension........cccoccveecveeicieeeciiesneenen. 710.02(d), 710.02(e)
Extension of time to commence civil action
............................................................... 1002.02(k)(1)
Extension of time to file notice of appeal at CAFC
............................................................... 1002.02(k)(1)
Full statutory period for reply ......c.ccoeveveeveenienirnnnne 130
Holiday, Saturday, or Sunday expiration of time
......................................... 505, 513, 710.05, 710.01(a)
Incomplete reply.......cooeeviriercennnnne 710.02(c), 711.02(a)
..................................... 714.03,2266.01, 2666.30
Less than six months.......... 710.02, 710.02(b), 710.02(c)
............................................ 710.02(d), 710.02(e)
Miscellaneous factors..........cceceveeeeienieienienenienn 710.06
Petition ...cooueeiieiieieeeeeee e 1002
Property rights under AEC and NASA Acts.............. 150
Remailing........ccoecvveieneeniieiecieeee e 707.13, 710.06
ReEStArting ....cveevveeviieieiieiiereceeeeeeeeee e 710.06
Saturday, Expiration of time ........ 505, 710.01(a), 710.05
Secrecy order application ...........ccccoeevereienenceeeenne 130
Shortened, Extension....................... 710.02(d), 710.02(e)
Shortened statutory period ................... 710.02, 710.02(b)
...................................................................... 710.02(e)
Shortened statutory period, Distinguished from time
T e 710.02(d)
Shortened statutory period, When used............. 710.02(b)
Statutory period.........cveeveevereerieerierie e 710.01
How computed........cccoovveciiecienienieieeie e 710.01(a)
Suggesting claims........ccccceeevceeneencne 710.02(c), 2305.02
Sunday, Expiration of time........... 505, 710.01(a), 710.05
Supplemental action..............ccceveereererierieeneeae 710.06
Time computation ..........cceeeeerverevennnnn. 710.01(a), 710.05
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Time limit aCtion ........cccoeceeiinieniienieceeeeeee 710.02
Time limit action, When used............c.ccoc....... 710.02(¢c)
Two periods running............cceccvervvennenne 710.04, 710.04(a)
Withdrawal of attorney or agent during................. 402.06
Periodicals .......cccoeevieienieniieieeie e 901.06, 901.06(a)
Period of enforceability .... 2204, 2211, 2610, 2611, 2686.02
Permanent ink............ccc.oooeeeieenn... 608.01, 714.07, 714.19
Perpetual motion..........cceecvevvereeennenne. 506, 608.03, 706.03(a)
............................................................. 707.07(g), 2107.01
Persons who may cite prior art relating to an issued patent
..................................................................... 2203
Pertinent prior art...........coccveeeeeeeereeeienieneeseeee e 904.02
Petition
Abandonment holding ........ 711.02, 711.03(c), 711.03(d)
.......... 1002.02(c), 1002.02(p), 1002.02(q), 1002.02(r)

Abandonment holding, examiner’s statement... 711.03(d)
Abandonment holding for failure to provide timely
notice of foreign filing..........ccocvevvevrecienieneennen. 1124
Accept color drawings or photographs....................... 507
.................................................... 1002.02(d), 1503.02
Accepting late issue fee.........cccceeeennene 203.07, 711.03(c)
Accept omitted pages........ceoeeeerierieneenienen. 1002.02(p)
Access to application........... 103, 1002.02(b), 1002.02(p)
Access to interference agreement .................... 1002.02(f)
Access to interference application.................... 1002.02(f)
Access to unopened preliminary statements... 1002.02(g)
Add inventor in provisional application ......... 1002.02(q)
Admit model........ccovevieeierieieieee e 1002.02(c)
Attorney withdrawal.................... 1002.02(b), 1002.02(c)
................................................................... 1002.02(p)
Biotechnology processes under 35 U.S.C. 103(b)
..................................................................... 706.02(n)
Board decision in inter partes reexamination........... 2681
Board of Patent Appeals and Interferences involved
...................... 1002.02(f), 1002.02(g), 1002.02(j)
Certificate of Correction.............. 1002.02(d), 1002.02(g)
.................................................................... 1002.02(1)
Change in inventorship................ 1002.02(d), 1002.02(¢)
................... 1002.02(1), 1002.02(p), 1002.02(q), 1481
Change inventor’s Name ...........cccceeeeeveeeneeenenne 605.04(c)
Change in order of inventors names................... 605.04(f)
Color drawings or photographs ...........ccccceevverevernennen. 507
.................................................... 1002.02(d), 1503.02
Common ownership situation.................cce....... 706.02(k)
Concurrent ex parte and inter partes prosecution
................................................................... 1002.02(g)



INDEX

Petition--Petition

Sec. No.
Consideration of submission after NIRC in inter partes
TEEXAMINATION .. .eevvieneeeiieeiieetieeeee e eee e 2687.01
Converting a 111(a) application to a 371 application
.................................................................... 1002.02(p)
Converting a 371 application to 111(a) application
.................................................................... 1002.02(p)
Converting a nonprovisional to provisional ....1002.02(b)
............................. 1002.02(c), 1002.02(p), 1002.02(q)
Correct filing date ..........ccoovvevvevveecieeierieennene 506.02, 513
.................................................. 601.01(b), 1002.02(b)
Correction of inventorship ................. 201.03, 1002.02(d)
................................................. 1002.02(e), 1002.02(1)
................................................ 1002.02(p), 1002.02(q)
In ex parte reexamination ............ccceeveeverevennenn 2250.02
In inter partesreexamination................. 2658, 2666.03
Counter-terrorism inventions ............. 708.02, 1002.02(s)
Defer issuance........cccceeeeveerveennveennen. 1002.02(b), 1306.01
Delegation of Director’s authority .........c..c..c...... 1001.01
Denial.....ccooiiiiiiiniie e 1002.02
Denial of request for reexamination................ 1002.02(c)
EXparte....cccooveeieieieeeieeeee 2246, 2248, 2265
INter PArteS....cc.vvevveeieieeeeeee e 2647, 2648
Director’s duties........ccoevevevevveeeecveeeennns Introduction, 1002
DiISMISSE ..ot 1002.02
Dismissed without prejudice ..........ccccceceeeeneennene. 1002.02
Divisional reiSSue........cccvvevveerrienieerieeeseeeennen. 1002.02(b)
Entry of amendment...........c.ccecevereennene 1002.02(d), 1207
Entry of amendment after RAN in inter partes
reexamination............ccceeeeeuveenn. 2672,2673.02, 2675
Entry of late paper for revival of ex parte reexamination
.......................................................... 1002.02(b), 2268
Entry of late papers for revival of inter partes
reexamination proceeding................ 1002.02(b), 2668
Expedited examination of design applications
....................................................... 502, 1002.02(c)(3)
Express abandonment after payment of issue fee
.................................................................... 1002.02(b)
Express abandonment to avoid pre-grant publication
........................................................... 502, 1125, 1135
Facsimile submission.........ccccceceveercenceneenenne. 502.01
Expunge papers from file............ 1002.02(b), 1002.02(c)
Expunge information..........c.ccecceueeuee 724.05, 1002.02(c)
Extension of time .............. 710.02(e), 714.17, 1002.02(q)
Application before Office of Patent Legal
Administration .........ccocceeeeveeeveesneennen. 1002.02(b)
Application before Office of Petition .......... 1002.02(b)
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Sec. No.
Filing date......ccooeeieeieiieieecc e 506.02, 513
................................... 601.01(b), 601.01(c), 601.01(f)
.................................................. 601.01(g), 1002.02(b)
Final rejection.........ccccveverienieenieeieeie e 1002.02(c)
SIR application.........c.ccvverveeereereriiereenieere e 1105
Foreign filing license.........c.cccoceeeneee. 140, 1002.02(c)(1)
Facsimile submission ..........cccceeeeeveeneeneeceeneenne 502.01
INSPECHION ..ot 103
Interference............... 1002.02(c), 1002.02(f), 1002.02(g)
Interview in merged reissue/inter partes reexamination
........................................................................ 2686.03
Late foreign priority claim...........cccocceveeenneeee. 1002.02(b)
Maintenance fees, accept and record............... 1002.02(b)
............................................................................. 2580
Maintenance fees, delayed payment/reinstatement
...................................... 1002.02(b), 2515, 2531, 2590
Make special (See also Special application)
........................................ 708.02, 1002.02(s), 1504.30
Matter subject to.................... Introduction, 706.01, 1002
Merge reexaminations .............cceceeuee... 1002.02(b), 2283
Merge reissue and ex parte reexamination
......................................................... 1002.02(b), 2285
Merge reissue and inter partes reexamination
.......................................... 1002.02(b), 2667, 2686.03
Modification of secrecy order..........ccceeeeeerienierieneenne. 120
New Matter ......ccceevveereeerireeeeeenne, 608.04(c), 1002.02(c)
Nonsigning inventor ..............cecueen.... 409.03, 1002.02(b)
................................................................... 1002.02(p)
Objection by eXaminer............ccoecveevereerveennnns 1002.02(c)
Patent term eXtension........cccceevveerveerereeneennns 1002.02(b)
Period for filing ........ccoooeriiiiniii e 1002
Premature Action Closing Prosecution (ACP) in inter
partes reexamination .............ccecceereereerveenenenennes 2672
Premature final rejection ............... 706.07(c), 1002.02(¢c)
Preliminary amendment as part of
original disclosure..........ccccceeeenieiiniennnen. 608.04(b)
Procedure.......cccceceeieiiniinininenccccee 1002.01
Public use proceedings ...........ccoecvveverienirennnns 1002.02(b)
Publication DiviSion ...........ccceevvevveeveeneseeennen. 1002.02(r)
Reconsideration of denied petition (ex parte
FEEXAMINALION) ..veevvieereeereeireeeiieesireeeeeeesieeesaeeenns 2268
Rescission of secrecy order ..............c........ 1002.02(c)(1)
Refused assignment ............cccoeveviveiinieneenieennen. 313,317
Refusal to enter amendment .............ccceeeeeenee 1002.02(c)
Refusal to initiate interference...........c.ccveenn. 1002.02(c)
Refusal to issue Certificate of Correction....... 1002.02(c)
Registration to practice.........ccoecvevververeennnnne. 1002.02(m)
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Petition for Express Abandonment to Avoid Publication Under 37 CFR 1.138(a) PTO/SB/24A--Plant patent

Sec. No.
Reinstate rejection after Board decision.......... 1002.02(c)
Reinstatement..........ccccoeveeecieeiciiencieesieeeee e, 1002.02(m)
Relating to PCT international application and/or
national stage application.......c..cccceceeeeeueee 1002.02(p)
Relating to reexamination or reissue............... 1002.02(b)
Reopen prosecution after Board decision........ 1002.02(c)
Reopen prosecution after Board decision in inter partes
TEEXAMINALION ...c..eeuieniiriierieerericeiceee et 2682
Requirement for information..............cccueeee.n. 1002.02(c)
Rescission of secrecy order...........ocevvevvieiineenniennnn. 120
Resetting period for reply.........ccooevivvenceniennnne 1002.02(c)
Restriction requirement holding......... 821.01, 1002.02(c)
Retroactive foreign filing license .......c..ccceeeevvenennnne. 140
Return model.........ccovieviiiiiiiiiinieeeeee 1002.02(c)
Return original oath...........ccocooeiiiiiiniiinne 1002.02(c)
Revival ...cocoooiiiiiiiiie 711.03(c), 1002.02(b), 1124
Revive PCT application .........cccocceveervenreennne 1002.02(p)
Rule 1.48 (inventorship).........ccceeevevvervenieeniennenne. 201.03
Secrecy Order........ooveeveeeeieerieeieeee e 1002.02(c)(1)
Sequence rules........cceeeeienienienciiencenee 1002.02(c)(2)
Special status...........ccceene... 708.02, 1002.02(s), 1504.30
Stay ex parte reexamination proceedings....... 2284, 2285
Stay inter partes reexamination proceedings........... 2667
......................................................... 2686.02, 2686.03
Sufficiency of an affidavit............cccceeeeieenne. 1002.02(c)
Supervisory authority of Director of the USPTO
................................................ 1002.02(b), 1002.02(c)
Suspend action — public safety or defense.. 1002.02(c)(1)
Suspend rules .......occeveeeieciinieiieeee e 1002.02(b)
Suspension of second or subsequent inter partes
reexamination reqUESES........ceeveeeereereereeeeeneennss 2640
Time for filing.......cccevveriieciieiecieeee e, 1002
Trademark related ..........cooveevieiinienieiieienen, 1002.02(1)
Transfer from another application...................... 608.02(1)
Unavoidable delay, withdraw abandonment .....711.03(c)
.................................. 1002.02(b), 1002.02(c)(3), 1306
Unintentional delay, withdraw abandonment....711.03(c)
.................................. 1002.02(b), 1002.02(c)(3), 1306

Failure to provide timely notice of foreign filing . 1124
Unintentionally delayed claim for foreign priority

............................................ 201.14, 201.14(a), 201.16
...................................... 1002.02(b), 1402, 2258, 2658
Unintentionally delayed claim for priority to a U.S.
application.............co....... 201.06(c), 201.11, 201.11(a)
................................................ 1002.02(b), 2258, 2658
Vacate order granting request for ex parte reexamination
............................................................................. 2246
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Vacate an order granting inter partes
TEEXAMINATION ...evreeieneieiieieeiee st see e eee e 2646
Waive rules......cccveveerienieniieiecieeee e 1002.02(b)

Waive time provisions in €X parte reexamination ....2265
Waive time provisions in inter partes reexamination

......................................................... 2648, 2668, 2672
Withdrawal of lapsed patent...........cccceceeeeennee. 1002.02(r)
Withdrawal from issue, after issue fee paid

................................................. 502, 1002.02(b), 1308
Withdrawal from issue, issue fee not paid

.......................................................... 1002.02(c), 1308
Withdrawal of a terminal disclaimer ........................ 1490
Withdrawal of abandonment........................... 1002.02(b)
Withdrawal of attorney...........cccceevveeveecvennennen. 1002.02(s)

In interference .........ccoovveeeeeeeieeeceescieeeieenee 1002.02(g)
Withhold from issue, before issue fee paid..... 1002.02(c)

Petition for Express Abandonment to Avoid Publication
Under 37 CFR 1.138(a) PTO/SB/24A

Reproduced.........cooeeiiiiiiiiiieeeeeeee 1135
Petition for Revival of an Application For Patent
Abandoned for Failure to Notify the Office of a Foreign or
International Filing PTO/SB/64a

CHEA oo 1124
Reproduced.........oooeiiiiiiiiiieee e 1135
Petitionable matter........ccocouvvvveiiiiiiiiiiiieeeeeeieeeee e 706.01

PG-Pub (See Pre-Grant Publication (PG-Pub))
Pharmaceutical subject matter

Safety review by FDA .......ccooooiiiiieieeceee 2107.03

Statute (See Statutes: 35 U.S.C. 155)

L8131 T5 S 2107.01
Phi, Greek letter usage.........occovvevveviercverierieenene 608.01(g)
Philippines-United States search exchange ................... 1711
Photograph as drawing ........................ 507, 608.02, 1503.02
Piecemeal prosecution ..........cecceeeeveevcveenveenveennenn 707.07(g)
Plant Breeder’s Rights........ccccecveiiiiiiieiieeeeeee 1613
Plant Convention, UPOV ........cc.ccoovvviveveviiieieeeee 1612
Plant patent..........cccoeeveeeenieneenieieereeieseenens Chapter 1600

ACHION ..ot 1610

AAVEITISING ..ottt 1610

AFFIAAVIE oo 1610

Agricultural Research Service (ARS)............. 1608, 1609

ATOWANCE ..o 1611

Application publication ............ccccecuerereennene 1120 to 1135

Asexual reproduction..........ccceeeeereeeereereenne. 1601, 1605

Bacteria.......coooveieiieeeeee e 1601

Clalm .o 1605, 1610



INDEX

Plant patent series--Pre-Grant Publication (PG-Pub)

Sec. No.
Color drawing .........cceceeeeeeeeeieieieee e 1603, 1606
Color identified .........ccceeoiivieriiieeeeeeee e, 1605
Declaration ..........coeveeereeieienienenenenceeeecee e 1604
Definitions. ....cceveriirierineneneeeeeerteere e 1601
Department of Agriculture ...........ccceeeveeevercveneennennen. 1608
DEPOSIt..veiiiieeiieeiieeieecttere e 1605
Duplicate papers........cceceeveeveeeeeneennens 1603, 1605, 1609
Elements of application............cceecveveereverreneenieenenns 1603
EXamination ..........cecceceeienieneneneneneececeeeeee 1608
Examiner’s amendment............cocceeevereneeienieniennenn. 1610
Executive Order .......oocoevvieienienieiieienienceceeee, 1608
ISSUC ..ot 1611
Laudatory eXpressions.........c.eeeveevereereeereeseeneeenneenns 1610
Method claim improper..........cccecveevereerveecvesverenenne 1605
Oath ... 1604
PartS. ..o 1603
Plant varieties excluded...........ccooovevieniiiiiieniee 1601
Priority claim........ccccveevieienieieeee e 1613
Publication of application...............cceveeuenne 1120 to 1135
Report of Agricultural Research Service........ 1608, 1609
Rules applicable .........cccoereriiriiiiiiieeeceee 1602
SIGNATULE ... 1603
Specification..........ceeceeeeerieerieeie e 1605, 1610
SPECIMENS ...oovvveerieiiieeieciieiieeie et sre e eeens 1607
Statutory DaSIS ...ecveeeeeeeeieieeeieeie et 1601
TEOIM it 2701
TUDCIS .t 1601
UPOV Convention ..........cecceceeeeneenienenenenenenennens 1612

Plant patent SETieS........c.evveevveevereerieerreeeeseesseesseenens 901.04

PO Box (See Mail stop)

Post classifier ........cccevveenennns 902.04, 903.02(c), 903.07(b)
............................ 903.08(d), 903.08(e), 903.08(f)
..................................................... 903.09, 903.10

Requesting consideration by ..........c.ccceevveeennen. 903.08(d)
Post Office, Depositing papers in.........cccceeceeveeneeeennenne 502
Post Office address (See also Correspondence; Mail Stop)

Applicant........cccevenenennne 409.03(e), 605.03, 719.02(b)

ATOTTICY eonevieiieeiieeiieeriee ettt et vee e 601.02

Postal Service interruptions and emergencies.................. 511

Postcard, self-addressed .........cccccoovvvveivnnreinnnnn. 203.08, 503
........................... 601.01(d), 601.01(f), 601.01(g)
........................... 719.01(a), 1205, 1901, 1901.05

Power of attOrney .......ccvevvieiieieiieriee e 402

Application in interference...........c.cceceeeveeeeceienenne 402.08

Application oath or declaration includes............... 601.02

ASSIZNEE TEVOKES....ooveeeieiieieeieee e 402.07

Associate attorney ........ceevveeverevereeennenne 402, 402.02, 406
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Attorney not of record ........coceveeniiiiniinienienns 714.01(c)
Canadian patent agent...........cecceeeeeeeereereenenieeeenenn 402
Change in plurality of applications or patents ............ 402
COINVENTOT .....eeeeevieeeeieee e 402.01, 402.10
Death of applicant............cccccverrveveennenen. 409 to 409.01(f)
Death of principal attorney ...........ccoceeeeveenenieneennen. 406
Exception as to registration ............occeveevevecereeene 402.01
General, for international application........................ 1807
INValid..cc.ooiiiie e 402
Joint applicant..........ccceevverreerieecieiieseeseesie e 402.01
Limited recognition ..........ccccceeeevenienienenneneenee. 402.01
Notice of revoCation ..........cceveereerierieereereiereeeeeane 402.05
Post Office address........coceveverereneeceienencnenans 601.02
Provisional application ............ccceceeeveriereenieeneenenen. 103
Reexamination, inter partes............c..ccceeuee.e. 2613,2622
Revocation...........c.c....... 402.05, 402.07, 402.08, 402.10
After ALlOWance.........cceeveeeeeeenieenieeeeeeeeeeeen 2501
Secrecy order applications..........c.ccceevvereeervrevenvennens 120
Unregistered attorney or agent....................... 402, 402.01
Withdrawal of attorney or agent.................. 402.06, 2501
Withdrawn in patent ..........cccceevevienencenennne. 2223, 2501
Power to inspect ........cccceevuveneenne. 103, 104, 324, 402, 713.05
Power to inspect, approval.........cccceeeveveierieniieceeeienieiens 104
Power to inspect, suspended attorney .............cccceeeveennenne 105
Practitioner (See Attorney or agent)
Practitioner’s names on patents ...........ccocceeveereereereeenne. 1309
Pre-Grant Publication (PG-Pub)....................... 1120 to 1135
Amendments prior to publication ............c...cceevennen. 1121
Appendices not published...........cccovveviiiiinienienn, 1121
Application in a foreign language..........ccccoeeueeneene 608.01
Assignee information published .............ccooceeriein. 1121
Certification as to intent to file counterpart applications
............................................................................. 1122
Claim sets, multiple .........ccoccvevieviiecieiienieieeeeee 1121
COmPULET PIOZTAMS ......eeueieneieiieeiienteeieeeeseeeneeenaeenees 1121
(070) 1175 1| AU RRRUR 1120, 1121
Conversion to provisional to
avoid publication ..........cccecceeeevieneenieenenen, 601.01(c)
Complete application required............cccceeevvrereennnnne. 1120
Copies of published application files........................ 1128
Correction of errors in the PG-Pub..........c.cccceceee. 1130
Correspondence address ..........ceeveeverieneeniescneneenne. 1121
Correspondence regarding published application..... 1134
Disparaging remarks not published ............cccceceeee. 1120
DIawings.....cceeveeeeeeeiesienienieseeeeeseeeeenens 507, 1120, 1121
Early publication ........c.cccocevieniiiiiiieeceeee 1129
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Pre-Grant Publication Division--Prior art

Sec. No.
Express abandonment to avoid publication................ 502
................................................................... 1125, 1135
Facsimile submission..........ccocceeverenerceeeneenne. 502.01
Fee, publication............ 1126, 1133, 1303, 1306, 1306.03
FOIMS ..ot 1135
Inappropriate nonpublication request....................... 1122
Material mistake by the Office........cccccvevirvercnnne. 1130
Nonpublication request .........ceecveevereereierirecrrnrenenns 1122
Notice of foreign filing..........ccceveeveeeieicieiieneen, 1124
Notice of Publication...........cccceceverenceieiencniencnene 1127
Notice of New or Revised Publication..................... 1127
Offensive language not published.............ccccceeeene. 1120
Public access to published application........... 1128, 1132
Publication date, projected...........cceevrervennnne 1120, 1122
Publication fee.........coovvvvivvveeeiiieeens 1126, 1133, 1303
RCE’s not published ..........ccccooiiiiiiiiiiieeee 1120
Redacted publication...........cceeeveerieneeicrieneee, 1132
Refund of publication fee............ccoevevvevieceeniennnn, 1126
Replacement drawings prior to publication................ 507
................................................................... 1120, 1121
Republication ..........ccoecveierienieiieeee e 1130
Request for early publication ...........cccceevveeeeninnnnne 1129
Request for nonpublication .............cceeveveveveereennnn 1122
Request for redacted publication............ccceeveneene. 1132
Rescission of nonpublication request............. 1123, 1124
Residence changed.........cccooovviiiiiiiinieree 719.02(b)
Sequences published on Internet.............ccoeevvevenenne 1121
Status information of published application............. 1128
Substitute specification required.............cceeeveevennn. 1120
Tables, 1arge .......cccceoeeeerieneeceeeeeeeeeeeee 608.05(b)
Third party INQUITIES.......cceeveeeeerreieeieeeeeeee e 1134
Voluntary publication............cccceeeveriereeeierceeneennnn 1133
When published..........cccoovvvieniiviieieeiesieieceeeeen 1120
Which applications.............ccoevvevviereeienieneereeneenn, 1120
Pre-Grant Publication Division ............cccceeevnnee... 502, 1120
......................................................... 1122, 1125, 1126
Preamble, design application............ccceeeverveneeennnnne. 1503.01
Preamble, effect of .........ooovviiiiiiiiiieeeeeeeeee 2111.02
Preamble, Jepson claim.........ccooceeieieiieiienieeseee e 2129
Predicted tests in specification ..........c..cccceverueeenee. 608.01(p)
Preliminary amendment ..............ccocceeveneennen. 506, 714.01(e)
Preliminary amendment
Excess Claims .........coocvvvvieiiiiiiiiiiiiieeeeieenn 506, 714.10
NEW MAET ....eveeieiieiieie et 608.04(b)
Preliminary handling of public use or on sale................ 2122
Preliminary hearing, public use proceeding............... 720.03
Premature final rejection.........ccceccvevvevvenieeciennennen. 706.07(c)
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Sec. No.

Premature response in inter partes reexamination......... 2667
Prima facie showing, public use proceeding.............. 720.02
Primary examiner .................... 705.01(a), 706.04, 706.07(c)
...................... 706.07(d), 707.01, 710.02(b), 710.02(e)
.................. 711.03(a), 713.01, 713.02, 713.10, 714.16
.......................... 714.16(d), 714.19, 715.08, 716, 2271
.............. 2633, 2636, 2648, 2660, 2671.01 to 2671.03
Actions requiring personal attention................. 705.01(a)
........................................... 707.01, 707.09, 710.02(b)
.............................................. 713.02, 714.16(d), 1004

Name on file Wrapper .........coeceeveeiiecienieneeneenne. 1302.13
Print of drawing (See also Drawings)................... 608.02(m)
Additional........ccceevveeiiicieiieniee e 608.02(m)
AREration.......c.cccvevveeriieiecieseesre e 608.02(m)
COlOTed ..ot 608.02(m)
Examiner’s notation on.........ccccceeeeveereveenevennen. 608.02(m)
File Wrapper.....ccccevvevieeieieeeeeee e 719.01(b)
Kept in Technology Center..............cccecvererennenns 608.02(c)
Marked-up ..cceevveeiieieeieieeeee e 608.02(v)
Marking .......cooeeveeneiniieeeee 608.02(m)
Patentability report ..........ccceeeeeneee. 608.02(n), 705.01(d)
Returned drawing ..........ccccceveevveiieienieneens 608.02(y)
Printed matter nonstatutory..........cceeveeeververevennenne. 706.03(a)
Printer waiting ..........cccocvevveeveeeennennn. 708.01, 1305, 1309.02
Printing date, declassified material......................... 707.05(%)
Printing practitioners names on patents......................... 1309
Printing priority .......cceeeeeevereenieenieeiesneseeseeseeennesene e 1309
Prior art (See also Reference)..........cccceevevennenee. Chapter 900
AdMISSIONS 8S...euviiiveiieiieiieiieieieee e 2129
ANAloZOUS....cueeiieiieiieieeeeee e 2141.01(a)
Duty of disclosure of .........ccccevveiieinieieeeee 2001.04
Effects of international application publication........ 1857
......................................................... 1857.01, 1895.01
Equivalents ........cccceeeveeiieienieieee e 2144.06
Electronic Information Disclosure Statement............. 609
Filed on Saturday Sunday or a Federal holiday .......... 609
Foreign application as...........ccoccveveeeeenienieeiennnnns 2135.01
Information reasonably necessary for finding ....... 704.11
International application publication ................ 706.02(a)
............................................... 1857.01, 2163, 2163.03

Kind codes.......ceevvieeiieiiieeieeciieeee e 901.04(a)
Level of ordinary skill ...........cccoeeiiriinieiieienne 2141.03
Patents as.......ccceevvveeeieeennnnns 706.02(a), 2126, 2132, 2136
Publications under 35 U.S.C. 122(b).......... 1895.01, 1896
.............................................................. 2136, 2136.03
Scope and content of............cocceeveriirienieniee 2141.01
Means [imitations .........cccceceevvevienenieneniencneeeenes 2182
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Sec. No.
Search (See also Search) ..........ccccceevvveevennnne Chapter 900
Statutory Invention Registrations as............ 901.02, 2136
Suitability of......ccocoieiieiieieeee e 2144.07
Third party submissions .............cceevevurennenne 609, 1134.01
Used in deciding request for reexamination... 2242, 2642
Well-known in the art............coceveneiininienenne 2144.03
Prior art citations in reexamination proceedings
EX PArte...ceoriiiieieeectee e 2202
CONLENT .ot 2205
Copies Of Prior art.........ccecveeevereereenieeeeseeseeeeenns 2205
English translations..........cccceceeeeeeiesienienencneneeene 2205
Explanation of pertinence..........c.cccoceveerveneeeene 2205
FLOWChAIS ....oovveiiiiiiiiiiccrcccccccccce e 2206
Handling .......ccoeoveiieieeienieeee e 2206
Sample [etter........cooveieieeieieereeeeeee e 2205
Service on patent OWNET ..........ccceeeeereeruerueneennee. 2208
Time for filing ......cccooevieiieiieee e 2204
INtEr PArtES.....ooveeeeeieeeeeeeeee e 2602, 2646
................................................. 2654, 2656, 2657
After the order to reexamine....................... 2602, 2667
After a Notice of Intent to Issue Inter Partes
reexamination Certificate issues ............. 2687.01
Before the first Office action..........cccceceevvevenennene 2625
Before the order to reexamine .................... 2602, 2654
By another requestor.........ccooeveveniencicrcee 2656
By the patent OWner..........cocceeeeveeneeieiiesee 2656
StOTAZE ATCA ....eevveeieieiiieiieerieee et 2667
With the Request .......c.ccceveeviircieiieieceeeee, 2656
With third party’s comments ................. 2666.05, 2667
Prior art copies in reexamination
EXPArte......oooieeieeee e 2218
INLEN PAITES......ovieiieieee et 2618
Prior art filed by protestor.............oeu...e.. 1901.02, 1901.03
Prior art on drawing ..........cccceevevveveerneennnne. 608.02(g), 2125
Prior art statement ............ccceeeveeevieerieenneenne, 609, 1893.03(g)
Provisional application ............ccccceveevierieienienieennen. 609
Reissue application ..........cccceevevervenieenieecieseeseeeenns 1418
Prior art, statement applying (reexamination)..... 2217, 2617
Prior art used in determining reexamination request
EX PAITE...i ettt 2244
INLEN PAITES. ....ooiieeeeeee e 2644
Prior examiner’s action .................... 704.01, 706.04, 713.01
Priority
Claiming in continued prosecution
application .........ceceveerienenenene. 201.06(d), 1302.04
Claiming in ex parte reexamination ......................... 2258
Claiming in inter partesreexamination.................... 2658
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Claiming in reissue application ............ 1402, 1405, 1417
Foreign application (See also Foreign application)
.......................................................................... 201.13
Corrected by Certificate of Correction.................. 1481
Design applications..............cceevvennens 1504.02, 1504.10
EX parte reexamination ...........ccceeeveeeveecieeeneeeennennn 2258
Incorporation by reference............... 201.13, 608.01(p)
Inter partes reexamination ..........c..ceceeeveeeeeeennene 2658
Proper identification..............cccecvevvvevieeiennnnns 201.14(d)
Formal requirements........... 201.11,201.14, 706.02(f)(1)
Incorporation by reference to earlier application
..................................................................... 608.01(p)
International application...... 201.11(a), 1828, 1893.03(c)
Corrected by Certificate of Correction.................. 1481
Inventor’s certificate.........cccceevveercreenveenveennnnn 201.13(a)
Overcoming reference ..........cooceevveeeveevenveneeneene. 201.15
Patent printing ........ccccoeeeeeevienieneeeee e 1309
Petition for unintentionally delayed claim to benefit of
prior U.S. application....................... 201.11,201.11(a)
Prior U.S. application ..........ccceeevvvveveeneeriieneeneenne 201.11
Corrected by Certificate of Correction.....201.11, 1481
Design application..........ccccceveeveecinieneenieennnne 1504.20
In ex parte reexamination ..........c..ceceeeeeeeerennennes 2258
In inter partesreexamination.............cccceevevennennnn 2658
Provisional application..............ccceceevvreeeereenennn. 706.02
Time Charts .......ccoveeiieiieceeeeee e 2138.01
Time for filing ........cccovevevieieieeeee e, 201.13
Priority document (See Foreign application)
Priority practice (See Foreign application)
Private use (See also Public use) ...........ccceveeuenne 2133.03(a)
Proceedings, Termination of..................... 201.11, 711.02(c)
Process of making and product made ..................... 806.05(f)
Processing and retention fee............ccoeeververieennnnne. 601.01(a)
Processing of reexamination in Technology Center
EX PAITE .ottt 2233
INEEr PArTES....ooeiieieeeece e 2633
Product and process of using.............. 806.05(h), 2173.05(p)
Product by process.......c.ceceeveerverreeuernnene 2113, 2173.05(p)
Product of human ingenuity...........ccccevoeviencnncnncnenne. 2105
Product of nature ..........ccocceevveeveevieeiecieceeseee 706.03(a)
Program Management System (PMS) ................. 2238, 2638

Programs, Computer (See Computer programs or software)

Prolix claim ........cccveveeieniiiieeiecieceeeee e, 2173.05(m)
Proof, burden of .........ccccceovvvvviieiiienen. 2112,2112.01, 2113
Proof of authority of administrator or executor ..... 409.01(b)
Proof of foreign filing.........ccccevveiininiiieeeeee, 201.14
Proof of irreparable damage ............c.cccevvererennnnne. 409.03(g)

Rev. 2, May 2004



MANUAL OF PATENT EXAMINING PROCEDURE
Proof of ownership, reissue application--Public access to ex parte reexamination file

Sec. No.

Proof of ownership, reissue application ................... 1410.01
Proof of unavailability or refusal to sign................ 409.03(d)
Proofreading of action..........cccceevvrcverienieriieieeieee 707.08
Proper multiple dependent claim................coeu.e.... 608.01(n)
Property rights statement.............cccoceevveviercienieneeieeenne 150
Contents Of .......cooeeriiiiiiiiieeeee e 151
Property rights under AEC and NASA Acts... 115, 150, 151
Prophetic examples in the specification.................. 608.01(p)
Proprietary interest, Proof of ..........c.ccooeevevvennnnnen. 409.03(f)

Proprietary materials (See Protective order material; Trade
secret material)
Pro se applicant (See also Applicant; Inventor)

Appeal brief.........ccovieiieieieeeee e 1206
Certificate of Mailing .........cccecevevevieriereeiieseeeeeene 512
Change of address .........ccoceeeeeeneeienens 601.03, 719.02(b)
Death ...ocooiiiieee e 409.01(f)
Duty of disclosure .........ccccoeeeveeevienieiieieeeeee 2002.01
Examination of application ..........cccceceeceeveenennns 707.07()
EXaminer’s action.........c.ccevereneneneeeenieienenesienans 707
INEEIVIEW ..o 713.01
Legal representation .........ccecceeeeveeeneerieeieeeeneeseeeneens 401
Telephone restriction practice.........c.cccecuveeuereeenen. 812.01
Prosecution
Closed, application allowable except for formal matters
................................ 707.07(j), 710.02(b), 714.14
Closed, secrecy order Cases.........ccevveeeereenieeneeneennnnns 130
Prosecution after appeal .........cccoevveveeeieiciencienieee, 1208.02
Piecemeal .........coeveviieiieiieieeeeeee e 707.07(g)
Reopening after allowance.........c.cccceevevevenueennnne. 1308.01
Reopening after Board decision.........c.cccccceenuee. 1214.07
Prosecution 1aches..........cccoevevieiiniiniesieeeeee e 2190
Prosecution of Secrecy Order application....................... 130
Prosecution reopened after court decision................ 1216.01
Protective order material (See also Trade secret material)
....................................................... 724 to 724.06
SUDMISSION ...t 724.02
Protest c.uveveeiieie et Chapter 1900
Access by protestor ..........ceevveeveevennnans 1901.05, 1901.07
Acknowledgment of protest...........ccecceceeveenennnene. 1901.05
Certificate of SEIVICE ......cevveevieierienieieeieee 1901.03
Comments of applicant ...........cccceevereiereereennnne. 1901.06
(0703011 0) (<1 1SS 1901.03
Copies of documents ..........ccceeeveeceereenieenneennenne. 1901.03
Express consent of applicant required...................... 1134
Filed in reissue where patent is in
interference............cooeeeeeeeeieeieeeeeeeen, 1449, 1901.06
Handling.......ccoooveeveiienieieeie e 1901.05
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Improper protest .........ccoveeevveneeceneeneenen. 1134, 1901.03
Information which can be relied on..................... 1901.02

Involving fraud, lack of good faith or candor, or

violation of duty of disclosure............... 1901.06, 2013
Multiple papers on same iSSue............ceeeveennen. 1901.07(a)
Reissue application.........cccceeeeveeieenen. 1441.01, 1901.04
Reissue 1itigation ........cccceeeeeeeeeereennen. 1901.03, 1901.04
Requirement for information ........c..cccceceevvevenienicnnne 1901
Review of adverse decision ..........c.cceeverencrceiennene 1906
Service on patentee or applicant...............ccveeueenn. 1901.03
TC Director’s attention required...........c.cceveevuerneenee. 1003
Timeliness Of Protest .........cccevvveereerierieneeenne 1901.04
Trade secret information................cccuveene... 724,1901.02
Treatment by eXaminer..........cccceeveevereerieenneenenns 1901.06
Under Rule 1.2971 ..o, 1901
Who can file .......cooeviiiiniiiieeeee 1901.01

Protestor participation.........c.cceeeeereereeereeeiesceneeeenne 1901.07
Provisional application ............ccccvevvvereeennen. 201.04(b), 1706
Abandonment ..................... 201.04(b), 201.11, 711.03(c)
ACCESS .ttt 103, 104
Assignment Of.........cocoeiiiiiiieiiee e 302.03
Assignment of application claiming benefits of ....306.01
Completeness........ceveervereeenieeeeerenreneens 506, 601.01(b)
CoNnversion t0..........ecueeveereerveecuennnans 201.04(b), 601.01(c)
Correction of inventorship........ccccceceveeriencenenee. 201.03
Cover sheet for .......cccoeeeierieiieee e 201.04(b)
Data, on file wrapper/history of.............. 202.02, 1302.09
Data, in specification of............ccecevvervecrennennen. 1302.04
DIawing ......cccvevveviieiieiieieeeeieeie e eee e sre e 608.02
Effective filing date .........ccccceveerenneee. 601.01(b), 706.02
English language translation for benefit of date ....201.11
Filing reCeipt....cceevierrieiiiierienieee e 503
Guidelines for drafting............ccccecveevvervierieneeieeeenen, 601
Information disclosure statement.............cceccecveveneenne. 609
JoInt INVENTOTrS N ...eeveeieriieiiesiieeee e 605.07
Last day of pendency.........cocceevveievcenvenireenns 201.04(b)
Ordering of abandoned............cccoevvevveviiecienienenne. 905.03
PriOTItY .o 201.04(b), 201.11
Error in, as reissue grounds...........cecceeeereeneeenne 1402
Request to convert to nonprovisional ............. 1002.02(b)

................................................................... 1002.02(q)
ReVIVAL ..ot 711.03(c)
Statutory Invention Registration..............ccccecveeveennen. 1101
Small entity Status........cccceeverrerienienieeeeseeieee 509.03
Specification .........cccueevevuererinereneeeeieerene e 601.01

PTO employee restrictions, assignment...............cc..cc...... 309
Public access to ex parte reexamination file.................. 2232



INDEX

Public access to inter partes reexamination file--Quayle practice

Sec. No.
Public access to inter partesreexamination file............ 2632
Public domain (See also Public use; On sale; and
Disclaimer) ......cccvevveveenienieeieeeeeeeenes 2121.03,2133.03
.......................................................... 2133.03(a), 2145
Dedication to publicC........cccceevvveciirierieieeieeen. 715, 1490
Public inspection, Application file........................ 103, 1128
EX parte reexamination ............ccoeeeeeeeveeeveennnen. 103, 2232
Inter partes reexamination...................... 103, 2609, 2632
Redacted application publication ..................... 103, 1132
REISSUE ..o 103, 1430, 1470
Public inspection of assignments ............cccceeceereennnne 301.01
Public Law (See Statutes)
PUbLic POLICY .vvovveeeeeeieeiieiieeee e 706.03(a)
Public right to inspect files..........ccoovvevercrercienneenne. 103, 1128
In ex parte reexamination............cceeeveereveenenns 103, 2232
In inter partesreexamination.................. 103, 2609, 2632
Public sale (See also On sale; Public use)................ 2133.03
Public search room (See Patent search room)
Public S€archers.........c.cooeverieriieeieeee e 101
Public use (See also On sale) ......c.cceevvveereeneennennen. 706.02(c)
..................................................... 2133.03, 2133.03(a)
Affidavit or declaration............ccecceeeeerieneeneeenne 715.10
ANLICIPALION....c.vieiiieieeiieieeie e 2133.03(a)
Commercial exploitation...............cceevennns 2133.03(e)(1)
Commercial USE.......c.eeeveereeeiiieiriienieesieeeneens 2133.03(a)
Completion of the invention............c.cceeeeeveennene. 2133.03
.................................... 2133.03(c), 2133.03(e)(1)
Definition of ........cceecvveierienieeie e 2133.03(a)
EVIdence......ccovvevieniieiieiicieceeeeeee e 706.02(c)
Experimental use (See also Experimental use)
............................................. 2133.03, 2133.03(e)
In this country .........ccocvevvenneennnnne. 706.02(c), 2133.03(d)
Intent to experiment ........... 2133.03(e)(2), 2133.03(e)(3)
INVENLION ...oeviiiiciiecieieee e 2133.03(c)
Policy considerations ............ccccevererereeeeneennnne 2133.03
Public knowledge or on display ............cc....... 2133.03(a)
SECIECY .vvieerieeieeiieieeie ettt 2133.03(a)
SINGIE USC ..vvivieeieiieieeieeeeete e 2133.03(a)
Control over invention............cceeeeeervvennnenne 2133.03(a)
............................... 2133.03(e)(5), 2133.03(e)(7)
Testing by third party ......... 2133.03(e)(5), 2133.03(e)(7)
Use with expectation of privacy...........c.cce.e.... 2133.03(a)
Use by inventor or associates............c.cceeveeenenne 2133.03(a)
Use by independent third parties..................... 2133.03(a)
Public use proceedings...........ccceveereeererrierienieneeeeeenne 720
AFTIAAVIES oo 720.01
Final deciSion .........ccceeeeienienienininenceccccieiene 720.05
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Oral argument...........ccoceveeiieiieiinieneeeeeee e, 720.04
Petitions ....c.covveeieieieiecceeceee e 1134, 1002.02(b)
Preliminary handling ........c..coccoceverviinienieninicnennens 720.01
Preliminary hearing ..........cccoccevvvevvenieenienreneenenn, 720.03
Prima facie showing...........c.cccecoeiiieieieienneneane. 720.02
Rejections after.......ooeeeeivinceniiniiiiiecees 706.03(v)
Rejections on .......cceeeevveneenieenieeenee, 706.03(v), 720.05
TESIMONY ..ot 720.04
Publication, Defensive..................... 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration ............ 1111
Publication date .........cccecveereeeriieeenenne. 706.02(a), 707.05(f)
Publication fee................... 1126, 1133, 1303, 1306, 1306.03
Publication of abstracts...........cc.ceevenennen. 711.06, 711.06(a)
Publication
Board decisions ..........cccceveeriiiiiiiinieeeeeee 1213.03
Citing ...ooveeeeeieieieeeee e 706.02, 707.05(e), 901.06
Date Of ..o 706.02(a)
Declassified .......ccoeevevierienieiieieeeeeeeee e 707.05(f)
NOUICES ... Introduction, 707.06, 1703
Official Gazette (O.G.) ..vooveevveeeeieeeeeeeeeeeeee, 1703
Orders.....cccoveveveevveenieecreenen. Introduction, 707.06, 1703
Own, as reference .........ccceeveveeeeeennen. 715.01(c), 2132.01
Patent and Trademark Office........................ Introduction
Pre-Grant (See Pre-Grant Publication (PG-Pub))
Prior art effect of international ........... 706.02(a), 1857.01
........................................................................ 2136.03
Rules changes .........cccvvcvvvieiieneeeee e 1703
Under 35 U.S.C. 122(b) as references
.................................... 1857.01, 1896, 2136, 2136.03
VOIUNary .......ccoooeiiiiiieieeeee e 1133
Publishing Division (See Office of Patent Publications)
Pulling abandonments..............ccocceereerireirercrennnnne. 711.04(a)
Q
Quality Assurance.........c.cceceeeeeeeneene 1302.04, 1308.03, 1720
In reexamination..........ccocuveeeeeeeeviuneeeeeeeieinnnes 2289, 2689
Quality Assurance Specialist (QAS).......cccevveneeene 2289, 2689
Quality control program .............ccceeeevveeceervereennnnn. 1308.03
Quayle practice.......cccvveeveeeereerreereenenenns 710.02(b), 714.14
Action 18COTdING .....ccveveerieniieieiieeie e 1705
After final rejection ..........ccoccvevieienienieneene 706.07(f)
Allowance action..................... 707.05(a), 714.14, 714.15
Claims later added ........cccceceevieiinininininincieeee 714.20
Copies of references .........ccocvevvvecvevceervenneennenne 707.05(a)
Design application ..........coceveereenennenienceneeeeeee 1504
Examiner’s amendment used instead of ........... 608.01(b)
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Query Printer Waiting--Reexamination, Ex parte

Sec. No.
Formal matters corrected...................... 706.07(f), 812.01
Information disclosure statement ..............ccccceeveeenne 609
Primary examiner signature required .............c.c..... 1005
Reexamination, ex parte .............c........ 2250.01, 2266.01
REISSUE ... 1444
Shortened statutory period ................. 710.02(b), 2250.01
Query Printer Waiting ..........cccoeeevoenieiieneecee 1306.03
R
Ranges
Anticipation Of .........ccooieiiiiiiiineeeeee 2131.03
ODbVIOUSNESS OF ...cuvenviieiieieeiieicicienceeceeeee 2144.05
Ratification of papers filed
Death of attorney.......ccceeeeieierieieeseee e 406
Death of iINVentor..........ccccoveveriieneiieieeee e 409.01
Signature improper or lacking.............cccceceeuene 714.01(a)
Telegram amendment.............ccoevevvereeecreevennennenn 714.08
Real party in interest .........ccevveveecierrereenreennenne 1206, 1208
In inter partesreexamination................ 2612,2614, 2677
Reasons for allowance...........ccceeeeveeieincnceneee 1302.14
Amendments after final rejection............cceceene..e. 714.13
Appeal 1eCord.......oevvveiieiiiieiieee e 1213.02
Applicant’s COMMENtS ON........cceevverrrerveereervennens 1302.14
Claim NArrOWING. ......ceveeeeeiereeeieeeeeeeeeeeee e 1302.14
Comments on, X parte reexamination..................... 2287
Comments on, inter partes reexamination .......... 2687.01
Estoppel effect........cccuevievviciiiiieeeeeeeee 1302.14
Failure of applicant to comment on..................... 1302.14
Patent Cooperation Treaty application. 1845.01, 1878.01
Presumption of acquiescence by applicant.......... 1302.14
Public use proceedings..........cccceveververieenrencrerenene 720.05
Reexamination
EXParte.....cccoovevieciieieeeeeee e 2262, 2287
INLEr PAITES....cevieeeeieeee e 2687
Rebuttal brief in inter partes reexamination appeal
................................................................... 2678, 2679
Refused entry ......ccoovvevieiiiieniciceceeeee e 2679
Recapture
Claimed subject matter................... 706.02(1)(1), 1412.02
Matter in reISSUC.....ecuvereeereeeeeeiereiereeeee e eeeeeeens 1412.02
Of patent rights
Disclaimed by filing a disclaimer........................ 1490
Waived when SIR published...........ccccoveninrnnnne. 1111
Receipt of mail and papers.........ccoceeveveceeeienncnns Chapter 500
Arrangement of papers in file wrapper.............. 719.01(a)
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Depositing correspondence...........ccecveeeereenieneennennen. 502

Entry of amendments............ccocoeevienerienceneeene 714.18

Filing reCeIPt....ccverrieriieieiieeiieie et 503

Office date stamp.........ccceecveeeieciieiieniesieeee e 505

Period for reply......cccveveeievieiieiicie e 710.01(a)
Receiving Office PCT procedure..........cccceeveeeereenenne. 1801

International Bureau ............cecvevieienieneeiieeee 1805
Reciprocal privileges, foreign priority.........cccceceeueeee. 201.13
Reciprocal security agreements ...........cceeveeveevereenreenenns 120
Reclassification

ClASSES vttt 903.02(a)

Patents .....coooveeviiiniii e 903.05

SUDCIASSES...uvieerieiieciiecieeieee e 903.02(c)
Recombinant DNA (See also DNA; Biotechnology)

Special Status .....ccceeveerieriiireeee e 708.02
Reconsideration in ex parte reexamination ................... 2269
Reconsideration in inter partes reexamination.............. 2669
Reconsideration of abandonment .............. 711.03, 711.03(c)

Based on insufficient reply .........ccooeveveenueennnnne. 711.03(a)

Based on failure to reply within period ............ 711.03(b)
Record of INTEIVIEW ......ccvvvvvieiiiiiiiiiieeeeeens 713.01, 713.04

Record room (See File Information Unit (Record Room))
Record system for reexamination

EX PAITE .eeieieeeeeeet et 2235
INEEr PArTES....oieiieeeeeeeeee e 2635
Recording assignment............ccceereereeneeneeennen. 301, 302, 317
Recording change of business name..............cccoecveevvennene 314
Recording government interests ............c..ceceeuee 302, 302.07
Recording license agreement...........c.eceeeveeveeeeseenreennenns 313
Recording of other documents............cccoceveennenne. 313 to 317
Recording security interest..........ccovevereereereeeeesienieeeenne 313
Redacted publication of an application.......................... 1132
Reduction to practice..........cccerverreennenen. 715.07, 2133.03(c)
......................................................... 2138.01, 2138.05
Reexamination, EXparte...........ccccecevveenennen. Chapter 2200
Accessto file .......ccoeeeeennnnnn. 103, 724.04(c), 2209, 2232
Action following Board decision........c..cccceceeveeunenene 2278
Address of patent OWNEr..........ccceevveveeveeeesienieenens 2222
AdMISSIONS ..o 2217, 2258
Affidavits.....ccoooeviiiieiee 2216,2217, 2258, 2265
After final practice........ccoevvevvereenieiieerereeeee 2272
Amendment .........cccceeverenenennn 714, 2234, 2250, 2295
ADSIACE ..o 2287
After final rejection.........cocceveerieniiniiinieeee 2272
EXaMINer’s ....c.oecvveieeeieiieiiee e 2287
Filed with request..........ccoeeerierienieieereeeee 2221
IMPIOPer.. oo 2250
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Reexamination, Ex parte--Reexamination, Ex parte

Sec. No.
In a merged reissue/ex parte reexamination ......... 2285
Prior reexamination certificate issued......... 2250, 2295
Provisions of Rule 1.312 do not apply.................. 2287
Reissue patent iSSued........ccccveveerieenieeceereeneeeenes 2250
ANCIlIAry iSSUES ....vvevieerieeieeiieeiieieere e 2217, 2258
APPEAL ..t s 2273
Appeal brief.........ccoooiiiiiii 2274
Appeals to courts..........cceeveererennnen. 1216, 1216.01, 2279
Application file location............ccceeeveeeveieeereerieennen, 2635
ASSIZNMENL.....cvveiieiieiieieitese e e eeresreesseeseeeseeenens 301
To an eXaminer............ccoeeuuuee. 2236, 2248, 2255, 2285
AtOINEY OF AZENL....cveeiieeieieeiiecieeseeee e 2213
Name on Certificate........coceverereevereenieneneneneene. 2287
Basic characteristics ........cocevererererceieneeienienenenee 2209
Certificate Of ......oooovvvvieiiiiiiieee e, 2288, 2294
Reissue patent as........ceceeevevveneenienieneennen. 2290, 2294
Certificate attached to patent COpY ........ccevververeennen. 2292
Certificate distribution ..........c.ccecevveeeeciinienenenenenn. 2292
Certificate format ...........cocevvereneniencninceieeee 2290
Certificate of mailing or transmission...................... 2224
Certificate of prior reexamination in later request
......................................................... 2214, 2219, 2619
Certificate Of SEIVICE .......couevvereninerenireeieieeien 2220
Certified COPY..viriiriirieiieiieteeiereee e 2232
Citation of prior art..........cceceeeeerieneeneereneneeneene 2202
After first office action ..........cceccveeeeeeerieiineeens 2271
Claim for Official Gazette..........cccceveveveireeinenens 2287
Claim, multiple dependent, preparation for publishing
............................................................................. 2287
Claim NUMDETING. ......ccveiieeireieeeieeieiee e 2250
Claims considered..........ccccoooveieiiiiieeeeieeen, 2243, 2258
Claims invalid/unenforceable............cccccoeverenennenn. 2286
Claims presented for interference.............. 2283,2307.04
Clerical handling............cccccevvevviecreeienieneesreeee e, 2270
Collateral estoppel........c.cceveerienenienienieieeeeee, 2259
Comments on “Statement of Reasons for Patentability
and/or Confirmation” .........c.cceceveveeienenenenenne. 2287
CONCIUSION ...ouviiiiiiieiieieee e 2287
Concurrent proceedings .........cceceeeereenueene 2282 to 2686
Conduct of proceedings...........ceceeruereuereeneeneenennnn. 2254
Consideration of reSponses..........cccceecveeeenncne 2252,2253
Consolidated proceedings ...........cccceevververieerrennennen. 2283
Constructive notice to patent owner-......................... 2230
Content of TEQUEST ....cevereerieriierieeieeieseeeee e 2214
Copending proceedings..........ccooevevuvereeeeenne 2283 to 2686
Copy of patent in request .........occeereererreereereeneenne. 2219
Double column format..............ccceeeenneeenne. 2214,2219
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Copying of file.....coovieiiiiiiiieieee e 2232
Correction of inventorship...........cccceeceenee. 2250.02, 2258
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Decision of Board of Patent Appeals and Interferences
............................................................................. 2277
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Decision ordering reexamination...............c.ceeeveenenne. 2246
Decision ProCesSing........ccvvevereerreerreerueseeseesseesuennns 2245
Defective Submission.........cccceeveereeneenienieniennene 2266.02
Denied ...oooveveeeieeeieieeeee 2240, 2247, 2247.01
Dependent claim treatment.........c.ccccevevererennenne 2260.01
Director’s iitiatiVe.......cecveverierenenenereeieeiee e 2239
Domestic Priority......cccecereereenerreiie e 2258
Double correspondence .............coeceeveereeecienieneennene 2224
Double patenting ..........cceeeereerveneeiienieneeeenns 804, 2258
Drawing Correction...........ceeververveecveeeenveneennns 2250.01
Duty of disclosure.........coceeevevrievieevereeennen. 2003.01, 2280
Electronic Copy .....ccooereereeneeniiniinienceieenene 2209, 2232
Entry of amendments...........ccocceevvreeneennennne. 2234,2270
Entry of court decisions in patent file....................... 2207
EXaminer.......ccccoooevveveeveeeeciieeeeeeeeen 2236, 2248, 2255
DEePOSItION .....cceeevierieiieeieeieeieeeee e 1701.01
Examiner’s amendment ............ccccoeeveneiencnceieenne 2287
EXaminer’s anSWer .........cccceveevueerierieenieneenieeeeeeene 2275
Expiration of patent ..........ccccceeevenencncnennen. 2211, 2250
Explanation of prior art........c..ceceeceeeeieeenienenencnnens 2217
Extension of time..........coccveviieeienienienencscnceceee 2265
Failure to timely reply to Office action .................... 2266
FeeS it 2215, 2233, 2283, 2285
Final action.........ccccvevvveevveveniienns 706.07(a), 2265, 2271
Flowchart.........coceeiiieiiiieeceeecee 2201
FOreign priority........ccceceeeierieviieieeieneenieeee e 2258
FOImS ..o 2296
Granted ........cooveeeieieieee e 2246, 2247.01
Grounds of 1€JECtION ......cccvveerereieiieieeie e 2217
Identity of reqUESLEr........ccvevvieriieiieiecieeeie e 2212
Inappropriate Papers ........cceecveveerieeiereeneeneeneeeeae 2267
Return of papers......cccceeeveeeerieneiniieiencecee 2267
Incomplete request.........oecveeeeriereereee e 2227
Informal request.........cccvvierieriieieeieeeeee e 2228
Informal SUDMISSION .....oceevvereeriieiieieiercicecee 2266.02
Initial Processing .........ccoceeeeeeieiienesese e 2226
Interference copending ..........ccceeveeeerieneenieeneeene. 2284
Intervening rights.........ccooceerieiieciinierieeee e 2293
INtETVIEWS 1N .viiiiiiiiiienicecccteeec e 2281
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MEIEET ..ot 2283, 2686.01
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NEW MAET ....coviiiieiieieeieriereeeeeee e 2270

NIRC (See Form letters and forms: Notice of Intent to
Issue Ex Parte Reexamination Certificate (NIRC)

PTOL-469))
Notification of Concurrent Proceedings................... 2285
Of a reexamination...........c.ceeeerueerierieneeneeneeneennne. 2295
(055 TeI - To15 (o) s DO RS 2260, 2262
Official Gazette
Notice of certificate .........covevererveeriesiencnenenene. 2291
Notice Of TEQUESt.....ecverrieiieieiiecieie e 2229
“Old art” (i.e., previously considered/cited)
.............................................................. 2242,2258.01
Oral hearing........ccoeeveeerierieieeee e 2276
Orders for copies Of .......ccovceerverieciieieeeceeeeee e, 2232
Patent COpy N Te€qUEST .....veeveeeieriieieeieeieeieeie e 2219
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Patent owner’s address.........cooceeveeieeieeiieniesee 2222
Patent owner’s statement...........c..cceceeveeeniineencenncnn. 2249
Patent owner’s statement of interview ..................... 2281
Patentability review conference....... 2271,2271.01, 2287
Petition .....c.ocueeiiiieieieeee e 1002.02(b)
Correct inventorship .........ccoeeeveereeeienieneennen. 2250.02
Denial of request..........cccuee.... 1002.02(c), 2246, 2265
For entry of late papers (revival of terminated
Proceedings)....c.ccvereereerreeieeieeeereenreeneenns 2268
Merge proceedings ........cccceeevereeneenenneennnn. 2283, 2285
Reconsideration ............cceceeeeereereeneenieeie e 2268
Stay proceedings pending interference................. 2284
Stay proceedings pending reissue............cceerveennenn 2285
Unavoidable delay ..........cooceeviiiiniiniinieiiiee, 2268
Unintentional delay.........c..ccooevoeniiniiniiniinieneen, 2268
Vacate order granting request...........ccecvecveeeennens 2246
Waive time provisions .........ccecceeeeervereeeseereeennennns 2265
Power of attorney, withdrawal ..............cccccverreennnnnen. 2223
Preprocessing staff ...........ccoceiieiiiiinienenn. 2226, 2228
......................................................... 2229,2232,2239
Printing of certificate..........cccevverieienierieeeeeeee 2288
Prior art .co.ceveiiieninieeceeceeecc e 2218
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COITection ProCESSING ....veevererereeerreerreeererrerseeeens 2231
DECISION ... 2240, 2244
DeciSion Criteria........ceveeeeeeeierienienieniesienieeeeeeenen 2242
Denied.....cccovvvviiiiiiiiiiiiiieee e, 2247, 2247.01
After reissue patent iSSUES........ccceevveeveeeeneeennens 2240
During interference ..........occevevereerieneeciesiereeenne 2284
Facsimile submission not permitted................... 502.01
Filing address ........ccvevierieeieiierienieeie e 2224
Granted........occoeeveeeeieieeee e 2246, 2247.01
GUIAEIINES ..o 2242
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....................................................... 2242,2258.01
Response to Office action..........cceceeeeeveereeeieeenieenne 2266
Restriction iMProper........c..ecveevveereeerveeseeeieeeseeeenns 2258
REVIEW ..o 2289
Sample letter requesting reexamination.................... 2214
SCOPC c.evieeiieeeiiteeteertee et ettt te et tee s e eaee s 2258
SEArCh ..o 2244,2258.01
Second or subsequent request.............cecueeueen. 2240, 2283
Prior art considered...........coooevuvvvieiiiiiiinnnnns 2240, 2242
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Statutory DASIS .....eecveevereierieieeie et 2201
STAY vttt 2283
Submission defective or informal........................ 2266.02
After final ..o 2272
Submission not fully responsive ............c.ceu..... 2266.01
After final ..o 2272
Substantial new question of patentability....... 2201, 2216
................................................ 2240, 2242, 2244, 2246
Using “old art”........ccccevveiienirereene 2242,2258.01
“Sufficient cause” for extension of time .................. 2265
SUSPENSION ..evvierieeieeiieiieteereeie e steesreereeeeeseeessaens 2283
Terminated ........cccceveeiiiiiiiiiieeeeeceeee e 2294
Terminated files ........oocoooveirienieieeeeeeee, 2294
Tickler repOrts .....eecvveeieieeieeeeee e 2235
Time for request deciSioNn.........ccvecveeververieeniernennen. 2241
Time for reqUEeSting .......ccvevveeeeeiereereereeie e 2211
Time for response to actions ........ccccceevveevuereeneenne. 2263
TIMe rePOTTING...cveeeieiieiieieeiiesieeie et 2238
TItle TEPOTt...eieiieieeieeeeieee e 320, 2287
TTANSTET ..ot 2237
Translation required ..........ccceevveecveeieneeneecienieseeenne. 2218
Untimely filed paper prior to order ...........c.cccceuennee 2225
Untimely filed papers........ccccoeeeveeneeneeiereereeene 2267
Untimely reSPONSES ....evveverrerererreerreeeesreseeesseeseenns 2252
Use of transmittal form (PTOL-465).........c.cccoeu...... 2264
Vacated.......ooueviereniiiiie e 2294
Vacated, claims invalid/unenforceable..................... 2286
Who may file request for.........ccoeoeevienieiiieecee 2212
Withdrawal of attorney during .................... 402.06, 2223
Withdrawal of power of attorney ...........cccceeveneene. 2223
Reexamination, Inter partes (See also Reexamination, Ex

Parte)......ccooeereeeieieeee e Chapter 2600
Access by public ..........c....... 103, 724.04(c), 2609, 2632
Action closing prosecution (ACP) ............ 2660, 2666.05
...................................... 2666.10, 2667, 2660, 2666.05
................................................ 2671.03, 2673.02, 2682
CONENT ..t 2671.02
Premature.........cooocvveeeeiiiieeee e 2672
ReSpPONSe t0....couveeiiiiiieiiiiieec e 2672
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Affidavits................ 2616, 2617, 2658, 2666, 2675, 2677

Amendment by patent owner
After a new ground of rejection is issued by the Board

...................................................................... 2682
After Action Closing Prosecution (ACP).............. 2671
............................................................ 2672, 2673
After expiration of the patent............cccccueeenee. 2666.01
After Notice of Intent to Issue Inter Partes
Reexamination Certificate (NIRC).......... 2687.01
After Right of Appeal Notice (RAN)........cccceeueeee 2673
....................................................... 2673.02, 2675
ClIAIMS ..ot 2666.01
Defective......coevveneccnenecnnee 2666.50, 2666.60, 2667
Dependent claim .........oceeveeveninienienceenen, 2660.03
Drawings ......cccceeeeveenieenieeeeiesieseeeee e 2666.02
Entry...coooiii e 2670
In a merged reexamination proceedings
........................................ 2670, 2686.01, 2686.03
Of a reissued patent.........c.ccoeceevienienenieneennen. 2686.03
THE e 2660.02
To provoke an interference ............cccoeeeeneennen. 2686.02
UnSigned .......cceeierieniieieeiecieeee e 2666.50
Appeal (i.e., Appellant) Brief..........cccovviivvenienns 2675
DefectiVe ...uvvvviiiiiiiiiieee e 2675, 2675.02
Appeal Conference ........c.ceeveverencncnceeenee. 2676, 2677
Appeal to the Board of Patent Appeals and Interferences
................................................................ 2674 to 2680
Flowchart .......cocooiiiiieieieceeeeee 2601.01
Appeal to the Court of Appeals for the Federal Circuit
................................................................... 2682, 2683
Appeal to the U.S. District Court for the District of
Columbia not available...........cccceceeiriieieniennnene 2683
Appellant defined ...........cocevevivienienieieieceeee, 2674
Assignment to examiner ....................... 2636, 2648, 2655
Certificate of inter partes reexamination.................. 2688
................................................................... 2690, 2694
DIStribULION ...ouenieiiericceieeeeee e 2692
FOrmat......cocoovieiiiiiiiiiieeeee e 2690
Reissue patent as........ccveeeveeeevieecieeecieessieenne 2688, 2694
Certificate of SEIVICE.....cccuvvvvvieviiiieieieeennne 2620, 2666.06
Certificate of mailing or transmission ..........c..c..c..... 2624
.................................................... 2665, 2666, 2666.05
Certificate of prior reexamination in later request
......................................................... 2214, 2219, 2619
Certification as to statutory estoppel .............. 2612,2614
Clerical handling ............cccoecveviecieeienieneeeeie e 2670
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Collateral estoppel.......c.ccccveeeciieriieeniiienieenieesieeeenn 2659
Comments on Statement of Reasons for Patentability

and/or Confirmation...........coccevevererveneenennene 2687.01

Comments by third party (See Reexamination, Inter
partes: Response by third party)

Concurrent proceedings ..........cccceeeeeereeeennnne 2282, 2686
Constructive notice of .........coovvvvvvvveeiiviinnnnnn. 2630, 2654
Copending proceedings..........ccccvevveeveeeeneenne 2282, 2686
Copies of the prior art with request...........ccccvenenee.. 2618
Copy of printed patent with request .............ccoeeeee.. 2619
Double column format..........cccceveeniiiinencnnnne 2614
Copying of the file by the public..........ccccceerveenee. 2632
Correction of inventorship ........................ 2658, 2666.03
CorreSPONAENCE. ....cvvevvieerieeieerieriieieere e siee e eae s 2624
Court of Appeals for the Federal Circuit........ 2682, 2683
Court ordered ........cocoeeeeeiieiienieeieeeeeeeeeee 2686.04
Cross appeal to the Board of Patent Appeals ........... 2674
Cross appeal to the Federal Circuit .......c..ccccoevuenene. 2683
Decision by the Board of Patent Appeals and
Interferences......ocovvvevvvecieeeeiiieicieeeeeeee 2681, 2682
Decision on the request for inter partes reexamination
................................................................... 2640, 2641
After Court deciSion .........ceceeeeeeeeeverienieniennns 2686.04
CONLENT ..ot 2646
Criteria for deciding........c.cceoveveirieniinciencene 2642
Deadline for mailing.........ccecceeeeevienienriencee 2641
Denial .....coccoveiiiinininincceee 2640, 2647, 2647.01
........................................................... 2648, 2694
Grant......coooveiieneeiieteeeeeee e 2640
“Old art” (previously considered art) used ........... 2642
Processing........cccoeveeveenieeceneennen. 2647,2647.01, 2648
Prior art available...........cccoceveviiiiiiiiniiniens 2644
Reissue about t0 iSSUE.......ccuerververvirieeieieienaene 2686.03
Dependent claim treatment............c.cccevverveennnne. 2660.03
Design applications .........ccccoeeeeeieienieniee e 2611
Domestic Priority .......ccceeceeeeerierieieee e 2658
DIrawings ......c.ccceevvevieecieeienienieeneesee e seesseeneens 2666.02
Duty of disclosure .........ccceeevevververieenennen. 2003.01, 2684
Electronic Copy.....ccocevuereereeneeiinieeienceieee 2609, 2632
Enlarging claim scope prohibited.............. 2658, 2666.01
Estoppel, Collateral..........ccccceeeiieiiinieieeeee 2659
Estoppel, Statutory .........ccceeeveevenevennnns 2601, 2612, 2614
Examination scope ............ceeuenn. 2658,2671.01, 2671.02
Examiner consultation with a Reexamination Legal
Advisor (RLA)
After response by parties ........eccveeeeeeereeeseeriennnans 2671
Before appeal........ccoccveevieiiecieiienieieee e 2676
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Before the decision on the Request....................... 2633
In merged reexamination proceedings ............. 2686.01
Regarding multiple reexamination requests.....2686.01
Review of Rebuttal Briefs..........cccocevevevceienenne. 2679
Examiner’s Amendment

Canceling rejected claims ..........cccceeeeeeneenee. 2671, 2687
Correcting formal matters ...................... 2687, 2687.01
In merged reissue/reexamination ..................... 2686.03
Not permitted if approval required................... 2687.01
To the Title.....cccoeeeveieiieee 2660.02, 2686.03, 2687
EXaminer’s ANSWET .......cceevuieniieienieniienieeie e 2677
Expedited Right of Appeal Notice............. 2671,2673.02
“Express Mail” procedure...........c.ccervererenen. 2624, 2665
.............................................................. 2666, 2666.05
Extensions of timMe ..........coceveenieniineiienienceeee 2665
After Action Closing Prosecution ..........c.ccceceeuneee 2672
To amend the claims after a Board decision containing
anew ground of rejection...........ccecceeruvennnnne. 2682

To appeal to the Court of Appeals for the Federal
CATCUIL ..ttt 2682
To complete a reply held non-responsive ........ 2660.30
To petition denial of the Request ................ 2648, 2665
Facsimile transmission, correspondence by.............. 2624
FE@S et 2634
For a copy of the file on CD.......ccccceoiiiiiiiniennnne 2632
Refund......cccoooveiviniiccn 2615, 2647, 2648
Final Board decision..........ccccccooevveeevvereennnn.. 2681, 2682
Filing date......ccoccevieviieniieieeecie e 2627,2628
Flowcharts .......cocoeieieieniecieceeeeee, 2601.01
FOreign priority.......cccceeeverienieneneeie e 2658
Forms 1isted ........coveeiiieieieieeeee e 2696
Fraud......ccooeoiiniee e 2684
IMProper COMMENLS ....cc.veerveerieerreerieerreenreesveeenes 2667
Inappropriate PaPers ........cceecveeeerreerreevereerieerneeeenens 2667
Incorporation by reference in Examiner’s Answer...2677
Interference copending ...........ccceceeveveennen. 2686, 2686.02
Intervening rights.........cccocvevieviiecieeienieeee e 2693
Interviews in a merged reexamination/reissue.....2686.03
Interviews not permitted.................. 2666.30, 2685, 2687
Litigation concurrent ............. 2640, 2681, 2686, 2686.04
Litigation search .........ccccooevienienieiirieeeeeee 2686.04
Litigation Stayed .........ccceeveeveereierienieieeieeieniens 2686.04

Merger of multiple requests for reexamination ...2686.01

Merger of reissue and inter partes reexamination
........................................................................ 2686.03

Multiple requests for reexamination filed
.......................................... 2640, 2686, 2686.01, 2695
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Petition .....ccueveeeiieiieeie e 1002.02(b)
Board decisSion........c.ccvevererenercniiieicecene 2681
Consideration of submissions after NIRC ....... 2687.01
Correct inventorship ........ccccceeeveevereeenne. 2658, 2666.03
Denial of request for inter partes reexamination
........................................ 1002.02(c), 2647, 2648
Entry of late papers for revival of reexamination
ProCeeding.....ccveveeeriieiieieeie e 2668

Enter an amendment after RAN .. 2672, 2673.02, 2675
For an interview in a merged reexamination/reissue
................................................................ 2686.03
Merge inter partes reexamination and reissue
................................... 1002.02(b), 2667, 2686.03
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................................................................. 2686.03
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Proof of service (See Reexamination, Inter partes:
Service of papers)
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PUbLication ..........coveveeeiiiieeee e 2687
Publication of Board decision..........c..ccooveeeeeuveeennns 2681

RAN (See Reexamination, Inter partes: Right of Appeal
Notice (RAN))

Real party in interest identification....... 2612, 2614,2677
Reasons for Patentability and/or Confirmation......... 2687
Rebuttal Brief .........coooviviviiiiiiiiieieieeeee 2678, 2679
Refused entry ......cooeeeieiinieniiiecceeeee 2679
RECOTAS ... 2635
Reissue copending..........cccceveenneenee. 1449.01, 2643, 2686
........................................................................ 2686.03
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Remand by the Board of Appeals................... 2681, 2682
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Reopening prosecution after a Board decision ......... 2682
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Request for extension of time...........ccoceeveereerireeene 2665
Request for reconsideration by patent owner ........... 2666
Request for inter partes reexamination
Claims considered...........ccocevereerieienienenenenenene 2643
CONLENE .o 2614
Denied .....oovvvviiiiiiiiiiiiieeceeee 2640, 2647
Facsimile transmission not permitted ...... 502.01, 2624
Filed after reissue iSSued...........ceceeveruenuenenennennens 2658
Filed while interference pending ..................... 2686.02
Filing address........cooeeveeenienieniencecce e 2624
Granted .........coeeevieiieeeee e 2640
Incomplete .......ocveeeeeiieiieieeeceeee e 2627
Informal .......ccooooviiniiiii e 2628
Prior art cited With ..........ccocoriiiiiiiiieece e 2618
Second or subsequent filed.................... 2640, 2686.01
Statement applying the prior art ...........cccceeeeneen. 2617
Time for filing ......ccoccevverierieeeeee e, 2611
Vacated......oocoeveienieneneeeeee e 2628
Request for Rehearing by the Board .............. 2682, 2683
ReSJUAICAtA. .........ceeeeeeeeeeeeeeeeeee e 2659
Respondent Brief...........ccccoooiiiiniiniiiiee 2675.01
Defective.....ccoviveninenenceicieieen, 2675.01,2675.02
Respondent defined............ccoecvevveviiecienienieeeieen, 2674
Response by patent OWNer...........cooceeeeeeeiereenenenenne 2666
After Action Closing Prosecution............... 2671, 2672
Defective.....ccccoevvenenenencnnnen. 2666.30, 2666.40, 2667
Improper comments............cceeeveerieenneerniienneennne 2667
Late (See also Reexamination, Inter partes: Time
periods for response).......cc.ccecveeeennns 2667, 2668
NoO proof of SEIVICe ......eevvreieiieiieieeieeeeeieeeene 2667
No response filed.......ccccvevverircrennenen. .2666.10, 2671
................................................. 2671.01,2671.02
Not fully responsive..........cccevveveeneennnne. 2666.30, 2671
Person not of record.........ccovieiiiiiniiniinieen. 2666.50
Premature.........cccooveeeeiiieiiiiiieeee e 2625, 2667
To Notice of Defective Paper ........... 2666.40, 2666.60
To Office action........ccceevevveeevneeeiennnnn. 2666, 2666.30
TOO 100G 2667
Unsigned.......coeeeeeieneneseieeeeeeeee 2666.50, 2667
Response by third party
After Action Closing Prosecution............... 2671, 2672
After patent owner corrects defect................... 2666.40
Comments regarding response by patent owner
................................... 2666.05, 2666.20, 2666.30
DefectiVe.....ocuveeeeeeeeeeeeeeeeeeeeeee 2666.50, 2667
Improper comments..................... 2666.05, 2667, 2671
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Sec. No.
Late (See also Reexamination, Inter partes: Time
periods for response) ........cccceeeeeevennen. 2667, 2668
NoO proof of SEIVICE ....ceevvvereieiieieeieiieie e 2667
No response filed .......cccoceevveveiecieniennns 2666.20, 2671
Other than third party requester ...........c.cceeveennene 2667
Period for response..........cccceeveueennene 2666.05, 2666.20
Person not of record.........c.cccevevvieniieniiennnenee, 2666.50
Premature comments.............ccocvveeeeeeieennnns 2625, 2667
Premature appeal..........ccoocveeievieciiecieiieeee e 2667
Prior art submission with ....................... 2666.05, 2667
TOO 100G ..eeeiieiieieiee e 2667
Unsigned ......cccooevenineneeneeieecneneene, 2666.50, 2667
REVIEW ..ot 2689
Right of Appeal Notice (RAN)............. 2666.05, 2666.10
............................................ 2667,2671 to 2674, 2677
(070711157 SOOI 2673.02
SCANNING ...ttt 2632
Scope of examination ................. 2658,2671.01, 2671.02
Service of PAPETS ...ccvevveereeeiieieeie e 2666.06
Certificate of .......cooceevereeiiieeieeee 2620, 2666.06
Proof of service.........ccccuveenn. 2666.06, 2666.50, 2667
To patent OWNer .........ccceeeveeeueennne 2620, 2654, 2666.05
To third party requestor................ 2654, 2666, 2666.05
Special Status.........cceeeveieerierieiieieee e 2661
Statement applying the prior art ..........c.ccceceeveenennee. 2617
Statutory estoppel .....c..coceeerenerereennens 2601, 2612, 2614
Stayed pending litigation outcome ...................... 2686.04
Stayed pending reissue outcome.............ceeeveennenne 2686.03
Submissions prior to the first Office action.............. 2625
Substantial new question of patentability
..................................... 2614,2616, 2617, 2640, 2246
.............. 2642 to 2647, 2648, 2658, 2686.01, 2686.04
‘Sufficient cause’ for extension of time.................... 2665
Suspension of requests for inter partes reexamination
.............................................................. 2640, 2686.01
Terminated.........ccovvevveeeiieiieeie e 2694

Third party requestor (See Reexamination, Inter partes:
Response by third party)
Time for requesting inter partes reexamination ....... 2611
Time periods after appeal for filing:
Amendment after Board decision containing a new

ground for rejection .........ccecvvveeereeneeneeennne, 2682

Notice of Appeal in the Federal Circuit................ 2682

Notice of Cross Appeal in the Federal Circuit ......2683

Request for Rehearing...........ccocoeevieiiiiniiniee 2682
Time periods during appeal for filing:

Appeal (i.e., Appellant) Brief.........c..ccceceeenenenn 2675



INDEX

Reexamination Legal Advisor (RLA)--Reference

Sec. No.
Corrected/Supplemental Appellant Brief
...................................................... 2675, 2675.02
Corrected/Supplemental Respondent Brief
................................................. 2675.01, 2675.02
Corrected/Supplemental Rebuttal Brief................ 2679
Notice of Appeal.......cccvevierciieiieiiieeieeeieeeeeene, 2674
Notice of Cross Appeal.........cccceeeennene. 2674, 2674.01
Rebuttal Brief ........cccccoevinininininiiciciccenne 2678
Request for Oral Hearing.............cccccvevvveveneennnn. 2680
Respondent Brief...........ccocoevvveviiciiiiiiieiee, 2675.01
Time periods for reSPONSe........eevveeecveeerveerreerveennnenn 2662
After Action Closing Prosecution.............cccuee.... 2672
After defective SubmisSSioN .........cccccvevenennennene 2666.30
................................................. 2666.50, 2666.60
After Office action.........cccoeeuvvveeennn. 2662, 2665, 2667
To make claims the same in each concurrent
rEeXAMINATION. ..c.veeeieeeeieeee e 2686.01
Time reporting by Office personnel............cccccueuuee. 2638
For a Patentability Review Conference........... 2671.03
THIE e 2660.02
TranSter......cocveeie e 2637
Unpublished legal opinions..........cccceeveeveivceneennnee. 2677
Reexamination Legal Advisor (RLA)................. 2632,2633
........................................ 2640, 2641, 2647.02, 2664, 2670
................................... 2675,2679, 2686.01, 2686.04, 2689
Reexamination Processing System (REPS)........... 103, 2632
Reference (See also Prior art)
AL Series patent.........cceveecreecieriesieneenreee e 901.04
A.P.C. publication..........cccceevevreeeierrereerieennenes 901.06(c)
Abandoned application..........cccceceruererienens 901.02, 2127
ADDIevIatures .........ccceevveevcveerieenieenieeeseeeeneae 901.06(d)
ADSIACES ..oveeeeeeieeieeeeee e 706.02, 901.06(d)
Additional.........coecvveieiierieieeie e 707.05(d)
AMISSIONS ...cvenienieieieieeieeieeeee e 2129
Analogous art ........ccceeeeveereenenennnns 904.01(c), 2141.01(a)
.............................................................. 2143.01, 2145

Antedating (See Affidavit, swearing back of reference
(37 CFR1.131))

Applications, domestic and foreign.............ccccccuene. 2127
Applying reference under 35 U.S.C. 102(e)..706.02(f)(1)
Arrangement in Examiner’s Search files............... 901.07
As evidence of inherency ........ccoeeevvevivecieevennnnns 2131.01
As evidence in multiple reference,

35 U.S.C. 102 rejection .......cocceeveeeeeeeeneeenncnne 2131.01
Assigned application as.........cccceeceveerieneeneeeene 804.03
Availability.......ccoooieiiiiee 2128
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Sec. No.
Between applicant’s priority date and
U.S. filing date........cooceverireneennne. 201.15, 706.02(b)
Borrowing from Technology Center...................... 901.08
Citation ............... 707.05 to 707.05(g), 901.04, 901.05(a)
After allowance..........cccocveeeeenereennnen. 1302.12, 1308.01
After appeal.......cccoeeevieiiiiii e, 1208.01
By applicant .................. 707.05(b), 707.05(c), 1302.12
COITECHION ...t 707.05(g)
Period for 1eply ...oovvevveriieiieiieieeieeeieeee 710.06
Claims foreign date..........cccovvevviereneenieneeieeneennn, 715.01
Combination of references............ccccceververrenne. 706.02(j)
Copending........cecceeevevenuenenennns 706.02(£)(2), 706.02(k)
......................... 706.02(1) to 706.02(1)(3), 709.01
COPIES ettt ettt etee s 707.05(a)
Cross, how Cited .......ccceeevverieeniienieeieeeieeen 707.05(e)
Cross reference addition ...........cocceeveeviencenennenee. 905.02
Date, determination of ............................. 707.05(%), 2124
................................................. 2126, 2128 to 2128.02
Date, exception to the rule.........ccceeevevvereerieevennnnne. 2124
Declassified printed matter............ccccceceeveennnne. 707.05(%)
Defensive publications ..........ccccceevervecieeeennenns 901.06(d)
Design application ...........cccoeeeereenieneecienieneenns 707.05(a)
Disclosure, broad.........cc.ccooovveviiiiieeiieeeeeee e 2123
Drawings as prior art ...........ceceecveevereeseesneeneseennes 2125
Effects of international application publication........ 1857
........................................................................ 1857.01
Effective date
Patent ..... 706.02, 706.02(a), 707.05(e), 707.05(f), 715
Publication .........ccccceeevvvverneennnnne. 706.02(a), 715.01(c),
.................................................. 1857.01, 2128.02
Electronic publications .......... 707.05(e), 904.02(c), 2128
Enabled disclosure..........cccevevvenenencncnencennne 2131.01
Enabling, plant genetics.........ccccevvvevvereerreenreennenns 2121.03
Enabling, compounds and compositions ............. 2121.02
Enabling, apparatus and articles ...........ccccceeneee. 2121.04
Equivalents .........cocoeereeeeiienieneee e 904.01(b)
Every element rule for anticipation .............cc.ceceeuee 2131
Evidencing the meaning of a term
used in the primary reference ...............cc....... 2131.01
Foreign patent....706.02, 707.05(e), 901.05(a), 901.05(b)
Forfeited application...........cccceevveeeereenienreeene 901.02
From interference ...........ccoevvenerceienicnencnennenn 1302.12
Incorrect citation................... 707.05(g), 710.06, 1302.12
Inoperability .......coccovieiieiiiieeeeee e 716
Internal documents, confidential ......................... 2128.01
Intervening.........cooceevveveeeeeneenieeieeeens 201.15, 706.02(b)
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Reference characters--Reissue application

Sec. No.
Joint patent to applicant and another................. 715.01(a)
...................................................................... 715.01(c)
Listing at allowance ........cc.cccceceevenenennene 1302.12, 1455
Lost counts in interference...........cccceeeeeeeeneennene 2138.01
Multiple reference rejections under
35 USC 102..ciiiiiiniiiiiniciecncceerccee e 2131.01
Newly discovered after allowance ...................... 1308.01
Nonanalogous art
(See also Reference: Analogous art) .............. 2131.05
............................................................ 2141.01(a)
None cited by examiner ....................... 707.05, 707.05(a)
Operability ....ocoeeveieeiei e 2121
Ordering official Cross........cccocevvevveceiecireieniennenn 903.06
Overcome
Under Rule 1.130.....cccoiiiieiieeeee e 718
Under Rule 1.131 (See also Affidavit, swearing back
of reference (37 CRR 1.131))................ 706.02(a)
................................ 706.02()(2), 706.02(k), 715
................................... 1302.14, 2132.01, 2133.02
Under Rule 1.132.....cccccovveennene 706.02()(2), 706.02(k)
........................................................ 716,2132.01
Overcoming under 35 U.S.C. 119 .....ccccvviennen. 201.15
Paper, orally presented...........cccoeevevveriiecieniennnns 2128.01
Patent......cccoeneinineinicneecceeene 901.04, 2126
Patent, date available.............cooooveiiiiiiiieiin e, 2126.01
Patent, Foreign (See Foreign patent)
Patent, official number lacking ...........c.ccceevvvneenne. 901.04
Patent claiming same invention................... 715.05, 2306
........................................................................ 2308.01
Pending application (See also Application) .......... 901.03
Publication of applicant’s invention.................. 715.01(a)
........................................ 715.01(c), 2132.01, 2133.01
Publication, date available............cc.ccoeeuveveinne.n. 2128.02
Publication, printed ............cceevevvevriecienienieneeeeeen, 2128
Publications..........c.ccoeeeveevvennen. 706.02, 707.05(¢e), 901.06
........................................... 2131.01, 2132.01, 2133.01
Published abstracts of application........ 706.02, 711.06(a)
......................................................... 2131.01, 2133.01
Rejection over broad disclosure instead
of preferred embodiments .............cccccevereneenne 2123
Replacement of misSSing ..........ccoeceevveevvereeneeneeenne. 901.09
Same assignee .........ecerverveennne. 706.02(f)(2), 706.02(k)
................ 706.02(1) to 706.02(1)(3), 709.01, 715.01(b)
Selection of pertinent ............coceeeeeveeienienienenenne. 904.02
Statutory bar..........cccecveeenen. 706.02(a), 201.13,2133.02
Statutory section to USE ........cceeveereereereerieeennne 706.02(a)
Supply procedure ............... 707.05(a), 707.05(g), 710.06
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Sec. No.

Swearing back (See also Affidavit, swearing back of
reference (37 CFR 1.131)).ccccvvvveciieienen. 706.02(k)
................................................. 715,2132.01, 2133.02
TRESIS.c..cviieiieiericeeeece e 2128.01
UHIEY vt 2122
“Well known in the art,” supported by ................ 2144.03
Reference characters..........coooeevvererievceneeeee 608.01(g)
Reference to foreign application....... 202.03,202.04, 901.03
Reference to prior patent ..........ccccceeevevvereerieennnne. 608.01(p)
......................................................... 608.01(r), 901.03

Reference to related application (See Cross-noting)
Reference to related application

for diSClOSUIE .....evveieiieicece e 608.01(p)
Refile application (See also Application; Substitute
APPLICAtION) ..o 201.10
Refunds (See also Fee; Deposit accounts).......... 509, 607.02
Additional invention or species ....... 803.03(a), 803.03(b)
Canceled claims.........coceeeeienienienenencneneeceeeeeen 506
Correspondence address .................... 509.03, 2540, 2542
Filing fee.......cccocevvenencnn. 201.04(b), 503, 506, 601.01(a)
International applications............ 1002.02(p), 1819, 1847
........................................................... 1850, 1864
International search fee..........cc...coueee.. 707, 1819, 1847
........................................................... 1852, 1859
ISSUE fE€..cvvviiiiiiiiiieee e, 1308.01, 1308.03
Maintenance fee................ 2520, 2540, 2542, 2550, 2590
Oral hearing.......cocceeevveeerierieieeie e 1209
Publication fee.........cocevereiiinienienenineneeeeceee 1126
Reexamination
EXParte.....cccooeveeneneineneeneceeene 2215, 2247, 2248
Inter partes.......ooeveevvevveeeeeeene 2615,2647,2648
Refund Section, Office of Finance ........... 509.03, 607.02
Petition fee.......ceovevieriineriieceee e 506.02
Small entity fee.......ccevvvevieviiecieiieeeieene 509.03, 2550
Statutory Invention Registration (SIR)..................... 1109
Refusal to publish SIR ........cccooinininininiiiricereee 1105
Registration, Attorney or agent............cceeeeeveennenne. 402, 1702
Regulations, examiner’s search facilities............c.cccc...... 510
Regulations, public search room...........ccccceceriieiinienncne 510
Rehearing by Board of Patent Appeals and Interferences
....................... 1002.02(j), 1214.01, 1214.03, 1214.04
Rehearing by C. AF.C. ..oooviiieieeeeeeee e 1216.01
Reissue application............ccceeeveeververeenieennenne 1401 to 1470
Absolute intervening rights..........cccceeeeeeriecnneenieenne 1460
ACCESS 10 103, 724.04(b), 1430, 1470
Acknowledgment of protest...........ccceeeereeruennnne 1901.05
Additional information required........... 1442.01, 1442.04
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Reissue application--Reissue application

Sec. No.
Adjudication of original patent .............ccccceeu..... 1442.01
AIOWANCE ..ot 1455
Amendment.............cccceeeeeviiiieineeeenn. 714, 1411, 1453
EXAMINEI’S.c..couieieiiieniiienieneeeccetceccresene e 1455
Of drawings ........ccceevvveeveeceeneeneeieeieeeennens 1413, 1453
So that reissue can be merged with ex parte
TEEXAMINATION...c.eeeeieeieeeeieeiie e eees 2285
So that reissue can be merged with inter partes
TEeXAMINALION. ....eivereieeirieeieeiieieiieeeieens 2686.03
Amends or corrects original patent ........... 1400.01, 1402
Appeal brief.........cccoovviiieiiiie 1454
Assignee consent..........coeeerueeuennenne 1410.01, 1443, 1451
Broadened .........ccccoevveiiieiiinieiieee, 706.03(x), 1412.03
Cannot be used to remove terminal disclaimer ........ 1490
Certificate of correction .............. 1411.01, 1412.04, 1443
........................................................ 1480 to 1485
Claim
Broadening ...........ccoeeveveiecieecieniennnnns 1412.02, 1412.03
Dependent.........coevieiieienienieieeee e 1412.03
FOrmat .......oooovvvmiieiiiiiieeieeeeeeeeeeeeee 1411, 1453
Numbering.......cccevveveererereeeeeneennnne 1451, 1455,1455
Oath requirement ...........oeceeeeriereereere e 1414
Printed in Official Gazette..........c.ccoevevvevverrennnnen. 1455
Same invention as original patent.................... 1412.01
TOO0 NAITOW ... 1402
Collateral estoppel.......ccccoeveerieieniienieneeeeeee 2112.01
Consent by assignee..............c.o....... 1410.01, 1443, 1451
CONLENL..c..eiiiiiieiieiicc e 1410
Continuation...........ccceeeveuveeeeenneeennn. 1410.01, 1414, 1451
Copending application reference.............ccecererueencee 1402
Copending ex parte reexamination proceedings ...... 2285
Copending inter partes reexamination proceedings
........................................................................ 2686.03
Correct iNAdeqUACIES .......veeveeeeeerieieeereeeerieere e 1402
Court decision involving original patent............. 1442.01
Court ordered ........ocvevveiieienieeeeeee e 1442.05
CroSS NOUNG ...vveeeeeeereeeieireie e e eeeeneeeieeneens 1451, 1455
Deceptive Intention ...........cceeeeeeeereerieecveseeseeneennn.s 1414
Declaration.........ccccccueneee. 1410.01, 1414, 1414.01, 1444
Supplemental ...........ccocevieiinnne 1414.01, 1444, 1455
Defective oath, ground for rejection.................. 706.03(x)
............................................................................. 1414
Dependent claim............cccoeveerieviieieeienieieereeee e, 1455
DESIZN i 1457
DIlIZENCE ...t 1403
Disclaimer ........ccoveeeeceeeeeciee e, 1411.01, 1450
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Sec. No.
Divisional ........cceceevieiieieienieieee 1002.02(b), 1410.01
................................ 1412.01, 1414, 1450, 1451, 1457
Domestic priority, delayed claim.........c..c.ccoceeueeee. 201.11
Double patenting ..........cccccevveereerieesiercienieneenieeeens 1451
Drawings.........ccceeeeeeveeeeieeneeneesveenens 1413, 1414, 1453
Duty of disclosure...........cccceevereeneennen. 1406, 1418, 1448
.......................................................... 2001.06(c), 2003
Election of SPECIES ......eevvveriiereieieeieieieeie e 1450
Equitable intervening rights............cceoveveeeiervennenne. 1460
Error correction after allowance
.............................................................. 1414.01, 1444
Error in original patent .......... 1401, 1402, 1414, 1414.01
Examination..........ccccoeevveeeveieeeceneeeens 1440, 1443, 1445
Review of Oath/Declaration..........c..c.cceceveeeennnnee. 1444
Examiner Reissue Guide and Checklist.................... 1443
Expedited examination ....... 708.01, 1441, 1442, 1442.03
DeSIZN et 1457
Expired patent...........ccoeveviveciircienienieiieie e 1415.01
Filed during interference ............ccccceeverveennene 2358, 2360
Filing fee......ooieiieiiieeeeeee e 1415
Final Office action..........ccoeeveevvienieeciiecie e 1443
Foreign priority claim............. 201.14,201.16, 201.14(b)
................................................................... 1402, 1417
Format ......ccccooenininiiicceece 1410, 1411, 1411.01
Fraud......cooooeiieeeeee e 1448, 2012
Grounds for filing ......ccccovevereeiievienininineereeiee 1402
Inequitable conduct..........coecveviieciiecienieiienen. 1448, 2010
Information disclosure statement................ccccveneeee. 2003
Initial eXaminer reVIeW ..........ccccecvevievierereneneeeeeene 1443
Inoperative or invalid, Oath requirement.................. 1414
INSPECHION ..ot 103
Interference........ccoovvveeeuveeeeceeeeeeeeeeeeeee 1449.02, 2360
Interference on original patent concurrent with... 1449.01
Intervening rights.........ccecvevieviiecienieniese e 1460
Inventorship error........cceeecvveecieencveenieennne. 1402, 1412.04
List of references ........cocceeveveeerierieneeeeeeceeee 1455
Litigation involved ........ 1404, 1442.01 to 1442.05, 1443
Marking envelope ........ccveeveveereeriieniieieeeeeeeiens 1404
Litigation protest........ccoceevereiereeneeneenieniesieniens 1901.03
Maintenance fees on original patent.................... 1415.01
Merger of reissue applications after restriction ........ 1450
Merger of reissue application with ex parte
TEEXAMINALION ..ottt 2285
Merger of reissue application with inter partes
FEEXAMINATION ...vvveeeieeieieeie e eees 2686.03
Multiple filings .....coeoveeeeiieiieeee e 1451
NEW MALET ...o.veeviriiiiiieiieiieieeeee e 1411.02
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Rejected application--Rejection

Sec. No.
Numbering of claims..........cccceeeeeiierinenenenne. 1451, 1453
Notice in original file ...........coccveiiniinieiieee. 202.05
Oath....cocooiviiiiiiieee 1414, 1414.01, 1444
Primary examiner’s decision ..........c.cceceverenuennene 1004
Supplemental ..........c.cceeverrennnn. 1414.01, 1444, 1455
Offer to surrender patent.............ccceeveereennns 1416, 1443
Official Gazette
Claim to be printed in.........ccceeevvriereeniereeeeene, 1455
Filing notice in.........ccceevverveeennnen. 1430, 1441, 1441.01
........................................ 1443, 1452, 1457, 1470
Omission of feature..........coceveevevienieneencene. 1411.02
Open to publiC.....cceeeveevieieieeeeee 103, 1430, 1470
Ordering copies of papers in file...........ccccvervennen. 1430
Ownership .....cccoeeveeevevceeneenieee 201.12, 1410.01, 1443
Patent SeTies........coouerverieniienieieeese e 901.04
Patent term, affect on ........ceeeeeiiiiiiiiiiiiiiee 1405
Petition to merge reissue and ex parte reexamination
.......................................................... 1002.02(b), 2285
Petition to merge reissue and inter partes reexamination
..................................................... 1002.02(b), 2686.03
Petition to stay reissue pending ex parte reexamination
............................................................................. 2285
Petition to stay reissue pending inter partes
TEEXAMINALION ...c..eeveenienieieriesienieeeeeiceiceiieeenees 2686.03
Print of drawing..........cceceeeeeeieiennenne. 608.02, 608.02(m)
Prior art consideration ...........cocceeceeveereeierieeneee 1402
Prior art statement ...........ccceeveevienerenienenieeceens 1418
Priority correction .........occeeevereereeennenne 201.14(b), 201.16
......................................................... 1402, 1405, 1417
Protest .....ccoeeeeeieeeeee e 1441.01, 1443, 1901
Protest filed in reissue where patent
1S in interference..........ccoevvvevevveeeecneeeenee. 1443, 1449
Public 8CCESS ...cvvviviivieieeeeeeeeeeeeeeee 103, 1430, 1470
Recapture of matter........................ 706.02(1)(1), 1412.02
Reexamination proceedings copending............... 1449.01
EXParte. ..o 2285
Inter partes.......c..coceeveeneee 2643, 2686, 2686.03, 2695
REJECHION ..evvieiiciecieecceeeeee e 706.03(x)
Request for Continued Examination (RCE)............. 1451
Requirement for information............ccccceceeveennee 1442.04
ReStriCtion .......coouveeieeieeeeeeeeeee e 1450, 1451
LD ] e 4 U 1457
Return of original patent ............ccecveeevevvereenneenenen. 1416
REVIEW ..ot 1456
Same invention as original patent ....................... 1412.01
Special for examination....... 708.01, 1441, 1442, 1442.03
LD T e 4 USRS 1557
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Sec. No.
Specification................ 1410, 1411, 1411.01, 1453, 1455
Statement, patent not available.............cccocceeeenenen. 1416
Statutory DaSIS ...cc.eevereerieerieeie e 1401
Statutory diSclaimer..........ccceevveiiecienieniieieeieeeenn 1490
Stayed pending ex parte reexamination............... 2686.03
Stayed pending inter partes reexamination ......... 2686.03
Submission of papers in..........cceceeveeeeereenieeceeneennen. 1404
Suit on original patent.............ccoocververiecierrenennn 1442.01
Surrendered patent returned to applicant.................. 1416
SUSPENSION ...eveuvieriieiieeiieieeiteete et e ereebeereeeeesreeeeas 1450
Terminal disclaimer............... 1410.01, 1411, 1451, 1490
Transfer of original drawing
(Prior Practice) ......ccververeeerverververeeennes 608.02(1), 1413
Treatment of protest.........ccoeevveveieierienierieeciennnns 1901.06
TWiICe 1eiSSUC ....oveeuiieiiiiiiiieiceieeee e 1411
Two month delay period..........cccccecuereenen. 1441, 1441.01
Rejected application ..........cocceeveeveeienieniereeeeeee. 203.02
Rejection (See also Anticipation rejection; Indefinite claim;
ODVIOUSINESS) ...evvievvieeerieieeieereseeesteesseesesseeseeesseesenns 706
Abandonment of invention .............. 706.02(d), 706.03(s)
Admission by applicant.................. 706.02(c), 2133.03(¢c)
After allowance of application.................. 706.04, 706.05
................................................................ 1308.01
After allowance of claim .........c.ccccevivinenincnnenene 706.04
After allowance, primary examiner review of .......... 1004
After appeal, New rejection........coceeeeeceeeeeeneenen. 1208.01
After termination of interference.........c..cecceeeueee 2363.03
Against public poliCy......cccevevevveriieierieireins 706.03(a)
AgEregation .......c.eceevveerieeieeiesie e 2173.05(k)
All valid grounds .........cceceeeeeieneneiiicececeee 707.07(g)
Allowed claim by Board of Patent Appeals and
INterferences ........cocevererereveeieiccnencnenee 1213.02
Alternative phrases .........cccceeverveevveecververenene. 2173.05(h)
Anticipation (See also Anticipation rejection).. 706.02(a)
.............................. 707.07(d), 2131, 2132, 2133, 2136
Art (See also Prior art).......ccceeeeeeecieeecieeecieenieeeen. 706.02
Assigned applications, Same applicant.................. 804.03
Atomic Energy AcCt.......ccevvvvierieniieieeieeieiens 706.03(b)
AUthOTShIp ..o, 2137
Backup rejections ........c.cceeeeveriieniienieniencee e 706.02
Bar, Statutory................ 706.02(a), 2133 to 2133.03(e)(7)
OVEICOMING.....ocvreeveeieriereerieeeeereseeneeeeens 706.02(b)
Board of Patent Appeals and Interferences introduces
................................................................ 1214.01
Board of Patent Appeals and Interferences statement on
allowed claim.........cocceereeiininieeeeeeee, 1213.02
Breadth ... 2173.04
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Rejection--Rejection

Sec. No.
Broadening in reissue application ....................... 1412.03
Broader than the disclosure..........ccccceoveeereennne 2173.03
Chemical practice
Markush......cccooeveninenencennn. 2173.05(h), 2173.05(0)
Undue breadth ............... 2163.05, 2173.04, 2173.05(h)
Claim presented corresponding to
claim of patent..........c.cceeeeereeneennnne. 706.06, 2307.02
Claim presented corresponding to
claim of patent, failure to reply .................... 706.03(u)
ClLAIMS . 706
Combination of references................ 706.02(j), 707.07(d)
................................................................ 2131.01
Common knowledge ..........ccoevevveiencienieneee, 2144.03
Commonly assigned...........ccoeeveevenienieenieecieneeneene 2146
Computer programming cases................... 2106, 2106.01
Conflicting applications .............. 706.02(f)(2), 706.02(k)
................................. 706.02(1) to 706.02(1)(3), 709.01
.................................... 715.01(b), 804, 804.01, 804.02
.................................................................. 822, 822.01
Contrasted to 0bJeCtion .........cccceceveeeeeeieieenn 706.01
Copending applications, different inventive entities
............................. 706.02(k), 706.02(1) to 706.02(1)(3)
Cumulative ........ceeeeeeevienieneee e 706.02, 707.07(d)
DediCation .......cccuveveeeeieeeieeeeeeee e 715, 1490
Defective reissue oath ..........ccccvevveenenn. 706.03(x), 1444
Dependent claim.........ccceveereenerienienieeee 608.01(n)
Derivation of InVention ..........cccceceeevereevenenenennens 2137
Disclaimer........cccecvevveeivecieerenieennen. 706.02(k), 710.02(d)
Double patenting (See Double patenting)
Duplicate claims..........coeceeeeneieneiiiciieienne. 706.03(k)
Estoppel, defensive publication............c.ccevueenee..e. 711.06
Estoppel, interference...........coccoveverveneecieneennnnns 2363.03
Final (See also Final rejection).......... 706.07 to 706.07(f)
Foreign application, statutory bar...................... 706.02(e)
Form paragraphs used ...........c......... 706.02(i), 706.02(m)
FOrm used.......ocuoeiveiieieieeee e 707
Fraud upon public .......ccecvveverienieiieieeeeee 706.03(a)
Frivolous invention ............ccceevvevenveneennennennnn. 706.03(a)
Full anticipation, expression recommended....... 706.02(i)
...................................................................... 707.07(d)
Function of machine...........cccccceeeveeeciieeieennnen. 2173.05(v)
Functional claim..........cccccovvereeniennnnnne. 2114, 2173.05(g)
Functional equivalents ...........ccccoeeververeenneennenne. 2144.06
Generic claim......... 715.02, 809.02, 809.02(a), 809.02(e)
Genus and SPecies ........ceccveeereeennenne 806.04(h), 806.04(i)
......................................................... 2131.02,2144.08
Ground clearly stated .............c......... 706.02(j), 707.07(d)

1-93

Sec. No.
INAcCUrate .......oooeeveeiiiiiiie e 2173.03
Incomplete .......ccoovveeerienieieieee 706.03(c), 707.07()
Indefinite.......ccooveveeeiieieeieeee e 706.03(d)
[NOPErativeness ........ceeverevereeeieeieeeeseeieenens 2164.08(b)
Insufficient disclosure..........ccceevevverienieeniennnenns 706.03(c)
Insufficient disclosure, trademark..................... 608.01(v)
Interference, estoppel.........ccceveeverieiienienieene 2363.03
Interference terminated...................... 706.03(v), 2363.03
International publication as prior art................ 706.02(a),
......................................................... 1857.01, 2136.03
Judicial NOtICE .....eeieieeieiieieiece e 2144.03
Language used........ccccoevveeeneenneennen. 706.02(3), 707.07(d)
Linking claim.........c.ccoeevvcirenennne 809, 809.02 to 809.04
Markush, improper ...................... 2173.05(h), 2173.05(0)
MUIIPICIEY v 2173.05(n)
Negative limitation ..........cceceeeeeeeieierienieeenne 2173.05(1)
New, after appeal........cccooveeieiiieiineeeeeee, 1208.01
New, after final rejection...........ccoeevevververnennen. 706.07(e)
NEW MAtter ...cccvvevrvreeiieriieeiee e 706.03(0), 2163.06
Nonelected INvention..........ccecveeveveerneeneennnnne. 706.03(m)
Nonstatutory claim .........ccocceeeereereenne 706.03(a), 2107
Nonstatutory subject matter...........cceeceeveeeeenen. 706.03(a)
Not based on prior art ...........ccceeeververeerieecreeieninnns 706.03
NOt INVENTOT ....ecvviereiiereere et sie e eeee e 706.02(g)
Not readable on disclosure..........ccccceeeveencenennee. 2173.03
Oath, defective reissue...........ccoevveeeunnen... 706.03(x), 1444
Objection distinguished ..........ccecvveveeienieniennnnen. 706.01
Obviousness (See also Obviousness)..................... 706.02
..................................................... 706.02(j), 707.07(d)
Of claim copied from a patent.............ccoceeveennene 2307.02
Official NOtICE.....ccveeereiieiecieeee e 2144.03
Old combination ............ceceeeeereeriierieereneeeenns 2173.05()
Omnibus claim............ccceeevevreennnnne. 706.03(d), 2173.05(r)
OMNibus rejeCtion........c.cecvereerreerrieeeeeienieenenns 707.07(d)
Overcoming 35 U.S.C. 102 rejection................ 706.02(b)
Overlapping applications............. 706.02(1)(2), 706.02(k)
................................................ 709.01, 715.01(b), 804
........................................ 804.01, 804.02, 822, 822.01
Perpetual motion.........cocceeeeeviinieniiiiiinees 706.03(a)
Personal remarks avoided............ccceevevvennenen. 707.07(d)
Previously allowed claim.............ccccceeeeee. 706.04, 1004
Prima facie case of obviousness............c........... 706.02(j)
Printed matter ..........ccoecveeeevieniieiecie e 706.03(a)
Prior art.......oocoevieiiieieeeee e 706.02
Prior art between applicant’s foreign priority date and
U.S. filing date........cooceverirerernnnne. 201.15, 706.02(b)
Product by process.........cceevvevveervernennen. 2113, 2173.05(p)
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Rejoinder--Representatives of out-of-town attorneys

Sec. No.
Product of nature ........ccecvveeeeevieerieeie e 706.03(a)
ProliX..oooieciieeie et 2173.05(m)
Provisional rejection.................... 706.02()(2), 706.02(k)
.................................................................. 706.02(1)(3)
Public sale (See also On sale and Public use) ... 706.02(c)
Public use (See also Public use)..........cceueenneene. 706.02(¢c)
Public use proceeding ...........cccceeueenenne 706.03(v), 720.05
Ranges....c..coccvveveveeienennes 706.03(c), 2131.03, 2144.05
Recapture in reissue application............c..c.ee...... 1412.02
Reissue application
Broadened claims ............ 706.03(x), 1412.03, 2163.05
Defective oath........cccoeevvveeciieiiieeenns 706.03(x), 1444
Recapture......cocceevvieiieniiiiieiceeeeee, 1412.02
Repeated......oovevvveiieiiieeeece e 707.07(f)
Resjudicata..........ccoovevveeveeiiieieieceeeeen, 706.03(w)
Scientific principle ........ccoceeeeeeieiieneneseee 706.03(a)
Secondary considerations...........cceeceereeeeeeeennenne 2131.04
Single means claim ...........cccoceveverienieeienennne. 2164.08(a)
Species and genus .........ccocveveennnen. 806.04(h), 806.04(1)
................................................. 2131.02,2144.08
Statement of .........ccovveveieiieeeie e 707.07(d)
Statutory bar................. 706.02(a), 2133 to 2133.03(e)(7)
Suggested claims not made ..........ccocevvererennnne 706.03(u)
Technical......cccooeveiieieieieeeee e 706.03
Trademark or trade name ............ccoeeeveevveennnenn. 608.01(v)
Undue breadth ..........cocooevevievieieienne. 2163.05,2173.04
ULHIEY oo 706.03(a), 2107
VAGUEC .ottt 706.03(d)
Well known in the art..........cccoceveveninveneniennnne. 2144.03
Rejoinder.........cccoeeeeuenenne. 806.05(c), 806.05(e), 809, 821.04
Related inventions.............c.cc...... 802.01, 806.04(b), 806.05
............................................................. 808.02, 809.03
Related inventions, SPECIES .......ccovvevereverreerreevennn. 806.04(b)
Remailing Office action ...........cceevveveeerennen. 707.13, 710.06
Remand by Board
AffIdavit. oo 1211.02
Amendment.........c.cooeveririieeiienene e 1211.01
Further search........c.ccoceovieieniiiiiccee, 1211.03
In general........cooieuieieieeeee e 1211
EX parte reexamination .............cceeeeeeeveeeneenns 2274, 2275
Inter partes reexamination ........................ 2675, 2675.01
......................................................... 2677, 2681, 2682
SPECIAL..ccuiiiiiieiiiciieieeeee e 708.01
Removal of application from Office .........cccoceervernene 101
Renumbering claims..........ooceveeiieienieeiieieeeee 1302.01
Reopening after allowance...........cocceeveeveievcenrennne. 1308.01
Reopening after court decision...........coceeevereeueennee 1216.01
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Sec. No.
Reopening prosecution after Action Closing Prosecution in
inter partesreexamination...............c.oceee.. 2673, 2673.01
Reopening prosecution after Board decision in inter partes
TEEXAMINALION ..evvenviieiieeieieeiietet ettt 2682
Replenishment of deposit accounts (See Deposit account:
Replenishment)
Reply (See also Amendment; Period for reply)
After abandonment ...........cccoeevevereenieiienenenenns 714.17
After Board decision..........ccccceeevvveennn. 1214.01, 1214.06
After final rejection ..........ccceceevviecveeiennnnns 714.12,714.13
By filing RCE ..ot 706.07(h)
Within 2 months.........cccccevveeeiieiiieniieiee, 706.07(f)
Attorney arguments ..........cooceevveerveennnenn 716.01(c), 2145

By patent owner in inter partes reexamination (See
Reexamination, Inter partes: Response by patent
owner)

By third party in inter partes reexamination (See
Reexamination, Inter partes: Response by third party)

Complete......ccovvereeriieieeieeeeeeereee e 714.02 to 714.04
Copying claim from patent not a reply ............. 711.02(b)
Election requirement........................ 809.02(a), 809.02(b)
........................... 818.03(a), 818.03(b), 818.03(c)

Formal matters.........cocoveverenineeieienenencsceieee 714.02
Incomplete........ccceuvevenenne. 710.02(c), 711.02, 711.02(a)
.................. 711.03(a), 714.02 to 714.05, 2266.01

In ex parte reexamination ............cceceevereereeereeneene 2266
Incomplete, election of species lacking............ 809.02(a)
............................................................. 818.03(b)
Incomplete, proceedings not stayed by petition........ 1002
Incomplete, time for completing................ 710.02(c), 711
........................................................... 714.03, 2266.01

Late .o 711,711.02
Late, eXCUSEd ...ceevvieiieiieiieciieieee e 710.02(d)
Patentability pointed out......... 706.02(b), 714.02, 714.04
Restart period for ........ccooivviiiniiniiie 710.06
Restoration of canceled matter ............. 608.01(s), 714.24
Restriction requirement .............cceeeverenenee. 818 to 820.02
Signed by all applicants.............ccceoeververreennenne. 714.01(a)
Statutory period ........occeveereiiiienieneee e 710.01
Unmatched with application file............ccceceeene 508.03
Reply brief......cocooeeniniinceneceeeees 1208, 1208.03
Representative capacity .........cccceevenenee. 402, 405, 714.01(c)
Cannot expressly abandon...............ccoevenene. 711,711.01
Representative of foreign assignee ...........cccceeeevueennene 302.04
Representative of inventor or owner.................. Chapter 400
Representative of requester..........cceevuereerieneenieeneerenne. 2213
Representatives of out-of-town attorneys...........c..coeue.. 408



INDEX

Republication of PG-Pub--Restriction

Sec. No.
Republication of PG-Pub ..........cccccveeviiiiiiiiiieiecieen, 1130
Request for Continued Examination (RCE)........... 706.07(h)
After allowance.........coeeevirenereeieiciencene e 1308
Comparison with CPA ..........cccoeiviierieieeeee, 706.07(h)
Conditions for filing..........ccceevveevivcverveneenenen. 706.07(h)
Design application ..........ccccoeceveieeieieienienene 1502.01
Improper CPA treated as.........ccccceeveeveenueenennne. 201.06(d)
Inter partes reexamination of..........cccccceevenenenennene 2611
Reissue application ...........cccevververieenieerieeeeneenneenns 1452
Submission requirement .............cccoeeveeeveevennnnns 706.07(h)
Suspension of action N .......cccceveevuerienieneenienieneene. 709
Terminal disclaimer, effect in.........ccccoeovveuvvveeenenn. 1490
Request for ex parte reexamination
DECiSION CTILETIA ...veuvenvieieeieiieieieie et 2242
Facsimile submission not permitted...................... 502.01
Notice of request in Official Gazette........................ 2229
Requester’s representative. ........coceeeeeveeeneeenieenieeeenne 2213
Time for filing.......cccoeevveerieieieeeeeee 2210, 2211
Time to decide.......ccceeerienienienininirceeeeee, 2241

Request for inter partes reexamination (See Reexamination,
Inter partes: Request; Reexamination, Inter partes:
Decision on the request for reexamination)

Request form (PCT/RO/101) ......1812, 1821, 1844, 1844.01
Request for patentability report.................... 705.01(e), 1003
Request for reconsideration of patent term adjustment
........................................................................... 1002.02(b)
Request for rehearing of Board decision.............. 1002.02(b)
.................................................. 1214.01, 1214.03, 1214.04
Inter partes reexamination .............cceeeveenvnnee. 2682, 2683
Request for reinstatement of period of patent term
AdJUSTMENE ..o 1002.02(b)
Request for Statutory Invention Registration (PTO/SB/94)
TEPrOAUCEd.....ovvieeiieeiiiieiieieeie et 1101
Request to convert provisional application to nonprovisional
APPHCALION ..o 1002.02(b)
Request to issue patent in name of assignee after issue fee
PAA e 1002.02(r)
Requirement for information.................. 704.10 to 704.14(d)
............................................ 706.02(c), 710.02(d)
.............................. 1901.06, 2122, 2123, 2307.05
After the first action on the merits. .................... 704.11(b)
Authority for requirement...........ccc.ccevevereenerennnne 704.10
Consideration of information submitted ........... 704.14(b)
.............................................................. 707.05(b)
Format of requirement ............ccooceeveeneeneeneneenne. 704.14
Relation to duty of disclosure.................. 704.12(a), 2005
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Sec. No.

Relationship to information disclosure statements
........................................................... .704.14(d)
REPLY t0 ittt 704.12
Elements of a complete reply.........ccevuvenenn. 704.12(b)
Time periods for ......cceeevevierierieiecieeieeee, 704.13
Treatment of an incomplete reply................. 704.12(c)
Scope of requirement ............ccocceeneeee. 704.11, 704.11(a)
What information may be required ......704.11, 704.11(a)
When requirement may be made...................... 704.11(b)
Requirements must be repeated...........cceevveveneeee. 707.07(e)
Requisites of the application............ccovceeveerieiieniineennene 702
Resjudicata..................... 706.03(w), 707.07(g), 2259, 2659
Rescission of nonpublication request .................. 1123, 1124

Rescission of Previous Nonpublication Request (35 U.S.C.
122(b)(2)(B)(i1)) and if Applicable, Notice of Foreign
Filing (35 U.S.C. (b)(B)(iii)) form PTO/SB/36

CIted oo 1123, 1124
Reproduced........oocveiieienieiieieee e 1135
Reservation clause in application .......... 608.01(e), 608.01(t)
Residence, Applicant’s ........cccoceveeneennenne 605.02, 719.02(b)
Resignation of eXaminer..........ccoeceeveveenieeneenneenieneeene 1702
Old cases special.........cccveceeeienienienieeeee e, 708.03
Respondent Brief in appeal of inter partes reexamination
......................................................... 2675.01,2675.02
Response (See Reply)
Restriction (See also Election; Election of species)
................................................................. Chapter 800
ACtion, EXaAMINET’S.......ccvveeeeeueeeeeceeeeereeeeennenn 814 to 817
Action after, special.........cccooeeevienieniieieniesieennn, 708.01
Action on the merits ..........cccceeveeverienenne. 810 to 810.03
Apparatus and process or product................. 806.05(e) to
............................................................. 806.05(g)
Application referred to second examiner.................... 815
BaSis .ot 802
Burden, without SETIOUS ........c.veeeveviieeeiiee e 803
Claimed subject Matter ..........ccceeveereereereeseeeenee. 806.01
Claims to divisible inventions added
before action ..........cceeevevveviiecieeienieeeieeen, 818.02(a)
Combination and subcombination
......................................... 806.05(a) to 806.05(c)
(07031131 Lb: 110 4 SRR 819
Design application ...........ccceeeveeeereienieecieneenieennens 1504.05
DefiNition. .....coueeuieieieieieec e 802.02
Distinct iInvention ..........cccoeeeuvveeeeennn. 802.01, 806, 806.05
Election other than eXpress.........c.ccoveeeveerveieeeneenne 818.02
Election fixed by action on claim ................c........ 818.01
Final requirement.............cccoevereenencienierienreene, 821.01
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Restrictions on former examiners--Right of priority

Sec. No.
Grouped in parent application............cceceeeveennnnen. 811.04
IMProOPer.....cccevveeieeeeeeeeeeeeeee e, 803, 806, 808.02
Independent embodiments........................ 806.04, 806.05
Independent inventions ...............cc.o...... 802.01, 803, 806
....................... 806.04, 808.01, 808.01(a), 818.03
INtroduction...........ccoceerienienieiieeeeeeee e 801
Linking claim ..........ccccoe..... 809, 809.02, 809.03, 809.04
Linking claim, traverse of rejection .................. 818.03(d)
Markush type claims ..........ccoocveeveeceeevenieennen. 803, 803.02
Nonelected claims, treatment of ................. 821 to 821.03
Reissue application ..........c.cccveveeveerreeneieesreenenns 1450
Nonelected invention .............ccueen.e... 706.03(m), 809.04
Nucleotide sequences...........ccevvverveecvereeennens 803.04, 2434
Old combination and subcombination............... 806.05(b)
.................................................................. 820.01
Patentability over prior art................ 806.02, 809, 809.03
Patentability report, effect.........ccovvrviriinciniieene 807
Petition from requirement .................... 809.04, 818.03(c)
Process and product or apparatus...................... 806.05(e)
...................................................... 806.05(g), 820
Product and process of using...........ccccceeveeenennne 806.05(h)
Product, process of making and using................ 806.05(1)
Reissue application..........ccocceeeverveneeiennennen. 1450, 1451
Rejection of nonelected claims .................. 821 to 821.03
Rejoinder............c........ 806.05(c), 806.05(e), 809, 821.04
Related inventions................ 802.01, 803, 806, 806.04(b)
............................................................. 808.02, 809.03
Requirement ...........ocveeveevenveniieienieenens 812,814 to 817
Additional .........ooeviririeieiee e 811.02
After eleCtion .......cceeeeieieieeeee e 818
Shift of invention/species ..........ccceeeeruereeennen. 819.01
With traverse.........ccceeeeeveeviennennen. 818.03(b), 821.01
Without traverse ........ccocevevererenceeeieeenene 821.02
By group where examinable............ccccevverieennnen. 812
COMPIELENESS.....eeveeeieiieieeie e 815
Concluding paragraph...........ccccceveeneene. 817, 818.03(b)
Consult other group .........cceeevevvereervennenne. 812.01, 815
Final .ooooieiiiiieeeee, 810.03, 818.03
First action ......coceeveeiiniinienieceeeeee e, 811
Patentability .......cccccoveneieniiieieee 810 to 810.03
Petition from........ccccecveeeieeereenreenen. 809.04, 818.03(c)
Reasons for insisting upon...........ccccceeeeveveeeenieennens 808
Rejection on double patenting following........... 804.01
Repeated after withdrawal ............c.ccocooeinnn. 811.03
| S 01 o S 818 to 818.03(e)
Review by examiner with at least partial signatory
AULNOTIEY ..o 803.01
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Sec. No.
Submission to TC director ..........cccceeveerereennee. 804.04
Second requirement.............ccoeceervenereieeeeneennen. 811.02
SEQUENCES...ceeuvieeniieriiieeiienieerreeniee e 803.04, 2434
Single claim .....coecveeierieiieicee e 803
Single embodiment ............cccoecvvrierieneeneenenne. 806.03
Species-Genus. .......ccceereereererieneenieneeeenes 806.04(a)
Species may be related inventions ................ 806.04(b)
Species of unclaimed genus .............ccueene..e. 808.01(a)
Subcombination, Combination.. 806.05(a) to 806.05(c)
When made .......oooovvvviiviiiiiiiiccceeecen 811, 811.02
Withdrawal..........coooooiiiiiiie 819
Telephone .......cccveeeeveieiieeeeee e 812.01
Transitional application .........c..ceceeveevvenienienenennene. 803.03
Traverse of requirement................ 818, 818.03(c), 821.01
Restrictions on former eXaminers..........c.cceeeeeveeeneeenenne 1702
Restrictions upon employees of Office.........ccccceceereennne 309
Retention 1abel.........cccoooeiiiiieiiiieeeee e, 1302.07
Retroactive foreign filing license...........cocovevercriieennene 140
Return of Papers
Discourteous matter........................ 714.19, 714.25, 1003
Entered in the file ...........c..c....... 201.14(c), 719.01, 1003
Return of drawing.........ccoeoeveevienieiineeeens 608.02(y)
Return of filing fee .......ccocovevveeieiineceeeeee 607.02
Return of oath.........ccooeevveeiiiiiiiiiiccee, 604.04(a)
Return of patent ..........coceveiieiiiniiiineececee 1416
Return of post card .......ccccceevveiieiieeeen. 503, 1901.05
Returned Office action.........c.ccoevevenencnencncnennenee. 707.13
Review at allowance...........ccoceeevirincnceiicncncncnnne 1302.01
Review for national SECUTItY ........c.ccceeveeriieiereeriieieeenene 115
Review for Government property rights...........ccccoeceennee 115
Revised statutes (See Statutes)
Revival of abandoned application.................. 203.07,711.03
.................................................. 711.03(c), 1002.02(b)
Revocation of agent under PCT...........ccccovvvvevivenneennnnne. 1808
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82.................. 2222,2622
Revocation of power of attorney ................... 402.05, 402.07
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1.59 Reproduced ........cceeevveieeieniieiieieeie e 724.06
1.63 Reproduced .......cccoevvveieeieiienieeienen, 201.06(c), 602
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1.143 Reproduced ........ccoevvveieeienieieeieeeeeeeeenn 818.03
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1.153 Reproduced .......cccooeeiieiinienieniecee 1503.01
1.154 Reproduced .......cccoeeevieieeieiieieeeee 1503.01
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1.162 Reproduced .........ccoocvevveviieiieieeieiens 1604, 1605
1.163 Reproduced ........cccoceevveniieiiinienieiens 1603, 1605
1.164 Reproduced ........ccoooevvienieiieieeieseeeeeee, 1605
1.165 Reproduced .........ccoevvevveriieiiieiecieseeeeie e, 1606
1.166 Reproduced .........ccoocvevieviieciieienienieieeneenn, 1607
1.167 Reproduced .........ccoevvevveviieiieieeiesieieeeeee, 1608
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1.172 Reproduced .......cccooveieeienieiieneeeeeee 1410.01
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1.175 Reproduced .........ccoevvevveniieciieieiieneeieene e, 1414
1.176 Reproduced .......cccceevevuennenee. 1440, 1450, 2686.03
1.177 Reproduced ........ccoceevieiiniiniinienceceeee, 1451
1.178 Reproduced .......ccooceevveneneee. 1416, 1418, 1442.04
1.181 Reproduced ........cccoevvvevenieiiennns 711.03(c), 1002
1.182 Reproduced .........ccoevvevveriieiieieiienieeieee e, 1002
1.183 Reproduced ........cccoceevieiiieiiinienienceceeee, 1002
1.191 Reproduced .........ccoeoeevieiieiieieieeeeeeee e, 1205
1.192 Reproduced .........ccoooevveeriieiieieeiesieeeeeee, 1206
1.193 Reproduced .........cccceuveuenneee. 1208, 1208.03, 2275
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1.198 Reproduced .........cccoeveeienieiieniececeeee 1214.07
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1.294 Reproduced .......c.cceeveviievieniieniecieseee e 1103
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1.915 Reproduced ..2610, 2613, 2614, 2615, 2627, 2628 3.56 Reproduced ........ccoceeeveeiineneneninenceeene 317.03
1.919 Reproduced .........ccoecvevveviieiieieeiieieens 2615, 2627 3.58 Reproduced ........ccceevvveiieiieiieiesieieeie e 302
1.923 Reproduced .........ccoceeveeviieiinienienceceeee, 2640 3.61 Reproduced .......cccoevieiinienienieiceeeeeee 302.04
1.925 Reproduced .........ccoeoeevieiieiieieieneeeeeee, 2640 3.71 Reproduced .......ccccveeeeienieniieiieeee 324, 402.07
1.927 Reproduced .........ccoocvevvevireciieienieiens 2640, 2648 3.73 Reproduced ........cccoeevveienieniieiieieinnns 324, 1410.01
1.931 Reproduced .........ccoevvevieriieciieiecieceeeeee e, 2646 3.81 Reproduced ........ccceeveveiieiieiieiecieieee e 307
1.933 Reproduced .......cccoevvevveviieiieieeiesieieene e, 2684 5.1 Reproduced ........ccvevivieiienieniieie e 120
1.935 Reproduced .........ccooceeveeiieienienienceceeee, 2660 5.2 Reproduced .......ccoooeeiiiiiniiieeeeee e 120
1.937 Reproduced .......cccooceveeenieiieiinne 2654, 2686.03 5.3 Reproduced .......cccoceeveereieiiieiieieieee 120, 2309.06
1.939 Reproduced ........cccooceevveiveireieiieine 2625, 2667 5.4 Reproduced ........cccveievieiienieiiee e 120
1.941 Reproduced .......ccoeevevevevrennnne 2666.01, 2666.02 5.5 Reproduced ........ccveiirieiiiiienieeie e 120
1.945 Reproduced ........cccoevveeveviieciieieciesieieee e, 2666 5.11 Reproduced .......coeevvieiiiiiiieiieseeieeeeeeee e, 140
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Table submission on compact disc ................... 608.05(b)
Terminology basis for claims ............ 608.01(0), 2163.07
Title of INVENtION ...cooveeiieiieiieieeeeeeee e 606
Title of invention changed............ccccveevervenieennnnen. 606.01
Trademarks in........ccoeveriiiniiiiiieeee e 1512
Transfer to another application.........c..cccceueeee. 608.01(t)
Written description (See also Written description)...2163
Specimen, Composition of matter ........c..cccceceeceeeennee 608.03
Specimen, Handling..............cccoovveviiniiicinieniene 608.03(a)
Specimen, Plant application...........c.cccceevvevvieeeneenreennenns 1607
Stamp
Drafting, no longer required ...........ccceecveeeennens 608.02(0)
Technology Center date..........ccceeverevecienvereenenen. 714.18
Office date .......c.cceuneee 502, 505, 506, 710.01(a), 714.18
Standards of review by the Federal Circuit .............. 1216.01
Statement applying the prior art in an ex parte
FEEXAMINATION ..evveeneeenieeeieeeieieeteeteeeieeeee e eeeee e e 2217
Statement applying the prior art in an inter partes
TEEXAMINALION ..uveutiniieietieiceieeteee ettt 2617

Statement, Examiner’s (See also Action)
Statement by inventors when changing inventorship .201.03

Statement by owner in ex parte reexamination.............. 2249
Statement of allowability by Board........................... 1213.01
Statement of invention, coextensive
WIth ClaimS....cc.oiiieieiieieeeee e 608.01(d)
Statement of invention, reviewed on allowance ....... 1302.01
Statement, Prior art (See also Prior art) ......... 201.06(d), 609
Status INQUITIES ..vveveerrereeerenieesieereeneeeeeseeeneeens 102, 203.08
Congressional ..........cceeeveeverienierieiie e 203.08(a)
Maintenance fees ..........ccovvvereereereniienienceeeeeeee 2570
White HOUSE ....cc.oeivieieeieiieceeeee e 203.08(a)
Status 1Eter ...veeeveeeiieciiecieeeteee e 203.08
Status letter database ..........ccevevereerierieieeiereeieeeens 203.08
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Status of application--Statutes

Sec. No.
Status of application............ccceevveeveevereereerieeneenen. 102, 203
Abandoned ...........coeieiieiiiie e 203.05
Abandoned for failure to pay issue fee.................. 203.07
Allowed OF IN ISSUE.....cuveveriirieririenereeiieiereienans 203.04
Amended ..o 203.03
InCOMPIEte.....ccveieieiieiieieceeceeee e 203.06
NEW ettt ettt sae e sae e 203.01
Parent patent application.............cccecvereeenenne. 102, 201.11
Priority Claims ........ccoveevieriieieiieseeie e 102
Published application ...........ccceeeveevereenieerieeeerenenne. 1128
Referred to in foreign patent .........c.cceeceeveeeienienicnnnene 102
Rejected.....ovieieieeeeeeee e 203.02
Statute, CItAtION...........ccvveeeeerieeeereee e Introduction
Statute of limitations
Citation of Prior art..........cceceeeverieneeneeneneneeneene 2204
Term of biological material deposit ...........c..cc..c...... 2408
Time for requesting ex parte reexamination .. 2210, 2211
Time for requesting inter partes reexamination....... 2611
Statutes
Atomic Energy Act Cited.........cccceeerurnenee. 120, 140, 150
.................................... 706.03, 706.03(a) to 706.03(b)
Freedom of Information Act ...................... 1002.02(k)(2)
Public Law 87-333 Cited........ccceverererieieiciennne 201.13
Public Law 94-131 ...coiiiiiiiiiiicececeiee 608.01(n)
Public Law 96-517 .......ccocu.... 509.02, 2201, 2209, 2501
Public Law 97-247 .....cceoveveenne. 509.02, 509.03, 511
............................................................ 711.03(c), 2501
Public Law 98-622 .......cccoocieviiiinininininenceeeene 605.07
.................................................... 706.02(k), 804, 2501
Public Law 100-418, Section 9101(c), (d) -..eevevveneeee. 140
Public Law 102-204 .......ccooiiieieieieieieieseeee e 2501
Public Law 102-444 ......ccccoinininiiiiieicienenencne 2501
Public Law 103-465 ................ 201.03,201.11, 601.01(d)
................................ 706.07(g), 707.05, 715, 715.07(c)
..................................... 803.03, 804.02, 2132, 2138.02
Public Law 105-358 ...coiiiiieiieeeeieieee e 2501
Public Law 106-113 ........... 201.04(b), 201.11, 201.14(b)
............................ 505, 510, 512, 706.02(a), 715, 1402
.................. 2201, 2273, 2501, 2601, 2602, 2611, 2642
Public Law 107-273 Cited......706.02(a), 706.07(a), 2201
....................... 2258.01,2273,2279, 2601, 2612, 2683
Public Law 506 (81st Cong.) Article 136 Cited
...................................................................... 604.03(a)
Revised Statute of 1874.......cccoveiiviiniiene. Introduction
SUS.C. 552(2)cceveeeeieieeiieieeieieieeee e 2422,2423
SU.S.C. 6103 Cited ..cvoveeeieceeeeeieieeeeie e 710.05
TUS.Co 2321 it 1612
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Sec. No.
10 U.S.C. 140(c) Cited ....ooeeeeieieiieceeeeeeeee e 120
15 U.S.C. 15(b) Cited .....eoverereieeiieiecereeieieee e 101
15 U.S.C. 1062 Cited....coeeeeeeieieninieniieienceieieneenen 513
17 U.S.C. 401 Cited.....coeeuieeeieieniinienieneneceeiene 1512
17 U.S.C. 909 Cited......cccecvevveeerannnnn. 608.01, 608.01(v)
18 U.S.C. 1001
Cited..oeeeeeeeeeeeeee e 402, 711.03(c)
...................................... 715.04, 716.02(g), 2428
Reproduced.......c.coceevvveviieiiiiieiccieieeeee e 602
18 U.S.C. 1905 Cited....coeeeeieieieninienieeeeeeeeeene 101
18 U.S.C. 2071 Reproduced.........ccceeveeneriinianianne 101
I8 U.S.C. 2331 oot 708.02
20 U.S.C. 1000 Cited.....cccererererireeieieienenienans 509.02
26 U.S.C. 501 Cited.....eoevereieinieieieieeseeiee 509.02
28 U.S.C. 1745 Cited....cooeereeieieieieee e 901.05
28 U.S.C. 1746
Cited..ooveeeieieieieeee e 602.03, 2301.02
Reproduced ........coccveeieviieniieieeececeeee e 602
35 U.S.C. 2 Reproduced .......ccoeevrvverveneeieeieeeenne, 1001
35 U.S.C. 3 Reproduced ......cccoeoeeveenieneeienienene 1001
35 U.S.C. 4 Reproduced ........cccoevenenenencncneenennee 309
35 U.S.C. 6 Reproduced .......cccccvevveneininincncneennne 1203
35 U.S.C. 7 Reproduced .......cccoeevvvverreeennnnnnne. 901.06(a)
35 U.S.C. 8 Reproduced .......cceovvvvvrverreerennennen, 903.01
35 U.S.C. 21 Reproduced ..................... 511, 513,710.05
35 U.S.C. 22 Reproduced ........ccceeceeveeenrenuenennenn 608.01
35 U.S.C. 25 Reproduced .......ccoecvevevevriecieeienienieenenn 602
35 U.S.C. 26 Reproduced .......cccceevevevivecireienienieenens 602
35 U.S.C. 41 Reproduced .......... 1205, 2268, 2501, 2668
35 U.S.C. 42 Reproduced ........covvevvevvenreenieennennen. 607.02
35 U.S.C. 100 Reproduced .......cccoeeerieieeieenieneenen. 701
35 U.S.C. 101 Reproduced ................. 701, 804, 2107.01
35 U.S.C. 102 Reproduced ...706.02, 706.02(a), 1504.02
.......................................... 1857.01, 2131, 2132, 2133
...................................... 2133.03(c), 2134, 2135, 2136
..................................... 2137,2138, 2217, 2258,2617
35 U.S.C. 102(e), former Reproduced ..................... 2136
35 U.S.C. 103 Reproduced................... 706.02, 706.02(1)
................................... 706.02(1)(1), 706.02(n), 804.03
.................................................... 1504.03, 2141, 2146
35 U.S.C. 104 Reproduced ......ccceevevreererannnnne 715.07(¢c)
35 U.S.C. 111 Reproduced .............. 201, 201.04(b), 601
35 U.S.C. 112 Reproduced ........ccceevevrvevinvennnnns 1504.04
35 U.S.C. 113 Reproduced .......ccceoveveerienieneenienene 608.02
35 U.S.C. 114 Reproduced .......ccceeveeeereeneeennnee. 608.03
35 U.S.C. 115 Reproduced .......cccevvevevenienernienieenen. 602
35 U.S.C. 116 Reproduced .........ccoeeneee 409.03, 605.07
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Statutory authority of Director--Statutory Invention Registration (SIR)

Sec. No. Sec. No.
35 U.S.C. 117 Reproduced ........ccccovevrvereeennnen. 409.01(a) 35 U.S.C. 267 Reproduced .......cccoveeveevienienieneenen. 710
35 U.S.C. 118 Reproduced .........cocceeeveveuennennenn 409.03 35 U.S.C. 293 Reproduced .......cccccvevveneenrenennennnn 302.04
35 U.S.C. 119 Reproduced ......... 201.11,201.13, 201.16 35 U.S.C. 294 Reproduced .......ccccoeverenencncnnenenne. 311
35 U.S.C. 120 Reproduced .................... 201.11, 1504.20 35 U.S.C. 301 Reproduced........ccceevveeveveenireiennnne. 2602
35 U.S.C. 121 Reproduced ........cccecvevrvevererennnnns 802, 804 35 U.S.C. 302 Reproduced .......ccceeevvevereenieereennnne. 2210
35 U.S.C. 122 Reproduced .................... 101, 1120, 1122 35 U.S.C. 303 Reproduced .......ccccevveveeneenieeienenne. 2240
................................................ 1123, 1124, 1132, 1134 35 U.S.C. 304 Reproduced .....ccccevvevverieeenienennen... 2246
35 U.S.C. 131 Reproduced ........cceevveveveerienieiieens 701 35 U.S.C. 305 Reproduced ........ccoeevveeveennnen. 2254, 2261
35 U.S.C. 132 Reproduced ............. 706.03(0), 706.07(h) 35 U.S.C. 306 Reproduced ........cceevveeveurennene 1216, 2273
35 U.S.C. 133 Reproduced .................... 710, 2268, 2668 35 U.S.C. 307 Reproduced ........ccceevveevenrennene 2288,2293
35 U.S.C. 134 Reproduced .......cccecveeeienienieneneene 1205 35 U.S.C. 311 Reproduced .......cccceevereenieneeennnne 2610
35 U.S.C. 135 Reproduced .......ccooeveveveeeiennen. 2300.01 35 U.S.C. 312 Reproduced ......ccceovvereveieieieiennne 2640
35 U.S.C. 141 Reproduced ........cccccveevreerennenne 1216, 2683 35 U.S.C. 313 Reproduced .......ccceevvvrvervenireieennne. 2646
35 U.S.C. 142 Reproduced ........ccoceeeeeeeeeiennnee. 1216.01 35 U.S.C. 314 Reproduced ............. 2654, 2661, 2686.04
35 U.S.C. 143 Reproduced .......cccoceeeeeeeeeenenen. 1216.01 35 U.S.C. 315 Reproduced .......ccceeeverueneeneeennne. 2674
35 U.S.C. 144 Reproduced .......cccoceeeeeeeeiennnen. 1216.01 35 U.S.C. 316 Reproduced ........cccecevvenuennen. 2688, 2693
35 U.S.C. 145 Reproduced ........ccoceevevenvenienennennnn 1216 35 U.S.C. 317 Reproduced .......c.cccevverenrencnnenne. 2686.04
35 U.S.C. 146 Reproduced ........ccccvevvveveivenienennen. 1216 35 U.S.C. 318 Reproduced ........ccceevevvvevreiennnns 2686.04
35 U.S.C. 152 Reproduced ........ccoecveerevrieiieveniiennnnns 307 35 U.S.C. 361 Reproduced .......cceovvvvereenieereennnnne. 1805
35 U.S.C. 153 Reproduced .......ccceceeeeieienienieieene 1309 35 U.S.C. 362 Reproduced .......cccceeevuereeneeenenne 1840
35 U.S.C. 154 Reproduced ........coceevevevevenennennenn 2701 35 U.S.C. 363 Reproduced .......cccoeverereneecenennne 1810
35 U.S.C. 154, former, Reproduced ...........c.cceucnuee. 2720 35 U.S.C. 365 Reproduced .........cccoeeveeeuennnne. 201.13(b)
35 U.S.C. 156 Reproduced ........ccccveveerveneenneenennen. 2751 35 U.S.C. 371 Reproduced .........ceevvevevevrerennne 1893.01
........................................... 2752,2755.01, 2758, 2759 35 U.S.C. 373 Reproduced ......cccceveveveneneneeeneenee. 1810
35 U.S.C. 157 Reproduced .......ccceceeeeieienieneeene 1101 35 U.S.C. 374 Reproduced .........cceeueeeee. 1857, 1857.01
35 U.S.C. 161 Reproduced .......ccoecveveveienienieiennnn, 1601 42 U.S.C. 141 Cited....ccoeveerereeiieeeeeieieieieeie e 120
35 U.S.C. 162 Reproduced ......804, 1605, 2105, 2403.02 42 U.S.C. 181 Cited....ceevveveienineneniinceicieieieneee 120
35 U.S.C. 163 Reproduced ........ccccvevevrvervenieenennen. 1601 42 U.S.C. 2182 Reproduced .......cccceveverivecrrerenirennenn 150
35 U.S.C. 164 Reproduced ........cccovevvvevenveneenennen. 1608 42 U.S.C. 2457 Reproduced .......ccccveevevreereerenenennen. 150
35 U.S.C. 171 Reproduced ..........cccuen.e.e. 1501, 1504.01 Statutory authority of Director.........cccecuerieieeneeneeeenne 1001
35 U.S.C. 172 Reproduced .................. 1504.02, 1504.10 Statutory bar .........cccceuenee 706.02(a), 2133 to 2133.03(e)(7)
35 U.S.C. 173 Reproduced ........cceevevevrvenieneenennen. 1505 Foreign application...........cccceevverurennnnne. 201.13, 1504.02
35 U.S.C. 181 Reproduced ........c.occvvererievreerieiennnns 115 OVEICOMING ...c.vveveetieiiereeieeereeevesiee e eee e e 706.02(b)
35 U.S.C. 182 Reproduced ........ccccvevvvevenenennenn 706.03(s) Rule 1.130 not available .........cccceeveeerieierieneeieeeee. 718
35 U.S.C. 184 Reproduced ..........cocneeee.e. 140, 706.03(s) Rule 1.131 not available...........ccceeeveeriienieenieeeee 715
35 U.S.C. 185 Reproduced .............c.c....... 140, 706.03(s) Statutory classes of invention, utility...........cc....... 706.03(a)
35 U.S.C. 186 Reproduced ........ccccvevvvvcverieniieiienenns 140 Statutory disclaimer (See Disclaimer; Terminal disclaimer)
35 U.S.C. 187 Reproduced ........cccouvevveveerreniieieenienns 140 Statutory estoppel in inter partes reexamination........... 2601
35 U.S.C. 188 Reproduced ........ccoceeeeeenienienenieieenens TA0 s 2612,2614
35 U.S.C. 251 Reproduced ..........cc.c...c..... 1401, 1412.03 Statutory Invention Registration (SIR)................... 409.03())
35 U.S.C. 252 Reproduced ........cceceeveeeeenieneeeennee. L1460 e Chapter 1100
35 U.S.C. 253 Reproduced ........ccoevevevvvenvenieennnnen. 1490 Defensive publication compared ..........c.ccceeevrneenne 711.06
35 U.S.C. 254 Reproduced .......ccceovvevrvevereenieennennen. 1480 Effect Of oo 1111
35 U.S.C. 255 Reproduced ........cccceeveveeneencnnncnnee. 1481 Examination..........ccoeeeveenieneniciencesee 1101, 1103
35 U.S.C. 256 Reproduced ........ccccoveveevvenveneeennnee. 1481 Provisional application ...........c.ccoeeeevverivecienceneenne 1101
35 U.S.C. 261 Reproduced .........cccceeeveneevenuenencnnns 301 Publication of.........ccccceovevininininininnccecene 1111
35 U.S.C. 262 Reproduced ........cccceeeverreeieecvenrennnnns 301 Refund of fe€ ......ovveviieriieiicieeeeeeeee 1109
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Statutory period--Supervisory patent examiner

Sec. No.
Rejections using ........ccccceeeenee. 706.02(a), 901.02, 2136
Request for.....oovivieieeeee e 1101
Secrecy order application.............ceeeeeveverereieniennnnns 1103

Statutory period (See also Period for reply: Shortened

statutory period) .......ccoeveeveeeierierieennennn. 710.01, 710.01(a)
Abandonment for failure to reply......... 711.02, 711.02(a)
ADPPLAL ... 1205
Broadening claims in a reissue application ......... 1412.03
ComPULed.....ceveveieieiieieeieeeeeee e 710.01(a)
Date from which period runs..........ccccceevveeeveennnen. 710.06
Date of abandonment ...............cccoveevveeireireneenns 711.04(a)
Full statutory period ..........cocceeveerieiieenieeeeeieeene 130
Interference .....cooveveeeueeeeeeieieeeeee e 2315, 2363
Not extendible.........cccevverieriecieiieiieeeie e 710.02(e)
Postal Service emergency .........coceeeeeeeerienieneneeneenne. 511
Property rights statement...........c.cccceeevereeceeeieneenee. 150
Reexamination, ex parte..........cccocceeeevveeveenee. 2265, 2272
Reexamination, inter partes...........ccoceeveevenne. 2662, 2665
Secrecy order application...........c.ecueeeveeveerierieenieenenns 130
Shortened statutory period (See Shortened statutory

period)
Two periods for reply set ........cccc........ 710.04, 710.04(a)
Stay of reexamination
EXParte.....ccccoeoevceeiieeeeeeeeeee e 2284, 2285
INter Partes.......ocvveveeeeeeeeeeeee 2686.03, 2686.04
Stay Of reISSUE ....eevveiieiieeiieieeeee e 1442.02, 2285
Stockholm Revision, Paris Convention (See also Treaties)
.................................................................. 201.13
Strasbourg Agreement (See also Treaties).................. 903.09

STIC (See Scientific and Technical Information Center
(STIC))

Subclass, list of patent numbers ...........c..cceveeenneene. 902.03(c)
Subcombination
Aggregation and...........cceceeveeeieeciinienienieenenn 806.05(a)
Combination and................. 802.01, 806.04(c), 806.05(b)
NOt GENCTIC ..c.eveeeeiieriierieee et 806.04(c)
SPECICS .vvieereeeieeiieieeie et ste e este e eeseeenaeens 806.04(b)
Subgeneric Markush claims ..........c...ccceeeveeennen. 2173.05(h)
Subject matter, design patent ...........cc.cceeee.ee. 1502, 1504.01
Subject matter, nonstatutory..........ccoceeveereeneennenne. 706.03(a)
Subject matter combinations............cceeeeeeereeneenne. 903.02(b)
Submission of amendment or showing of facts after Board
ECISION ...t 1214.01
Submission of patents or publications, third party.......... 610
Submission to classification unit
Classification of application............ 903.08(d), 903.08(¢)
Patentability report..........ccoeeveeverieniiereeie e, 705.01(a)

I-107

Sec. No.
Submission of prior art by applicant...................... 707.05(b)
Submission of information by applicant................ 704.12(b)
............................................ 704.14(b), 707.05(b)
Subpoena by court, Application file ......................... 1216.02
Subpoena of eXaminer ...........ccceceereerreeeeeieseenreenens 1701.01
Subscription correspondence address..................... title page
Substantial new question of patentability
In ex parte reexamination................ 2216, 2242, 2258.01
In inter partes reexamination.................cee..... 2614, 2616
......................................................... 2617, 2640, 2642
Substitute application (See also Application)
.................................................................... 201.09, 201.10
ASSIGNMENL ....eeniieiiieiecie e eees 306
Copendency 1acking ..........ccccoeeveeveerierieecnenienenenne. 201.11
Definition....c..eeveeeeeeieieienicneeneeeeeeeeee s 201.09
Does not carry ownership from parent ....................... 306
File wrapper/history notation............ccecceeeverevennenne. 202.02
Reference to parent application................. 201.09, 201.11
Substitute attorney or agent ...........c.eeveevereerreerreecvesvennen 406
Substitute for missing hard copy .......cceeereeirieneennnene 901.09
Substitute 0ath ..........cccoeeieiirieieeee e 602.02
SUDSLITULE PAZE...e.veeuveeeeeeiieriierieeieeee et 714.20
Substitute specification....608.01, 608.01(q), 714.19, 714.20
Amendment incorporating................ 714,714.19, 714.20
NEW MALET ...vveeiieeiieeiie e eeee e esve e 608.01(q)
Sufficiency of disclosure affidavit..........ccceecvevvreneennen. 716
‘Sufficient cause’ for extension of time in ex parte
TEEXAMINALION ..ovvenvireiieiieiteiieitetete et 2265

‘Sufficient cause’ for extension of time in inter partes

TEEXAMINATION «..ovevvenriiieiieienieiieieneee sttt 2665
Suggested claims, Failure to make ....................... 706.03(u)
Suggested claim made after end

of statutory period..........cceecveveerieeciencieiierie e 2305.03
Suggestion of allowable claims

by eXaminer .......cccoeceeveenieenieniienieneeen. 707.07(), 713.01
Suggestion of claims for interference.......... 2305 to 2305.04
Suggestion of claims for interference,

HME lMIt...oiiiiiiiiieiecicce e 710.02(c)
Summary of action PTOL-326 .......cccccocvviininnenienienen. 707
Summary of interview .........ccceveeveeveneennenne 713.01, 713.04
Summary of invention ............ccecevverieieneenneeene 608.01(d)
Sunday or holiday, effect on time for reply .................... 502

................................................... 505, 513, 710.05
Sunday or holiday, effect on reference.................. 706.02(a)
Supervisory applications examiner...............cceeeeneeee. 714.13
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Supervisory patent examiner--Term, Patent

Sec. No.
Supervisory patent examiner ................. 705.01, 707, 707.02
.................................... 708.03, 713.01, 713.08, 714.05
............................... 714.13, 714.16, 714.16(d), 714.18
........................... 812.01, 903.08(b), 1208.02, 1214.07
...................................... 2233, 2236, 2237, 2238, 2248
.............................................................. 2271.01, 2287
............................ 2633,2636, 2637, 2638, 2641, 2648
.................................................... 2671,2671.03,2676
Petitions decided by .......c.cccvevveriieiiiieniienn, 1002.02(d)
Supervisory review, Rule 1.817 .......cccccvevverivennnne. 711.03(d)
Supplemental action.............cccoceveeveerreenreennnns 710.06, 714.05
Supplemental Application Data Sheet (ADS)............ 601.05
Supplemental examiner’s answer................... 1208.03, 1211
Supplemental oath or declaration.............ccceeveeienrrennen. 603
After allowance .........cccoeevvveeeevveeiieeeens 603.01, 714.16
REISSUC ... 1414.01
Surcharge for late payment of fees
in international application...........ccccceevvevenenencnenne. 1827
Surface ornamentation ..................... 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surrender of patent..........cceeceeeerienieniee e 1416
Suspension
Applicant’s request for........ccoevvvvveerierierieeieeieseenns 709
Decided bY ...cocevveieieiieeee 709, 1002.02(c), 1004
Deferral of examination ............ccceeeeeveerieecienceneennen. 709
Ex parte prosecution during interference.................. 2315
Not permitted if outstanding Office action................. 709
Of action, because of litigation ...........c.cccevevveeennnen. 1213
Of action, by Office.......cccoevivieiieniiiicieeecee 709
Overlapping application...........c.ceeueeneee. 709.01, 2315.01
Reexamination
EXparte.....cocooevenenineneeee, 2283,2284,2307.04
Inter ParteS......ooveeveviecieeee e 2640, 2686.01
Request for, in CPA ..ot 709
Request for, in RCE ... 709
RUIES .o 1002
Secrecy order application...........cccceeeveevenreennenne. 2309.06

Swearing back of reference (See Affidavit, swearing back of
reference (37 CFR 1.131))

Symbols, Drawing..........ccccceeeerervienienieneeeee e 608.02
T

Tables submitted on compact disc........cccceeverueennen. 608.05(b)

Technical documents............cccveeeveeviierieenieeeieens 901.06(a)
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Sec. No.
Technical 1€JECtIONS......ceueeeeieieieeeeeeeeeeee e 706.03
Technical support staff duties (See Manual of Clerical

Procedure)
Technology Center Director (See Director of Technology
Center)

Technology Center, papers sent to wrong .................. 508.01
Technology Center Working Group 3640 (security group)
............................................... 121, 130, 1002.02(c)(1)
Telegraphic amendment ............cccceeeveveiereeneenneenenee. 714.08
Telephone call, multiplicity rejection................... 2173.05(n)
Telephone NUMDETS..........ccoeeeerieirieieeieceeseeie e 1730
ALOINEY ..o 408, 713.01, 714.01
EXAMINET.....coviiiiriiiiiiieicieneercseeeeceeeesese s 707.08
General information............cecceeevereneneniencneeiene 1730
Telephoning of attorney to examiner.................. 408, 713.01
Term, Patent ......cccevveeiiiiiiiiiiiiieieeieeeeeeeeeeeae 707.05, 2701
Adjustment of ... ..cooooiriiee 2701, 2710, 2730
........................... 2731, 2732, 2733, 2734, 2735, 2736
Determination of .........ccccoeveiininenicnieieieieneen 2733
Due care ShOWINg......ccceovevienieneiniiiienieneeeeeee 2734
Grounds fOr........oocieririiieieee e 2730
Period of ....eoiieeeeee e 2731
Reductions t0 .......cccuevverieneneneneneneciceeieeneene 2732
Request for reconsideration .............ccceeveeveeeennnns 2735
Third party papers.........ccceeeverereneseeereeeeeenes 2736
Continued prosecution application ..............ccceeuee.... 2701
Deposit of biological material ............cccceceeeeeeiennene 2408
DeSIZN .. 1502.01, 1505
DiviSional .....ccceeevieieniniince e 201.06
Extension under 35 U.S.C. 156
FDA regulatory review and ..................... 2750 to 2758
Deadline ........ccccoceeevveienennenne. 2754.01 to 2754.03
Duty of disclosure and..........c..cccoevverreecvenenennen. 2762
Interim extension...............co........ 2755.01, 2755.02
Specific Products
Animal drugs ........cccevveeeen .. 2750, 2751, 2758
Antibiotic drugs .........ccoeevvevvervenieennnn. 2751, 2758
Color additives.........2750, 2751, 2754.01, 2758
Food additives........... 2750, 2751, 2754.01, 2758
Medical devices............. 2750, 2751, 2753, 2758
Veterinary Biological Products.................... 2750
.............................................. 2751, 2756, 2758
Third party papers ........ccceeeevereevreecresvereennens 2736
Withdrawal ..........cooooiiiiiiiiiiieee. 2761, 2764
USPTO delays and.........cccecveeeeeeneeneeieeeeccenen. 2710
FOreign.....ooveeiiieieeeeee e 901.05
Transitional practice ............ceevvevennns 706.07(g), 803.03



INDEX

Terminal disclaimer--Trade secret material

Sec. No.
ULIHEY oo 2701
Terminal disclaimer (See also Disclaimer) ................... 1490
Avoiding double patenting rejection................. 706.02(k)
............................ 706.02(1)(3), 804.02, 806.04(i)
Certificate of correction and................cc......... 2701, 2720
Continued Prosecution Application (CPA).............. 1490
Continuing applications ..........cccceeveerereereeneeneennne. 1490
Copending applications procedure.............ccceeuen.e. 1490
Informal Memo.......ccceveieieninirireceeeeeee 1490
Request for Continued Examination (RCE)............. 1490
REISSUE ... 1410.01, 1451, 1490
Required for revival ..........cccoviiiiiiiiniire 711.03(¢c)
ROULING ...t 1490
Situations where not applicable............c.ccceeveennnne 804.03
Withdrawal of ..o 1490
Terminology in application................... 608.01(g), 608.01(0)
............................................... 706.03(d), 1302.01
Termination of proceedings ...................... 201.11, 711.02(c)
EX parte reexamination ............c..eceevereerreevenvennnens 2294
Inter partesreexamination ............cceeeeeeeeveereveeeneenns 2694
TESS (Trademark Electronic Search System) .............. 1703
Test COMMENLS ......ccceeeeieriieiieieeie e 707.07(1)
Testamentary, Letters (See also Administrator or executor)
...................................................................... 409.01(b)
Testimony, eXaminer.........cccceveereerereeneeneeneeeeeenns 1701.01
Testimony, public use proceeding.............ccceeeerueennene 720.04

Tests, comparative (See Affidavits, traversing rejections (37
CFR 1.132))

Third action Cases........ccceverereeienieiene e

Third party reply in inter partes reexamination (See
Reexamination, Inter partes: Response by third party)

Third party requestor (See Reexamination, Inter partes:
Response by third party)

Third party submissions/inquiries/correspondence in

published applications ...........ccccevereruenenne. 1134, 1134.01
Time and Activity Report.........cccceevvevinienieinnne 1704, 1705
Time for claiming benefit of earlier application......... 201.11
Time for deciding Director

initiated reexamination ..............coeeevvvevreeeeeinnnes 2211, 2239
Time for deciding reexamination request...................... 2241
Time for filing papers, right of priority .................. 201.14(a)
Time for filing petitions ..........cccccvevveeeverceerieniereeieene. 1002
Time for requesting reexamination

EX PAre...cccieeiieceeeeeceee e 2210, 2211
INLEN PAITES. ....ooeieieeie et 2611
Time for reply (See also Period for reply).......... 702.01, 710
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Sec. No.
Time for reply to action in reexamination
EXParte....ccooeieeeeee e 2263
INLEN PAMES .....eieieeee ettt 2662
Time HMit..coveieniininiencneeecceece 710.02, 710.02(c)
For making suggested claims..............ccccue.n...... 710.02(c)
Interference......ccccccvvevvvevnneennnnn. 2305.01, 2305.02, 2321
International preliminary examination report (IPER)
..................................................... 1879.01, 1879.01(a)
International search report (ISR) ...........cccuenneeee. 1843.05
Period for 1eply.....cccovvevieciieiieiieieceeee e 710
Permanent ink COpPY «....cooeereererneiiiieneeeeee 714.07
Prior art filing ........cooeeiiriiieeee e 2204
Reply to final rejection ..........coeeevevervenveneeennns 706.07(f)
Restriction requirement ..............cceeeverreerreecvenvesnennnn 811
Rewrite claims following Board decision............ 1214.06
Shortened statutory period compared to................. 710.02
.................................................... 710.02(b), 710.02(d)
Statutory period ........cccceeevevvereerieennne. 710.01, 710.01(a)
Transfer of application...........ccceeeeevevienneennnnne. 903.08(d)
Two periods running............cceceeveereeeenieneeneene. 710.04
Time period for owner’s statement..............ceeeerevenennne. 2249
Time reporting .........eccveeeeeeereeeneeeneennnens 2238, 2638, 2671.03
Time to pay maintenance fees .........c.coccervereerrercrerennne. 2506
Timely submission of protest...........cceeerveerverurenene 1901.04
Title conveyed by assignment .............. 201.12, Chapter 300
Title documents, handling .............coccoeeereerieiiniinieee 317
Title of INVENtION ....ocvevveeiieiieiiicicceceeecee 606
Change by eXaminer ............cccccevvveneene 2660.02, 2686.03
Design application...........cccccveeuvennns 1503.01, 1504.01(a)
Amendment of ........ccccoooiriiniiniie 1503.01
Use of Trademarks in..........cccceveereeiinienieneennen. 1512
International application........c..ccceeeeveneriencncnienne 1821
Plant patent application ...........ccccceeeveeevereereerneennenne. 1610
Reviewed at iSSUE .....ccvvvvvveveeeeciieeeinnee. 606.01, 1302.01
Title TEPOTE...veeeerieiiieiie et 303, 320, 2287
Titles of USPTO Officials............... Title Page (reverse side)
Title with SIgNAtUTE........cccvveiieieeieeieeee e 605.04(e)
Trade secret material ..........ccocevevereeeeneenennene 724 to 724.05
Completeness of file wrapper..........ccccoveeveevenneenne. 724.01
Materials submitted covered
by 35 U.S.C. 122 e 724.04(a)
Method of submitting ...........cceeevevvervecierrenienene, 724.02
Office treatment and handling .................. 724.04, 724.06
After publication.........cceeeeverenenenceienee. 724.04(a)
Petition to expunge materials............cccceeeverrennnene 724.05
Reexamination under 37 CFR 1.11(d).............. 724.04(¢c)
Reissue under 37 CFR 1.11(b)...cccvvevenieiinnns 724.04(b)
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Trade secret submission label--Unclaimed disclosure, reservation

Sec. No.
TYPES OFf e 724.03
Trade secret submission label .............cccocieiinencn. 724.02
Trademark and trade name................... 608.01(v), 706.03(d)
........................................................ 2173.05(u), App. 1
Design patent, relationship t0........c.ccevverierrennenen. 1512
Misuse in patent specification..........c.ccceeveennee.. 608.01(v)
Trademark Manual of Examining Procedure.......... Foreword
Trademarks, Partial list of ...........cccveeinieninnnne Appendix I
Transfer of application
After amendment............ccceeevveeieriienienieenie e 903.08(c)
After classification decision............ccccceevveenenne. 903.08(g)
Allowable application ...........cccceeeuereennen. 903.07(b), 1305
Decision of classification examiner .................. 903.08(f)
Divisible INVENtIONS ........cccevererereeieienienenceeeeeneen 812
INterference .......coceveeveeiiiiiieeeee e 2306
NEW ettt 903.08(a)
Notification of applicant............cccceeeueriereeneennnne. 903.08
Outside Technology Center.............cccceeeverennnen. 903.08(d)
Primary examiner’s authority...........cccceevveevereeennen. 903.08
Procedure ........c.cccceneee. 903.08(a), 903.08(d), 903.08(g)
Secrecy order application...........cceceeeeeveenieneenieeeenne 130
Submitted to classification examiner ................ 903.08(d)
Within Technology Center..........cccceeevevevennnnee. 903.08(d)
Transfer of class or subclass.........coceeverireninceienenne. 903.05
Transfer of drawing..........cccceveeveniiiienienciceeee 608.02(1)
Transfer of reexamination
EXPArte.....oooeieiieeeeee e 2237
INLEN PAITES......ocvieiieieee et 2637
Transfer of rights to patent or application.................. 509.02
Transfer of specification prohibited ..............c........ 608.01(t)
Transfer of U.S. patent.........cccceveveeiinieiienieeeee 903.05
Transitional application (See also Application)
After final practice .......ccoevevvevieeciereeneerieenene 706.07(g)
Generic claim allowable............cccccveereeeernennen. 803.03(b)
Linking claim allowable.............ccccoeverernnnnnen. 803.03(a)
Patent term .......coovveeeiieiiiiiiiiine e 2701
Restriction practiCe.........oevvevereereeereerrereeneeeenns 803.03
Transitional phrases ...........ccceeveeevereerieneereeie e 2111.03
“Characterized Dy” .......cccoocereiiniiieieeeeee 2111.03
“Composed 0f..c..coiiiiiiiiieeeeee e 2111.03
“CompriSing” ........ccceeveereereeneeneenes 2111.03,2173.05(h)
“Consisting essentially of”............ccoeervenvenne. 2111.03
“Consisting of”......cccevvevvieeereenenne, 2111.03, 2173.05(h)
“ContainIng” ....coveeeieieiieiieieee e 2111.03
Translation, foreign application or foreign
priority document ............coceeveecienieniereeeee e 201.15
Translations index in STIC .........ccccceeevveiveieniennen. 901.06(a)
Rev. 2, May 2004
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Sec. No.
Translator, Patent and Trademark Office .............. 901.05(d)
............................................................. 901.06(a)
Transmission, certificate of (See Certificate of mailing or
transmission)
Transmittal Fee, PCT.......oooovviiviiiiiiieeceeeeeeee e 1827
Traverse, answer all matters ..........cceevveeereercveennnenne 707.07(%)
Traverse, division or species requirement ....................... 818
........................... 818.03 to 818.03(d), 821.01, 821.02
Traverse, rejection of linking claim....................... 818.03(d)
Treaties
Benelux Designs Convention (See also
Design application)........c.ccceceeuvennenne 201.13, 1504.10
Budapest Treaty (See also Biotechnology;
MICrOOrganiSmS) ........ccveveverurerreeeeeeenreennens 901.05(b)
.......................................... 2402, 2404.01, 2405, 2408
................................ 2409, 2410.01, 2410.02, 2411.01
European Community Design..........ccccceevvveiennne 1504.10
European Patent Convention .............c..c..... 901.05, 1817
......................................................... 1840.01, 1865.01
GATT s 2138.02
Hague Agreement (See also Design application)
........................................................... 201.13,1504.10
Hague Convention............... 409.01(b), 602.04(a), 604.04
Inter-American Convention.............c.ceeeeuereereennene 201.13
Libreville Agreement..........c.cccoveeverienieneeneennenne. 201.13
NAFTA. ... 201.04(b), 715, 715.07(c), 2138.02
Paris Convention ..........c.cceevevveeveneeennns 201.13, App. P
Patent Cooperation Treaty (PCT)............... Chapter 1800
........................................................... App. AL, App. T
Strasbourg Agreement .............coeeeveeeieeieneeneennen. 903.09
UPOV Convention (See also Plant patent)..... 1612, 1613
Uruguay Round Agreements Act (URAA)....... 201.04(b)
.......................................... 715, 715.07(c), 2701, 2132
TRIPS Agreement (Trade-Related Aspects of Intellectual
PrOPEItY ... 1801
TUDCTS et 1601
Twenty year term (See Term, Patent)
Two month delay period in reisSues ..........coceeveevereeenne. 1441
Two periods for reply running...........ccceeeeeveeneenennee. 710.04
Type font .....coeeeeieieeieeeeeeee 608.01, 1504.01(a)
U
Unavailable inventor............cccccoovvveiivveee e, 409, 409.03
Unavoidable abandonment (See Abandonment)
Unclaimed disclosure, reservation......................... 608.01(e)



INDEX

Undelivered mail--Withdrawal from issue

Sec. No.

707.13,1303.02
706.03, 707.07(g)
.................................. 2164.08(a), 2173.04, 2173.05(h)

Unexpected results (See also Affidavits, traversing
rejections (37 CFR 1.132)) 716.02 to 716.02(g)

Unintentional abandonment (See Abandonment)

United Kingdom priority document

United States Code (See also Statutes)

United States of America, Foreign language names for

...................................................................... 901.05(a)
Unity of invention............ 803, 823, 1850, 1875, 1893.03(d)
University or other institution of higher learning....... 509.02
Unlocatable Patent or Application Files..................... 508.04
Unmatched papers.........ccecvveveeriierieeieeieeieseesieeiens 508.03
Unofficial subclasses and digests.........ccccevvereenene 903.02(¢c)
Unscheduled cloSing .........cccceeveeiiivieniencenienieneen. 201.13
Unsigned amendment............cocceeveeneeeennennne. 711,714.01(a)
Untimely filed (premature) paper prior to order
for ex parte reexamination .............c..eceeeeerreerveevennnns 2225
Untimely filed (premature) paper prior to order
for inter partes reexamination.............cceveeveverierenennen. 2625
Untimely response to ex parte reexamination............... 2267
Untimely response to inter partes reexamination ......... 2667
UPOV Convention (See also Plant patent; Treaties)..... 1612
............................................................................. 1613
Uruguay Round Agreements Act (See also Treaties)
......................... 201.04(b), 715, 715.07(c), 2701, 2132
USE ClaAIMS .o 2173.05(q)
Use, Public (See Public use)
USET PASS c.nveentienieeiieeitestte ettt sttt saeens 510
UtIlity ClaSSES ...evevieiieieeie et 902.02
Utility, disclosure in drug cases ................ 2164.06, 2164.07
Utility requirement guidelines...........ccocvevvvevvievinvennnnns 2107
Legal precedent for .........cccoeevvevenneennnnns 2107 to 2107.03
Relationship of enablement to............cccccceennee. 2164.07
Utility lacking, rejection...........ccceeveveeennenne. 706.03(a), 2107
Utility model .......ccoevveiieiiiiecieeee e 901.05(b)
Utility patent (See also Design application; Patent; Plant
PALENL).c..enierieieicreeeeneeee e 901.04, 1502.01
Application publication...........ccecceeveruenneene 1120 to 1135
COPIeS OF .ot 707.05(a)
Copyrighted material in..........c.ccoevvevveceennennen. 608.01(v)
Design patent compared t0.........cecvveevereerneennnnne. 1502.01
Double patenting ..........cceveeveerierieneenieieeeseeeeene 804
Drawings / Photographs..........ccccc...... 608.01(%), 608.02
Elements of .......ccccoevieiieieeeeeee e Chapter 600
Expiration date or term..............cccn..... 2211, 2250, 2611
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Sec. No.
Maintenance feeS .......c.evvvrerieerieerieeiieereeeieeevee e 2506
Period of enforceability ............ceue.e. 2204,2211, 2611
SPecification.......c.eccveriereerieeie e 608.01
Utility required ....... 608.01(p), 706.03(a), 2107, 2164.07

\%

Vague and indefinite rejection (See Indefinite claim)

Validity of patent, examiner comments..............c..c....... 1701
VBNUE....iiiiiiiiiiiieeteeeect et 604.02
Video conference Center ...........ccoceveeveeeueneeneeniennens 713.01
VIO tAPES -.evveeieieieieieeieee ettt 713.01
Violation of duty of disclosure (See Duty of disclosure)
Argued in protest ........ccceeveeeeeneeneennen. 1901.02, 1901.06
Visitors t0 OffiCe .....ooverieiiiieeeeeee e 510
Voluntary publication............ceccveeveeverieneenieerierie e 1133
W
Waiver
Of confidentiality.........cccoovereieiieeiienienieeeee e 103
............................................. 201.06(d), 1002.02(k)(1)
Of deficiencies in oath or declaration.................... 602.03
Of patent rights.........ccccccerenee. 706, 711.06, 1101, 1111
OFf TULES ..o 201.03, 307
.............................................................. 602, 711.03(c)
...................... 724.06, 803.04, 1002, 1002.02(b), 1481
...................... 1850, 2248, 2265, 2421.01, 2425, 2434
Walk-up customer Window...........cccoveeereeineenceieneene 502
Washington D.C. representatives of attorneys................. 408
When disclosure is made........c.ccoceveninencneneeieienenne. 2003
White House inquiry.........ccceeeveerieerieeeeseeseenneenn, 203.08(a)
Who has duty to diSClOSE ........ccereririrerieieieieee 2001.01
WIPO ...t 201.13,901.04, 1801
WIPO Standards
ST 3 e 901.05(b), 1851
ST. 10 e 901.05(b)
ST. 14 e 707.05(e), 901.05(b)
ST. 16 o 901.05(b), 1851, 2424.03
ST. 25, Appendix 2
Tables reproduced ..........cccveeveeienieniiecieeiennenn 2422
(317" B 2422.01, 2423, 2423.01
ST. 34 e 901.05(b)

Withdrawal from appeal after remand by Board . 1002.02(d)
Withdrawal from iSSu€..........ccovvveveeeuneeeinnen.. 1303.01, 1308
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Withdrawal of abandonment--X series of patents

Sec. No.
Amendment crossing allowance............c.ccccevuene. 714.15
Claim presented corresponding to
claim of patent.........cccoceeverienieciieeeieneeenn 2307.03
Director’s approval..........ccoecveeierieceeciennenen. 1003, 1308
Interference purposes ........cceeeveevvennene. 2305.04, 2307.03
Petition for..........cccceceeeenee. 1002.02(b), 1002.02(c), 1308
Quality Review........coocevierieiiiieieeeeee e 1308.03
Refund of fee.......coceveveeieninininiincicee 1308.01
ReJECtion ......c.cccveveeviieiieiieiecieeieeie s 706.04, 1308.01
Suggesting claims for interference...................... 2305.04
Withdrawal of abandonment (See Abandonment;
Petition)
Withdrawal of appeal ..........ccooovevieiinciieeeee 1215.01
Withdrawal of appeal claim....................... 1214.05, 1215.03
Withdrawal of attorney (See also Attorney or agent; Power
of attorney) .......ccceeverueeens 402.06, 1002.02(s), 2223, 2560
Withdrawal of claims
To nonelected invention.............. 821.01, 821.02, 821.03
To nonelected species ............. 809.02(c), 821.01, 821.02
Withdrawal of final rejection ............cccceeererenenne. 706.07(¢)
After appeal......ccooeeiieiiiii e 1208.02
Premature final.........ccccooveeviieiiieieeee e 706.07(d)
Primary decides.........ooovvveeienienieeeie e 1004
Withdrawal of holding of abandonment (See also
Abandonment; Petition) ..................... 711.03(c), 711.04(c)
Withdrawal of power of attorney in patent.......... 2223, 2623
Withdrawal of SIR request........cccceceeveervenvenieeieeieeenn 1109
Withdrawal of terminal disclaimer...........c.cccccocevenencns 1490
Withhold from issue petition..........c.ccceevveeverenenee. 1002.02(c)
Witness, EXaminer as..........ccccoovvvveveeeeieeiiivneeeeeeeenns 1701.01
World Trade Organization member countries............ 201.13
World Wide Web address ........c.cceeeereeienieienencnennens 1730
Wrapper (See File wrapper/history)
Writing, Disclosures must be in.........ccccceeeveevennnnne. 2002.02
Written description (See also Specification)
.................................................... 706.03(c), 2163
Amendments supported by original
deSCIIPHION.....cevveeiieieeeieeieeeeee e 2163.07
Inherent function, theory or advantage........ 2163.07(a)
Incorporation by reference......... 608.01(p), 2163.07(b)
Burden on the eXxaminer ...........cccceeveveeeeneennne 2163.04
Changes to scope of claims .........cccceeeverevereeennnnne. 2163.05
Circumstances when iSSues arise..........c.ccoeeunee. 2163.03
Design application...........cccceeeeereennne. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Form paragraphs used to reject .........cccoevuennnne. 706.03(c)
Guidelines for compliance .........c.cccevvreveriereennnnnee. 2163
Rev. 2, May 2004
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Sec. No.
NEW MALET ..ceevviriieeiieicieteriereee e 2163.06
Requirements for compliance...........cccccevveeeuennen. 2163.02
Support for claimed subject matter......... 201.11, 2163.01
Corresponding to count in interference ............... 2163.03

X
X series of patents (See also Patent)..........c.ccccceeneeee. 901.04
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