               FORM LETTERS TO OFFICE OF EXTRAMURAL POLICY AND

           Research Administration of National Institutes of Health

1.
Initial Notification of Receipt of Disclosure of Invention and Election of Institution to Retain Title

[Date]

Extramural Technology Transfer Officer

Office of Extramural Policy and Research Administration

National Institutes of Health

Building 31, Room 5B62

31 Center Drive MSC 2190

Bethesda, MD  20892-2190

Re:
NIH Research Grants:
[Research Grant(s)]


Principal Investigator:
[Principal Investigator]


Invention Title:
[Invention Title]

Dear Gentlemen/Ladies:

In compliance with 35 U.S.C., Sec. 202(c)(1) [Name of Institution]] (the "College") hereby notifies your office of the making of an invention (the "Invention") which was funded in whole or in part by the National Institutes of Health by grant numbers [Grant No(s).] on which [Name of Principal Investigator] is the Principal Investigator. The title of the Invention is "[Invention Title]." 

A copy of the document by which the Principal Investigator, as inventor or co-inventor, disclosed the Invention to [the "College"] is enclosed for your files. 

Please be further advised that under 35 U.S.C. Sec. 202(c)(2), the College, as a non-profit organization and institution of higher education, hereby elects to retain title and all rights to the Invention.

The College is currently evaluating the possible commercial potential of the Invention. If the College elects to proceed with commercialization thereof by filing a United States patent application thereupon, your office will be notified of such action at the time the United States Patent and Trademark Office assigns a serial number to such filing. At that time, your office will also be provided with a nonexclusive, nontransferable, irrevocable, paid-up license as provided by 35 U.S.C. Sec. 202(c)(4).

If you need any further information concerning this matter at this time, please advise.

Very truly yours,

[Name]

Enclosure:
Form entitled "Disclosure of Invention or Copyrightable Material"

2.   Providing NIH with Copy of Patent Application and Required License

[Date]

Extramural Technology Transfer Officer

Office of Extramural Policy and Research Administration

National Institutes of Health

Building 31, Room 5B62

31 Center Drive MSC 2190

Bethesda, MD  20892-2190

Re:
NIH Research Grants:
[Research Grant(s)]


Principal Investigator:
[Principal Investigator]


Invention Title:

[Invention Title]

Dear Gentlemen/Ladies:

[Name of Institution]] (the "College") has previously provided you with notification of an invention made under the above-captioned grant and advised you of its election to retain title to the invention. This letter is to advise you that on [date] the College filed a United States Patent Application, U. S. Serial Number [Serial Number] covering said invention. A copy of the patent application as filed is enclosed.

In compliance with the provisions of 35 U.S.C. Sec. 202(c)(4) please find enclosed a nonexclusive, nontransferable, irrevocable, paid-up license to the United States to practice or have practiced the Invention for or on behalf of the United States.

Please let me know if you need further information concerning this matter.

Very truly yours,

[Name]

Enclosures:
Patent Application



License to United States Government

LICENSE TO THE GOVERNMENT OF THE UNITED STATES OF AMERICA

Invention Title:

Inventor(s):

Patent or Application Serial No.

U.S. Filing/Issue Date:

Grant/Contract Identification Number(s):

Foreign applications filed/intended in (countries):

The invention identified above is a Subject Invention under 35 U.S.C. 200, et seq., and the Standard Patent Rights clause at 37 CFR 401.14 or FAR 52.227-11, which are included among the terms of the above-identified grant/contract award from the Public Health Service/National Institutes of Health. This document is confirmatory of:


I.
The nonexclusive, nontransferable, irrevocable, paid-up license to practice or have practiced for or on behalf of the United States the invention described in any patent application and in any and all divisions, continuations, and continuations in part, and in any and all patents and re-issues granted thereon throughout the world; and


II.
All other rights acquired by the Government by reason of the above identified grant/contract award and the laws and regulations which are applicable to the award.

The Government is hereby granted an irrevocable power to inspect and make copies of the above-identified patent application.

Signed this           day of                , 199  

By                                            

  (Grantee/Contractor Official and Title)

For                                           

   (Organization)

At                                            

   (Business Address)

3. Providing NIH with Updates to Patent Office Filings

Date

Extramural Technology Transfer Officer

Office of Extramural Policy and Research Administration

National Institutes of Health

Building 31, Room 5B62

31 Center Drive MSC 2190

Bethesda, MD  20892-2190

Re:
NIH Grant Number:____________________________________________


Principal Investigator:___________________________________________


Invention Title:_________________________________________________

Dear Gentlemen/Ladies:

Please find enclosed for your files a copy of the cover page the following document which was filed with the United States Patent and Trademark Office in connection with a patent application which is currently pending which was filed by [Name of Institution] on an invention which was funded in whole or in part by the above captioned grant:



____
Continuation 



____ 
Continuation-in-part 



____ 
Divisional



____ 
Amendment 

Please advise if you need a complete copy of the above document or any further information concerning this matter.

Very truly yours,

[Name]

Enclosure

4. Providing NIH with Copy of Issued Patent

Date

Extramural Technology Transfer Officer

Office of Extramural Policy and Research Administration

National Institutes of Health

Building 31, Room 5B62

31 Center Drive MSC 2190

Bethesda, MD  20892-2190

Re:
NIH Grant Numbers: 
[Grant(s)] 


Principal Investigator: 
[Name of Principal Investigator]


Invention Title: 

[Invention Title]

Dear Gentlemen/Ladies:

Please find enclosed for your files a copy of United States Patent entitled "Name of Invention," No. [Patent Number], which was issued on [date of issue], covering the above-captioned Invention. This Invention was made at [Name of Institution] (the "College") and resulted from a research project which was funded in whole or in part by the above-captioned grant. The College has previously advised you of the making of this Invention, filed the necessary election letter, granted the United States a nonexclusive, nontransferable, irrevocable, paid-up license as required by 35 U.S.C. Sec. 202(c)(4), and provided you with a copy of the patent application. This should complete your files on this matter.

Please advise if you need further information concerning this matter.

Very truly yours,

[Name]

Enclosure: 
Issued Patent

